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practice and have practiced the inven-
tion on behalf of the United States and 
on behalf of any foreign government or 
international organization pursuant to 
any existing or future treaty or agree-
ment with the United States. 

(ii) The license shall reserve to the 
Federal agency the right to require the 
licensee to grant sublicenses to respon-
sible applicants, on reasonable terms, 
when necessary to fulfill health or safe-
ty needs. 

(iii) The license shall be subject to 
any licenses in force at the time of the 
grant of the exclusive or partially ex-
clusive license. 

(iv) The license may grant the li-
censee the right of enforcement of the 
licensed patent pursuant to the provi-
sions of Chapter 29 of Title 35, United 
States Code, or other statutes, as de-
termined appropriate in the public in-
terest. 

(b)(1) Exclusive or partially exclusive 
licenses may be granted on a federally 
owned invention covered by a foreign 
patent, patent application, or other 
form of protection, provided that; 

(i) Notice of a prospective license, 
identifying the invention and the pro-
spective licensee, has been published in 
the FEDERAL REGISTER, providing op-
portunity for written objections within 
at least a 15-day period and following 
consideration of such written objec-
tions received during the period. 

(ii) The agency has considered wheth-
er the interests of the Federal Govern-
ment or United States industry in for-
eign commerce will be enhanced; and 

(iii) The Federal agency has not de-
termined that the grant of such license 
will tend substantially to lessen com-
petition or result in undue concentra-
tion in any section of the United 
States in any line of commerce to 
which the technology to be licensed re-
lates, or to create or maintain other 
situations inconsistent with antitrust 
laws. 

(2) In addition to the provisions of 
§ 404.5 the following terms and condi-
tions apply to foreign exclusive and 
partially exclusive licenses: 

(i) The license shall be subject to the 
irrevocable, royalty-free right of the 
Government of the United States to 
practice and have practiced the inven-
tion on behalf of the United States and 

on behalf of any foreign government or 
international organization pursuant to 
any existing or future treaty or agree-
ment with the United States. 

(ii) The license shall be subject to 
any licenses in force at the time of the 
grant of the exclusive or partially ex-
clusive license. 

(iii) The license may grant the li-
censee the right to take any suitable 
and necessary actions to protect the li-
censed property, on behalf of the Fed-
eral Government. 

(c) Federal agencies shall maintain a 
record of determinations to grant ex-
clusive or partially exclusive licenses. 

[50 FR 9802, Mar. 12, 1985, as amended at 66 
FR 34546, June 29, 2001]

§ 404.8 Application for a license. 
An application for a license should be 

addressed to the Federal agency having 
custody of the invention and shall nor-
mally include: 

(a) Identification of the invention for 
which the license is desired including 
the patent application serial number or 
patent number, title, and date, if 
known; 

(b) Identification of the type of li-
cense for which the application is sub-
mitted; 

(c) Name and address of the person, 
company, or organization applying for 
the license and the citizenship or place 
of incorporation of the applicant; 

(d) Name, address, and telephone 
number of the representative of the ap-
plicant to whom correspondence should 
be sent; 

(e) Nature and type of applicant’s 
business, identifying products or serv-
ices which the applicant has success-
fully commercialized, and approximate 
number of applicant’s employees; 

(f) Source of information concerning 
the availability of a license on the in-
vention; 

(g) A statement indicating whether 
the applicant is a small business firm 
as defined in § 404.3(c) 

(h) A detailed description of appli-
cant’s plan for development or mar-
keting of the invention, or both, which 
should include: 

(1) A statement of the time, nature 
and amount of anticipated investment 
of capital and other resources which 
applicant believes will be required to 
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bring the invention to practical appli-
cation; 

(2) A statement as to applicant’s ca-
pability and intention to fulfill the 
plan, including information regarding 
manufacuturing, marketing, financial, 
and technical resources; 

(3) A statement of the fields of use 
for which applicant intends to practice 
the invention; and 

(4) A statement of the geographic 
areas in which applicant intends to 
manufacture any products embodying 
the invention and geographic areas 
where applicant intends to use or sell 
the invention, or both; 

(i) Identification of licenses pre-
viously granted to applicant under fed-
erally owned inventions; 

(j) A statement containing appli-
cant’s best knowledge of the extent to 
which the invention is being practiced 
by private industry or Government, or 
both, or is otherwise available com-
mercially; and 

(k) Any other information which ap-
plicant believes will support a deter-
mination to grant the license to appli-
cant.

§ 404.9 Notice to Attorney General. 

A copy of the notice provided for in 
§ 404.7 (a)(1)(i) and (b)(1)(i) will be sent 
to the Attorney General.

§ 404.10 Modification and termination 
of licenses. 

Before modifying or terminating a li-
cense, other than by mutual agree-
ment, the Federal agency shall furnish 
the licensee and any sublicensee of 
record a written notice of intention to 
modify or terminate the license, and 
the licensee and any sublicensee shall 
be allowed 30 days after such notice to 
remedy any breach of the license or 
show cause why the license shall not be 
modified or terminated.

§ 404.11 Appeals. 
In accordance with procedures pre-

scribed by the Federal agency, the fol-
lowing parties may appeal to the agen-
cy head or designee any decision or de-
termination concerning the grant, de-
nial, interpretation, modification, or 
termination of a license: 

(a) A person whose application for a 
license has been denied. 

(b) A licensee whose license has been 
modified or terminated, in whole or in 
part; or 

(c) A person who timely filed a writ-
ten objection in response to the notice 
required by § 404.7(a)(1)(i) or 
§ 404.7(b)(1)(i) and who can demonstrate 
to the satisfaction of the Federal agen-
cy that such person may be damaged 
by the agency action.

§ 404.12 Protection and administration 
of inventions. 

A Federal agency may take any suit-
able and necessary steps to protect and 
administer rights to federally owner 
inventions, either directly or through 
contract.

§ 404.13 Transfer of custody. 
A Federal agency having custody of a 

federally owned invention may transfer 
custody and administration, in whole 
or in part, to another Federal agency, 
of the right, title, or interest in such 
invention.

§ 404.14 Confidentiality of information. 
Title 35, United States Code, section 

209, provides that any plan submitted 
pursuant to § 404.8(h) and any report re-
quired by § 404.5(b)(6) may be treated by 
the Federal agency as commercial and 
financial information obtained from a 
person and privileged and confidential 
and not subject to disclosure under sec-
tion 552 of Title 5 of the United States 
Code.
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