252.227-7007

Application Serial No.

Filing Date

together with corresponding foreign patents
and foreign applications for patent, insofar
as the Contractor has the right to grant li-
censes thereunder without incurring an obli-
gation to pay royalties or other compensa-
tion to others solely on account of such
grant.

(b) No rights are granted or implied by the
agreement under any other patents other
than as provided above or by operation of
law.

(c) Nothing contained herein shall limit
any rights which the Government may have
obtained by virtue of prior contracts or by
operation of law or otherwise.

(End of clause)

252.227-7007 License
royalty.
As prescribed at 227.7009-4(b), insert
the following clause in patent releases,
license agreements, and assignments:

term—running

LICENSE TERM—RUNNING ROYALTY (AUG 1984)

The license hereby granted shall remain in
full force and effect for the full term of each
of the patents referred to in the ‘‘License
Grant’ clause of this contract and any and
all patents hereafter issued on applications
for patent referred to above unless sooner
terminated as elsewhere herein provided.

(End of clause)

252.227-7008 Computation of royalties.

As prescribed at 227.7009-4(c), insert
the following clause in patent releases,
license agreements, and assignments:

COMPUTATION OF ROYALTIES (AUG 1984)

Subject to the conditions hereinafter stat-
ed, royalties shall accrue to the Contractor
under this agreement on all articles or mate-
rials embodying, or manufactured by the use
of, any or all inventions claimed under any
unexpired United States patent Ilicensed
herein, upon acceptance thereof by the De-
partment of , at the rate of

percent of the net selling price of
such articles or materials (amount) per
(name of item)* whether manufactured by
the Government or procured under a fixed
price contract, and at the rate of (amount)
per (name of item) acquired or manufactured
by a Contractor performing under a cost-re-
imbursement contract. With respect to such
articles or materials made by the Depart-
ment of , “net selling price,” as
used in this paragraph, means the actual

*Use bracketed matter as appropriate.
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cost of direct labor and materials without al-
lowance for overhead and supervision.

(End of clause)

252.227-7009 Reporting and payment
of royalties.

As prescribed at 227.7009-4(d), insert
the following clause in patent releases,
license agreements, and assignments:

REPORTING AND PAYMENT OF ROYALTIES (AUG
1984)

(a) The (procuring office) shall, on or be-
fore the sixtieth (60th) day next following
the end of each yearly* period ending

during which royalties have ac-
crued under this license, deliver to the Con-
tractor, subject to military security regula-
tions, a report in writing furnishing nec-
essary information relative to royalties
which have accrued under this contract.

(b) Royalties which have accrued under
this contract during the yearly* period end-
ing shall be paid to the Con-
tractor (if appropriations therefor are avail-
able or become available) within sixty (60)
days next following the receipt of a voucher
from the Contractor submitted in accordance
with the report referred to in (a) of this
clause; Provided, that the Government shall
not be obligated to pay, in respect of any
such yearly period, on account of the com-
bined royalties accruing under this contract
directly and under any separate licenses
granted pursuant to the ‘‘License to Other
Government Agencies’’ clause (if any) of this
contract, an amount greater than

dollars ($ ), and if such
combined royalties exceed the said max-
imum yearly obligation, each department or
agency shall pay a pro rata share of the said
maximum yearly obligation as determined
by the proportion its accrued royalties bear
to the combined total of accrued royalties.

(End of clause)

252.227-7010 License to other Govern-
ment agencies.
As prescribed at 227.7009-4(e), insert
the following clause in patent releases,
license agreements, and assignments:

LICENSE TO OTHER GOVERNMENT AGENCIES
(AUG 1984)

The Contractor hereby agrees to grant a
separate license under the patents, applica-
tions for patents, and improvements referred

*The frequency, date, and length of report-

ing periods should be selected as appropriate
to the particular circumstances of the con-
tract.
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to in the ‘“‘License Grant’ clause of this con-
tract, on the same terms and conditions as
appear in this license contract, to any other
department or agency of the Government at
any time on receipt of a written request for
such a license from such department or agen-
cy; Provided, however, that as to royalties
which accrue under such separate licenses,
reports and payments shall be made directly
to the Contractor by each such other depart-
ment or agency pursuant to the terms of
such separate licenses. The Contractor shall
notify the Licensee hereunder promptly upon
receipt of any request for license hereunder.

(End of clause)

252.227-7011 Assignments.

As prescribed at 227.7010, insert the
following clause in assignments.

ASSIGNMENT (AUG 1984)

The Contractor hereby conveys to the Gov-

ernment, as represented by the Secretary of
, the entire right, title, and inter-

est in and to the following patents (and ap-
plications for patent), in and to the inven-
tions thereof, and in and to all claims and
demands whatsoever for infringement there-
of heretofore accrued, the same to be held
and enjoyed by the Government through its
duly appointed representatives to the full
end of the term of said patents (and to the
full end of the terms of all patents which
may be granted upon said applications for
patent, or upon any division, continuation-
in-part or continuation thereof):
U.S. Patent No.
Date
Name of Inventor
U.S. Application Serial No.
Filing Date
Name of Inventor
together with corresponding foreign patents
and applications for patent insofar as the
Contractor has the right to assign the same.

(End of clause)

252.227-7012 Patent license and re-
lease contract.

As prescribed at 227.7012, insert the
following clause in patent releases, li-
cense agreements, and assignments:

(Contract No.)

PATENT LICENSE AND RELEASE CONTRACT
(SEP 1999)

This CONTRACT is effective as of the
day of [month, year], between the UNITED
STATES OF AMERICA (hereinafter called
the Government), and (hereinafter
called the Contractor), (a corporation orga-

252.227-7012

nized and existing under the laws of the

State of ), (a partnership consisting
of - ), (an individual trading as

) ), of the City of , in the
State of

Whereas, the Contractor warrants that it
has the right to grant the within license and
release, and the Government desires to pro-
cure the same, and

Whereas, this contract is authorized by
law, including 10 U.S.C. 2386.

Now Therefore, in consideration of the
grant, release and agreements hereinafter re-
cited, the parties have agreed as follows:

Article 1. License Grant.*

(Insert the clause at 252.227-7004 for a paid
up license, or the clause at 252.227-7006 for a
license on a running royalty basis.)

Article 2. License Term.*

(Insert the appropriate alternative clause
at 252.227-7005 for a paid up license, or the
clause at 252.227-7007 for a license on a run-
ning royalty basis.)

Article 3. Release of Past Infringement.

(Insert the clause at 252.227-7001.)

Article 4. Non-Estoppel.

(Insert the clause at 252.227-7000.)

Article 5. Payment.

The Contractor shall be paid the sum of

Dollars ($ ) in full compensation
for the rights herein granted and agreed to
be granted. (For a license on a running roy-
alty basis, insert the clause at 252.227-7006 in
accordance with the instructions therein,
and also the clause as specified at 252.227-
7002 and 252.227-7009 and 252.227-7010.)

Article 6. Covenant Against Contingent
Fees.

(Insert the clause at FAR 52.203-5.)

Article 7. Assignment of Claims.

(Insert the clause at FAR 52.232-23.)

Article 8. Gratuities.

(Insert the clause at FAR 52.203-3.)

Article 9. Disputes.

(Insert the clause at FAR 52.233-1.)

Article 10. Successors and Assignees.

This Agreement shall be binding upon the
Contractor, its successors** and assignees,
but nothing contained in this Article shall
authorize an assignment of any claim
against the Government otherwise than as
permitted by law.

In Witness Whereof, the parties hereto
have executed this contract.

THE UNITED STATES OF AMERICA
By

Date

(Signature and Title of

Contractor Representative)

By

Date

*If only a release is procured, delete this
article; if an assignment is procured, use the
clause at 252.227-7011.

**When the Contractor is an individual,
change ‘‘successors’ to ‘‘heirs’’; if a partner-
ship, modify appropriately.
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