§1.31

fees erroneously paid as a small entity
but on different dates;

(C) The deficiency owed amount (for
each fee erroneously paid); and

(D) The total deficiency payment
owed, which is the sum or total of the
individual deficiency owed amounts set
forth in paragraph (c)(2)(ii)(C) of this
section.

(3) Failure to comply with requirements.
If the requirements of paragraphs (c)(1)
and (c)(2) of this section are not com-
plied with, such failure will either: be
treated as an authorization for the Of-
fice to process the deficiency payment
and charge the processing fee set forth
in §1.17(i), or result in a requirement
for compliance within a one-month
non-extendable time period under
§1.136(a) to avoid the return of the fee
deficiency paper, at the option of the
Office.

(d) Payment of deficiency operates as
notification of loss of status. Any defi-
ciency payment (based on a previous
erroneous payment of a small entity
fee) submitted under paragraph (c) of
this section will be treated under
§1.27(g)(2) as a notification of a loss of
entitlement to small entity status.

[65 FR 54661, Sept. 8, 2000]

Subpart B—National Processing
Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§1.31 Applicants may be represented
by a registered attorney or agent.

An applicant for patent may file and
prosecute his or her own case, or he or
she may be represented by a registered
attorney, registered agent, or other in-
dividual authorized to practice before
the Patent and Trademark Office in
patent cases. See §§10.6 and 10.9 of this
subchapter. The Patent and Trademark
Office cannot aid in the selection of a
registered attorney or agent.

[50 FR 5171, Feb. 6, 1985]
§1.32 [Reserved]

§1.33 Correspondence respecting pat-
ent applications, reexamination
proceedings, and other proceedings.

(a) Correspondence address and daytime
telephone number. When filing an appli-

40

37 CFR Ch. | (7-1-03 Edition)

cation, a correspondence address must
be set forth in either an application
data sheet (§1.76), or elsewhere, in a
clearly identifiable manner, in any
paper submitted with an application
filing. If no correspondence address is
specified, the Office may treat the
mailing address of the first named in-
ventor (if provided, see §§1.76(b)(1) and
1.63(c)(2)) as the correspondence ad-
dress. The Office will direct all notices,
official letters, and other communica-
tions relating to the application to the
correspondence address. The Office will
not engage in double correspondence
with an applicant and a registered at-
torney or agent, or with more than one
registered attorney or agent except as
deemed necessary by the Director. If
more than one correspondence address
is specified, the Office will establish
one as the correspondence address. For
the party to whom correspondence is to
be addressed, a daytime telephone
number should be supplied in a clearly
identifiable manner and may be
changed by any party who may change
the correspondence address. The cor-
respondence address may be changed as
follows:

(1) Prior to filing of a §1.63 oath or dec-
laration by any of the inventors. If a
§1.63 oath or declaration has not been
filed by any of the inventors, the cor-
respondence address may be changed
by the party who filed the application.
If the application was filed by a reg-
istered attorney or agent, any other
registered practitioner named in the
transmittal papers may also change
the correspondence address. Thus, the
inventor(s), any registered practitioner
named in the transmittal papers ac-
companying the original application,
or a party that will be the assignee
who filed the application, may change
the correspondence address in that ap-
plication under this paragraph.

(2) Where a §1.63 oath or declaration
has been filed by any of the inventors. If
a §1.63 oath or declaration has been
filed, or is filed concurrent with the fil-
ing of an application, by any of the in-
ventors, the correspondence address
may be changed by the parties set
forth in paragraph (b) of this section,
except for paragraph (b)(2).

(b) Amendments and other papers.
Amendments and other papers, except
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for written assertions pursuant to
§1.27(c)(2)(ii) of this part, filed in the
application must be signed by:

(1) A registered attorney or agent of
record appointed in compliance with
§1.34(b);

(2) A registered attorney or agent not
of record who acts in a representative
capacity under the provisions of
§1.34(a);

(3) An assignee as provided for under
§3.71(b) of this chapter; or

(4) All of the applicants (§1.41(b)) for
patent, unless there is an assignee of
the entire interest and such assignee
has taken action in the application in
accordance with §3.71 of this chapter.

(c) All notices, official letters, and
other communications for the patent
owner or owners in a reexamination
proceeding will be directed to the at-
torney or agent of record (see §1.34(b))
in the patent file at the address listed
on the register of patent attorneys and
agents maintained pursuant to §§10.5
and 10.11 or, if no attorney or agent is
of record, to the patent owner or own-
ers at the address or addresses of
record. Amendments and other papers
filed in a reexamination proceeding on
behalf of the patent owner must be
signed by the patent owner, or if there
is more than one owner by all the own-
ers, or by an attorney or agent of
record in the patent file, or by a reg-
istered attorney or agent not of record
who acts in a representative capacity
under the provisions of §1.34(a). Double
correspondence with the patent owner
or owners and the patent owner’s attor-
ney or agent, or with more than one at-
torney or agent, will not be under-
taken. If more than one attorney or
agent is of record and a correspondence
address has not been specified, cor-
respondence will be held with the last
attorney or agent made of record.

(d) A ‘“‘correspondence address’” or
change thereto may be filed with the
Patent and Trademark Office during
the enforceable life of the patent. The
““‘correspondence address’ will be used
in any correspondence relating to
maintenance fees unless a separate
‘“fee address” has been specified. See

41

§1.36

§1.363 for ‘“‘fee address’’ used solely for
maintenance fee purposes.

[36 FR 12617, July 2, 1971, as amended at 46
FR 29181, May 29, 1981; 49 FR 34724, Aug. 31,
1984; 50 FR 5171, Feb. 6, 1985; 62 FR 53184, Oct.
10, 1997; 65 FR 54661, Sept. 8, 2000]

§1.34 Recognition for representation.

(@) When a registered attorney or
agent acting in a representative capac-
ity, pursuant to §1.31, appears in per-
son or signs a paper in practice before
the United States Patent and Trade-
mark Office in a patent case, his or her
personal appearance or signature shall
constitute a representation to the
United States Patent and Trademark
Office that under the provisions of this
subchapter and the law, he or she is au-
thorized to represent the particular
party in whose behalf he or she acts. In
filing such a paper, the registered at-
torney or agent should specify his or
her registration number with his or her
signature. Further proof of authority
to act in a representative capacity may
be required.

(b) When a registered attorney or
agent shall have filed his or her power
of attorney, or authorization, duly exe-
cuted by the person or persons entitled
to prosecute an application or a patent
involved in a reexamination pro-
ceeding, pursuant to §1.31, he or she is
a principal registered attorney or
agent of record in the case. A principal
registered attorney or agent, so ap-
pointed, may appoint an associate reg-
istered attorney or agent who shall
also then be of record.

[65 FR 54662, Sept. 8, 2000]

§1.36 Revocation of power of attorney
or authorization; withdrawal of reg-
istered attorney or agent.

A power of attorney or authorization
of agent, pursuant to §1.31, may be re-
voked at any stage in the proceedings
of a case, and a registered attorney or
agent may withdraw, upon application
to and approval by the Director. A reg-
istered attorney or agent, except an as-
sociate registered attorney or agent
whose address is the same as that of
the principal registered attorney or



