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(ii) Be in the English language or be ac-
companied by a translation of the applica-
tion and a translation of any corrections or
amendments into the English language to-
gether with a statement that the translation
is accurate.

(2) The specification (including the ab-
stract and claims) for other than reissue ap-
plications and reexamination proceedings,
and any amendments for applications (in-
cluding reissue applications) and reexamina-
tion proceedings to the specification, except
as provided for in §§1.821 through 1.825, must
have:

(i) Lines that are 1%z or double spaced;

(ii) Text written in a nonscript type font
(e.g., Arial, Times Roman, or Courier) let-
tering style having capital letters which are
at least 0.21 cm (0.08 inch) high; and

(iii) Only a single column of text.

(8) The claim or claims must commence on
a separate physical sheet or electronic page
(81.75(h)).

(4) The abstract must commence on a sepa-
rate physical sheet or electronic page or be
submitted as the first page of the patent in
a reissue application or reexamination pro-
ceeding (§1.72(b)).

(5) Other than in a reissue application or
reexamination proceeding, the pages of the
specification including claims and abstract
must be numbered consecutively, starting
with 1, the numbers being centrally located
above or preferably, below, the text.

(6) Other than in a reissue application or
reexamination proceeding, the paragraphs of
the specification, other than in the claims or
abstract, may be numbered at the time the
application is filed, and should be individ-
ually and consecutively numbered using Ara-
bic numerals, so as to unambiguously iden-
tify each paragraph. The number should con-
sist of at least four numerals enclosed in
square brackets, including leading zeros (e.g.,
[0001]). The numbers and enclosing brackets
should appear to the right of the left margin
as the first item in each paragraph, before
the first word of the paragraph, and should
be highlighted in bold. A gap, equivalent to
approximately four spaces, should follow the
number. Nontext elements (e.g., tables,
mathematical or chemical formulae, chem-
ical structures, and sequence data) are con-
sidered part of the numbered paragraph
around or above the elements, and should
not be independently numbered. If a nontext
element extends to the left margin, it should
not be numbered as a separate and inde-
pendent paragraph. A list is also treated as
part of the paragraph around or above the
list, and should not be independently num-
bered. Paragraph or section headers (titles),
whether abutting the left margin or centered
on the page, are not considered paragraphs
and should not be numbered.

(7) If papers that do not comply with para-
graphs (b)(1) through (b)(5) of this section are
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submitted as part of the application, the ap-
plicant, or patent owner, or requester in a
reexamination proceeding, will be notified
and given a period of time within which to
provide substitute papers that comply with
paragraphs (b)(1) through (b)(5) of this sec-
tion in order to avoid abandonment of the
application in the case of an applicant for
patent, termination of proceedings in the
case of a patent owner in a reexamination
proceeding, or refusal of consideration of the
papers in the case of a third party requester
in a reexamination proceeding.

§1.53 Application number, filing date,
and completion of application.

(a) Application number. Any papers re-
ceived in the Patent and Trademark
Office which purport to be an applica-
tion for a patent will be assigned an ap-
plication number for identification
purposes.

(b) Application filing requirements—
Nonprovisional application. The filing
date of an application for patent filed
under this section, except for a provi-
sional application under paragraph (c)
of this section or a continued prosecu-
tion application under paragraph (d) of
this section, is the date on which a
specification as prescribed by 35 U.S.C.
112 containing a description pursuant
to §1.71 and at least one claim pursu-
ant to §1.75, and any drawing required
by §1.81(a) are filed in the Patent and
Trademark Office. No new matter may
be introduced into an application after
its filing date. A continuing applica-
tion, which may be a continuation, di-
visional, or continuation-in-part appli-
cation, may be filed under the condi-
tions specified in 35 U.S.C. 120, 121 or
365(c) and §1.78(a).

(1) A continuation or divisional appli-
cation that names as inventors the
same or fewer than all of the inventors
named in the prior application may be
filed under this paragraph or paragraph
(d) of this section.

(2) A continuation-in-part applica-
tion (which may disclose and claim
subject matter not disclosed in the
prior application) or a continuation or
divisional application naming an in-
ventor not named in the prior applica-
tion must be filed under this para-
graph.
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(c) Application filing requirements—
Provisional application. The filing date
of a provisional application is the date
on which a specification as prescribed
by the first paragraph of 35 U.S.C. 112,
and any drawing required by §1.81(a)
are filed in the Patent and Trademark
Office. No amendment, other than to
make the provisional application com-
ply with the patent statute and all ap-
plicable regulations, may be made to
the provisional application after the
filing date of the provisional applica-
tion.

(1) A provisional application must
also include the cover sheet required
by §1.51(c)(1), which may be an applica-
tion data sheet (§1.76), or a cover letter
identifying the application as a provi-
sional application. Otherwise, the ap-
plication will be treated as an applica-
tion filed under paragraph (b) of this
section.

(2) An application for patent filed
under paragraph (b) of this section may
be converted to a provisional applica-
tion and be accorded the original filing
date of the application filed under
paragraph (b) of this section. The grant
of such a request for conversion will
not entitle applicant to a refund of the
fees that were properly paid in the ap-
plication filed under paragraph (b) of
this section. Such a request for conver-
sion must be accompanied by the proc-
essing fee set forth in §1.17(q) and be
filed prior to the earliest of:

(i) Abandonment of the application
filed under paragraph (b) of this sec-
tion;

(ii) Payment of the issue fee on the
application filed under paragraph (b) of
this section;

(iii) Expiration of twelve months
after the filing date of the application
filed under paragraph (b) of this sec-
tion; or

(iv) The filing of a request for a stat-
utory invention registration under
§1.293 in the application filed under
paragraph (b) of this section.

(3) A provisional application filed
under paragraph (c) of this section may
be converted to a nonprovisional appli-
cation filed under paragraph (b) of this
section and accorded the original filing
date of the provisional application. The
conversion of a provisional application
to a nonprovisional application will
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not result in either the refund of any
fee properly paid in the provisional ap-
plication or the application of any such
fee to the filing fee, or any other fee,
for the nonprovisional application.
Conversion of a provisional application
to a nonprovisional application under
this paragraph will result in the term
of any patent to issue from the applica-
tion being measured from at least the
filing date of the provisional applica-
tion for which conversion is requested.
Thus, applicants should consider avoid-
ing this adverse patent term impact by
filing a nonprovisional application
claiming the benefit of the provisional
application under 35 U.S.C. 119(e) (rath-
er than converting the provisional ap-
plication into a nonprovisional applica-
tion pursuant to this paragraph). A re-
quest to convert a provisional applica-
tion to a nonprovisional application
must be accompanied by the fee set
forth in §1.17(i) and an amendment in-
cluding at least one claim as prescribed
by the second paragraph of 35 U.S.C.
112, unless the provisional application
under paragraph (c) of this section oth-
erwise contains at least one claim as
prescribed by the second paragraph of
35 U.S.C. 112. The nonprovisional appli-
cation resulting from conversion of a
provisional application must also in-
clude the filing fee for a nonprovisional
application, an oath or declaration by
the applicant pursuant to §§1.63, 1.162,
or 1.175, and the surcharge required by
§1.16(e) if either the basic filing fee for
a nonprovisional application or the
oath or declaration was not present on
the filing date accorded the resulting
nonprovisional application (i.e., the fil-
ing date of the original provisional ap-
plication). A request to convert a pro-
visional application to a nonprovi-
sional application must also be filed
prior to the earliest of:

(i) Abandonment of the provisional
application filed under paragraph (c) of
this section; or

(i) Expiration of twelve months after
the filing date of the provisional appli-
cation filed under this paragraph (c).

(4) A provisional application is not
entitled to the right of priority under
35 U.S.C. 119 or 365(a) or §1.55, or to the
benefit of an earlier filing date under 35
U.S.C. 120, 121 or 365(c) or §1.78 of any
other application. No claim for priority
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under 35 U.S.C. 119(e) or §1.78(a)(4) may
be made in a design application based
on a provisional application. No re-
quest under §1.293 for a statutory in-
vention registration may be filed in a
provisional application. The require-
ments of §§1.821 through 1.825 regarding
application disclosures containing nu-
cleotide and/or amino acid sequences
are not mandatory for provisional ap-
plications.

(d) Application filing requirements—
Continued prosecution (nonprovisional)
application. (1) A continuation or divi-
sional application (but not a continu-
ation-in-part) of a prior nonprovisional
application may be filed as a continued
prosecution application wunder this
paragraph, provided that:

(i) The prior nonprovisional applica-
tion is:

(A) A utility or plant application
that was filed under 35 U.S.C. 111(a) be-
fore May 29, 2000, and is complete as de-
fined by §1.51(b);

(B) A design application that is com-
plete as defined by §1.51(b); or

(C) The national stage of an inter-
national application that was filed
under 35 U.S.C. 363 before May 29, 2000,
and is in compliance with 35 U.S.C. 371;
and

(ii) The application under this para-
graph is filed before the earliest of:

(A) Payment of the issue fee on the
prior application, unless a petition
under §1.313(c) is granted in the prior
application;

(B) Abandonment of the prior appli-
cation; or

(C) Termination of proceedings on
the prior application.

(2) The filing date of a continued
prosecution application is the date on
which a request on a separate paper for
an application under this paragraph is
filed. An application filed under this
paragraph:

(i) Must identify the prior applica-
tion;

(ii) Discloses and claims only subject
matter disclosed in the prior applica-
tion;

(iii) Names as inventors the same in-
ventors named in the prior application
on the date the application under this
paragraph was filed, except as provided
in paragraph (d)(4) of this section;
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(iv) Includes the request for an appli-
cation under this paragraph, will uti-
lize the file jacket and contents of the
prior application, including the speci-
fication, drawings and oath or declara-
tion from the prior application, to con-
stitute the new application, and will be
assigned the application number of the
prior application for identification pur-
poses; and

(v) Is a request to expressly abandon
the prior application as of the filing
date of the request for an application
under this paragraph.

(3) The filing fee for a continued pros-
ecution application filed under this
paragraph is:

(i) The basic filing fee as set forth in
§1.16; and

(ii) Any additional §1.16 fee due based
on the number of claims remaining in
the application after entry of any
amendment accompanying the request
for an application under this paragraph
and entry of any amendments under
§1.116 unentered in the prior applica-
tion which applicant has requested to
be entered in the continued prosecu-
tion application.

(4) An application filed under this
paragraph may be filed by fewer than
all the inventors named in the prior ap-
plication, provided that the request for
an application under this paragraph
when filed is accompanied by a state-
ment requesting deletion of the name
or names of the person or persons who
are not inventors of the invention
being claimed in the new application.
No person may be named as an inven-
tor in an application filed under this
paragraph who was not named as an in-
ventor in the prior application on the
date the application under this para-
graph was filed, except by way of cor-
rection of inventorship under §1.48.

(5) Any new change must be made in
the form of an amendment to the prior
application as it existed prior to the
filing of an application under this para-
graph. No amendment in an application
under this paragraph (a continued pros-
ecution application) may introduce
new matter or matter that would have
been new matter in the prior applica-
tion. Any new specification filed with
the request for an application under
this paragraph will not be considered
part of the original application papers,



U.S. Patent and Trademark Office, Commerce

but will be treated as a substitute spec-
ification in accordance with §1.125.

(6) The filing of a continued prosecu-
tion application under this paragraph
will be construed to include a waiver of
confidentiality by the applicant under
35 U.S.C. 122 to the extent that any
member of the public, who is entitled
under the provisions of §1.14 to access
to, copies of, or information concerning
either the prior application or any con-
tinuing application filed under the pro-
visions of this paragraph, may be given
similar access to, copies of, or similar
information concerning the other ap-
plication or applications in the file
jacket.

(7) A request for an application under
this paragraph is the specific reference
required by 35 U.S.C. 120 to every appli-
cation assigned the application number
identified in such request. No amend-
ment in an application under this para-
graph may delete this specific ref-
erence to any prior application.

(8) In addition to identifying the ap-
plication number of the prior applica-
tion, applicant should furnish in the re-
quest for an application under this
paragraph the following information
relating to the prior application to the
best of his or her ability:

(i) Title of invention;

(ii) Name of applicant(s); and

(iii) Correspondence address.

(9) Envelopes containing only re-
quests and fees for filing an application
under this paragraph should be marked
“Mail Stop CPA.” Requests for an ap-
plication under this paragraph filed by
facsimile transmission should be clear-
ly marked ‘““Mail Stop CPA.”

(10) See §1.103(b) for requesting a lim-
ited suspension of action in an applica-
tion filed under this paragraph.

(e) Failure to meet filing date require-
ments. (1) If an application deposited
under paragraph (b), (c), or (d) of this
section does not meet the requirements
of such paragraph to be entitled to a
filing date, applicant will be so noti-
fied, if a correspondence address has
been provided, and given a time period
within which to correct the filing
error.

(2) Any request for review of a notifi-
cation pursuant to paragraph (e)(1) of
this section, or a notification that the
original application papers lack a por-
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tion of the specification or drawing(s),
must be by way of a petition pursuant
to this paragraph accompanied by the
fee set forth in §1.17(h). In the absence
of a timely (§1.181(f)) petition pursuant
to this paragraph, the filing date of an
application in which the applicant was
notified of a filing error pursuant to
paragraph (e)(1) of this section will be
the date the filing error is corrected.

(3) If an applicant is notified of a fil-
ing error pursuant to paragraph (e)(1)
of this section, but fails to correct the
filing error within the given time pe-
riod or otherwise timely (§1.181(f)) take
action pursuant to this paragraph, pro-
ceedings in the application will be con-
sidered terminated. Where proceedings
in an application are terminated pursu-
ant to this paragraph, the application
may be disposed of, and any filing fees,
less the handling fee set forth in
§1.21(n), will be refunded.

(f) Completion of application subsequent
to filing—Nonprovisional (including con-
tinued prosecution or reissue) application.
(1) If an application which has been ac-
corded a filing date pursuant to para-
graph (b) or (d) of this section does not
include the basic filing fee, or if an ap-
plication which has been accorded a fil-
ing date pursuant to paragraph (b) of
this section does not include an oath or
declaration by the applicant pursuant
to 8§1.63, 1.162 or §1.175, and applicant
has provided a correspondence address
(81.33(a)), applicant will be notified and
given a period of time within which to
pay the filing fee, file an oath or dec-
laration in an application under para-
graph (b) of this section, and pay the
surcharge required by §1.16(e) to avoid
abandonment.

(2) If an application which has been
accorded a filing date pursuant to para-
graph (b) of this section does not in-
clude the basic filing fee or an oath or
declaration by the applicant pursuant
to 8§1.63, 1.162 or §1.175, and applicant
has not provided a correspondence ad-
dress (81.33(a)), applicant has two
months from the filing date of the ap-
plication within which to pay the basic
filing fee, file an oath or declaration,
and pay the surcharge required by
§1.16(e) to avoid abandonment.

(3) This paragraph applies to continu-
ation or divisional applications under
paragraphs (b) or (d) of this section and
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to continuation-in-part applications
under paragraph (b) of this section.

(4) See §1.63(d) concerning the sub-
mission of a copy of the oath or dec-
laration from the prior application for
a continuation or divisional applica-
tion under paragraph (b) of this sec-
tion.

(5) If applicant does not pay one of
the basic filing or the processing and
retention fees (§1.21(1)) during the
pendency of the application, the Office
may dispose of the application.

(g) Completion of application subse-
quent to filing—provisional application.
(1) If a provisional application which
has been accorded a filing date pursu-
ant to paragraph (c) of this section
does not include the cover sheet re-
quired by §1.51(c)(1) or the basic filing
fee (§1.16(k)), and applicant has pro-
vided a correspondence address
(81.33(a)), applicant will be notified and
given a period of time within which to
pay the basic filing fee, file a cover
sheet (§1.51(c)(1)), and pay the sur-
charge required by §1.16(1) to avoid
abandonment.

(2) If a provisional application which
has been accorded a filing date pursu-
ant to paragraph (c) of this section
does not include the cover sheet re-
quired by §1.51(c)(1) or the basic filing
fee (81.16(k)), and applicant has not
provided a correspondence address
(§1.33(a)), applicant has two months
from the filing date of the application
within which to pay the basic filing
fee, file a cover sheet (§1.51(c)(1)), and
pay the surcharge required by §1.16(1)
to avoid abandonment.

(3) If applicant does not pay the basic
filing fee during the pendency of the
application, the Office may dispose of
the application.

(h) Subsequent treatment of applica-
tion—Nonprovisional (including contin-
ued prosecution) application. An applica-
tion for a patent filed under paragraphs
(b) or (d) of this section will not be
placed on the files for examination
until all its required parts, complying
with the rules relating thereto, are re-
ceived, except that certain minor infor-
malities may be waived subject to sub-
sequent correction whenever required.

(i) Subsequent treatment of applica-
tion—Provisional application. A provi-
sional application for a patent filed
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under paragraph (c) of this section will
not be placed on the files for examina-
tion and will become abandoned no
later than twelve months after its fil-
ing date pursuant to 35 U.S.C. 111(b)(1).

(J) Filing date of international applica-
tion. The filing date of an international
application designating the United
States of America is treated as the fil-
ing date in the United States of Amer-
ica under PCT Article 11(3), except as
provided in 35 U.S.C. 102(e).

[62 FR 53186, Oct. 10, 1997, as amended at 63
FR 5734, Feb. 4, 1998; 65 FR 14871, Mar. 20,
2000; 65 FR 50104, Aug. 16, 2000; 65 FR 54665,
Sept. 8, 2000; 65 FR 78960, Dec. 18, 2000; 68 FR
14336, Mar. 25, 2003]

EFFECTIVE DATE NOTE: At 68 FR 32380, May
30, 2003, §1.53 was amended by revising para-
graphs (d)(1), (d)(3), and (e)(1), effective July
14, 2003. For the convenience of the user, the
revised text is set forth as follows:

§1.53 Application number, filing date, and
completion of application.
*

* *

d) * * *

(1) A continuation or divisional application
(but not a continuation-in-part) of a prior
nonprovisional application may be filed as a
continued prosecution application under this
paragraph, provided that:

(i) The application is for a design patent;

(ii) The prior nonprovisional application is
a design application that is complete as de-
fined by §1.51(b); and

(iii) The application under this paragraph
is filed before the earliest of:

(A) Payment of the issue fee on the prior
application, unless a petition under §1.313(c)
is granted in the prior application;

(B) Abandonment of the prior application;
or

(C) Termination of proceedings on the
prior application.

* * *

* *

(3) The filing fee for a continued prosecu-
tion application filed under this paragraph is
the basic filing fee as set forth in §1.16(f).

* * *

* *

(e) * * *

(1) If an application deposited under para-
graph (b), (c), or (d) of this section does not
meet the requirements of such paragraph to
be entitled to a filing date, applicant will be
so notified, if a correspondence address has
been provided, and given a period of time
within which to correct the filing error. If,
however, a request for an application under
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paragraph (d) of this section does not meet
the requirements of that paragraph because
the application in which the request was
filed is not a design application, and if the
application in which the request was filed
was itself filed on or after June 8, 1995, the
request for an application under paragraph
(d) of this section will be treated as a request
for continued examination under §1.114.

* * * * *
§1.54 Parts of application to be filed

together; filing receipt.

(a) It is desirable that all parts of the
complete application be deposited in
the Office together; otherwise, a letter
must accompany each part, accurately
and clearly connecting it with the
other parts of the application. See §1.53
(f) and (g) with regard to completion of
an application.

(b) Applicant will be informed of the
application number and filing date by a
filing receipt, unless the application is
an application filed under §1.53(d).

[62 FR 53188, Oct. 10, 1997]

§1.55 Claim for foreign priority.

(a) An applicant in a nonprovisional
application may claim the benefit of
the filing date of one or more prior for-
eign applications under the conditions
specified in 35 U.S.C. 119(a) through (d)
and (f), 172, and 365(a) and (b).

(1)(i) In an original application filed
under 35 U.S.C. 111(a), the claim for pri-
ority must be presented during the
pendency of the application, and within
the later of four months from the ac-
tual filing date of the application or
sixteen months from the filing date of
the prior foreign application. This time
period is not extendable. The claim
must identify the foreign application
for which priority is claimed, as well as
any foreign application for the same
subject matter and having a filing date
before that of the application for which
priority is claimed, by specifying the
application number, country (or intel-
lectual property authority), day,
month, and year of its filing. The time
periods in this paragraph do not apply
in an application under 35 U.S.C. 111(a)
if the application is:

(A) A design application; or

(B) An application filed before No-
vember 29, 2000.
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(ii) In an application that entered the
national stage from an international
application after compliance with 35
U.S.C. 371, the claim for priority must
be made during the pendency of the ap-
plication and within the time limit set
forth in the PCT and the Regulations
under the PCT.

(2) The claim for priority and the cer-
tified copy of the foreign application
specified in 35 U.S.C. 119(b) or PCT
Rule 17 must, in any event, be filed be-
fore the patent is granted. If the claim
for priority or the certified copy of the
foreign application is filed after the
date the issue fee is paid, it must be ac-
companied by the processing fee set
forth in §1.17(i), but the patent will not
include the priority claim unless cor-
rected by a certificate of correction
under 35 U.S.C. 255 and §1.323.

(3) When the application becomes in-
volved in an interference (81.630), when
necessary to overcome the date of a
reference relied upon by the examiner,
or when deemed necessary by the ex-
aminer, the Office may require that the
claim for priority and the certified
copy of the foreign application be filed
earlier than provided in paragraphs
(a)(1) or (a)(2) of this section.

(4) An English language translation
of a non-English language foreign ap-
plication is not required except when
the application is involved in an inter-
ference (§1.630), when necessary to
overcome the date of a reference relied
upon by the examiner, or when specifi-
cally required by the examiner. If an
English language translation is re-
quired, it must be filed together with a
statement that the translation of the
certified copy is accurate.

(b) An applicant in a nonprovisional
application may under certain cir-
cumstances claim priority on the basis
of one or more applications for an in-
ventor’s certificate in a country grant-
ing both inventor’s certificates and
patents. To claim the right of priority
on the basis of an application for an in-
ventor’s certificate in such a country
under 35 U.S.C. 119(d), the applicant
when submitting a claim for such right
as specified in paragraph (a) of this sec-
tion, shall include an affidavit or dec-
laration. The affidavit or declaration
must include a specific statement that,



