U.S. Patent and Trademark Office, Commerce

or promised to be performed, or actu-
ally performed, or both, by an inven-
tion developer for a customer. ““‘Inven-
tion development” means the evalua-
tion, perfection, marketing, brokering,
or promotion of an invention on behalf
of a customer by an invention devel-
oper, including a patent search, prepa-
ration of a patent application, or any
other act done by an invention devel-
oper for consideration toward the end
of procuring or attempting to procure a
license, buyer, or patent for an inven-
tion. ““Customer’” means any individual
who has made an invention and who
enters into a contract for invention de-
velopment services with an invention
developer with respect to the invention
by which the inventor becomes obli-
gated to pay the invention developer
less than $5,000 (not to include any ad-
ditional sums which the invention de-
veloper is to receive as a result of suc-
cessful development of the invention).
“Contract for invention development
services”” means a contract for inven-
tion development services with an in-
vention developer with respect to an
invention made by a customer by
which the inventor becomes obligated
to pay the invention developer less
than $5,000 (not to include any addi-
tional sums which the invention devel-
oper is to receive as a result of success-
ful development of the invention).

(18) In the absence of information
sufficient to establish a reasonable be-
lief that fraud or inequitable conduct
has occurred, alleging before a tribunal
that anyone has committed a fraud on
the Office or engaged in inequitable
conduct in a proceeding before the Of-
fice.

(19) Action by an employee of the Of-
fice contrary to the provisions set
forth in §10.10(c).

(20) Knowing practice by a Govern-
ment employee contrary to applicable
Federal conflict of interest laws, or
regulations of the Department, agency
or commission employing said indi-
vidual.

(d) A practitioner who acts with
reckless indifference to whether a rep-
resentation is true or false is charge-
able with knowledge of its falsity. De-
ceitful statements of half-truths or
concealment of material facts shall be

§10.31

deemed actual fraud within the mean-
ing of this part.

[50 FR 5172, Feb. 6, 1985; 50 FR 25073, June 17,
1985; 50 FR 25980, June 24, 1985, as amended at
53 FR 38950, Oct. 4, 1988; 53 FR 41278, Oct. 20,
1988; 57 FR 2036, Jan. 17, 1992; 58 FR 54504,
Oct. 22, 1993; 61 FR 56448, Nov. 1, 1996; 62 FR
53206, Oct. 10, 1997; 65 FR 54683, Sept. 8, 2000]

§10.24 Disclosure of information to au-
thorities.

(a) A practitioner possessing
unprivileged knowledge of a violation
of a Disciplinary Rule shall report such
knowledge to the Director.

(b) A practitioner possessing
unprivileged knowledge or evidence
concerning another practitioner, em-
ployee of the Office, or a judge shall re-
veal fully such knowledge or evidence
upon proper request of a tribunal or
other authority empowered to inves-
tigate or act upon the conduct of prac-
titioners, employees of the Office, or
judges.

(Approved by the Office of Management and
Budget under control number 0651-0017)

§§10.25-10.29 [Reserved]

§10.30 Canon 2.

A practitioner should assist the legal
profession in fulfilling its duty to make
legal counsel available.

§10.31 Communications concerning a
practitioner’s services.

(a) No practitioner shall with respect
to any prospective business before the
Office, by word, circular, letter, or ad-
vertising, with intent to defraud in any
manner, deceive, mislead, or threaten
any prospective applicant or other per-
son having immediate or prospective
business before the Office.

(b) A practitioner may not use the
name of a Member of either House of
Congress or of an individual in the
service of the United States in adver-
tising the practitioner’s practice before
the Office.

(c) Unless authorized under §10.14(b),
a non-lawyer practitioner shall not
hold himself or herself out as author-
ized to practice before the Office iIn
trademark cases.

(d) Unless a practitioner is an attor-
ney, the practitioner shall not hold
himself or herself out:
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§10.32

(1) To be an attorney or lawyer or

(2) As authorized to practice before
the Office in non-patent and trademark
cases.

§10.32 Advertising.

(a) Subject to §10.31, a practitioner
may advertise services through public
media, including a telephone directory,
legal directory, newspaper, or other pe-
riodical, radio, or television, or
through written communications not
involving solicitation as defined by
§10.33.

(b) A practitioner shall not give any-
thing of value to a person for recom-
mending the practitioner’s services, ex-
cept that a practitioner may pay the
reasonable cost of advertising or writ-
ten communication permitted by this
section and may pay the usual charges
of a not-for-profit lawyer referral serv-
ice or other legal service organization.

() Any communication made pursu-
ant to this section shall include the
name of at least one practitioner re-
sponsible for its content.

§10.33 Direct contact with prospective
clients.

A practitioner may not solicit profes-
sional employment from a prospective
client with whom the practitioner has
no family or prior professional rela-
tionship, by mail, in-person or other-
wise, when a significant motive for the
practitioner’s doing so is the practi-
tioner’s pecuniary gain under cir-
cumstances evidencing undue influ-
ence, intimidation, or overreaching.
The term “‘solicit” includes contact in
person, by telephone or telegraph, by
letter or other writing, or by other
communication directed to a specific
recipient, but does not include letters
addressed or advertising circulars dis-
tributed generally to persons not spe-
cifically known to need legal services
of the kind provided by the practi-
tioner in a particular matter, but who
are so situated that they might in gen-
eral find such services useful.

§10.34 Communication of fields of
practice.

A registered practitioner may state
or imply that the practitioner is a spe-
cialist as follows:
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(a) A registered practitioner who is
an attorney may use the designation
“Patents,” ‘““Patent Attorney,” ‘“‘Pat-
ent Lawyer,” ‘“‘Registered Patent At-
torney,” or a substantially similar des-
ignation.

(b) A registered practitioner who is
not an attorney may use the designa-
tion ‘“‘Patents,” ‘‘Patent Agent,”
‘“Registered Patent Agent,”” or a sub-
stantially similar designation, except
that any practitioner who was reg-
istered prior to November 15, 1938, may
refer to himself or herself as a ‘“‘patent
attorney.”

§10.35

(a) A practitioner shall not use a firm
name, letterhead, or other professional
designation that violates §10.31. A
trade name may be used by a practi-
tioner in private practice if it does not
imply a current connection with a gov-
ernment agency or with a public or
charitable legal services organization
and is not otherwise in violation of
§10.31.

(b) Practitioners may state or imply
that they practice in a partnership or
other organization only when that is
the fact.

Firm names and letterheads.

§10.36 Fees for legal services.

(a) A practitioner shall not enter into
an agreement for, charge, or collect an
illegal or clearly excessive fee.

(b) A fee is clearly excessive when,
after a review of the facts, a practi-
tioner of ordinary prudence would be
left with a definite and firm conviction
that the fee is in excess of a reasonable
fee. Factors to be considered as guides
in determining the reasonableness of a
fee include the following:

(1) The time and labor required, the
novelty and difficulty of the questions
involved, and the skill requisite to per-
form the legal service properly.

(2) The likelihood, if apparent to the
client, that the acceptance of the par-
ticular employment will preclude other
employment by the practitioner.

(3) The fee customarily charged for
similar legal services.

(4) The amount involved and the re-
sults obtained.

(5) The time limitations imposed by
the client or by the circumstances.
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