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(b) The Office will maintain a Secret
Register to record governmental inter-
ests required to be recorded by Execu-
tive Order 9424. Any instrument to be
recorded will be placed on this Secret
Register at the request of the depart-
ment or agency submitting the same.
No information will be given con-
cerning any instrument in such record
or register, and no examination or in-
spection thereof or of the index thereto
will be permitted, except on the writ-
ten authority of the head of the depart-
ment or agency which submitted the
instrument and requested secrecy, and
the approval of such authority by the
Director. No instrument or record
other than the one specified may be ex-
amined, and the examination must
take place in the presence of a des-
ignated official of the Patent and
Trademark Office. When the depart-
ment or agency which submitted an in-
strument no longer requires secrecy
with respect to that instrument, it
must be recorded anew in the Depart-
mental Register.

[62 FR 53203, Oct. 10, 1997]
DOMESTIC REPRESENTATIVE

§3.61 Domestic representative.

If the assignee of a patent, patent ap-
plication, trademark application or
trademark registration is not domi-
ciled in the United States, the assignee
may designate a domestic representa-
tive in a document filed in the United
States Patent and Trademark Office.
The designation should state the name
and address of a person residing within
the United States on whom may be
served process or notice of proceedings
affecting the application, patent or
registration or rights thereunder.

[67 FR 79522, Dec. 30, 2002]
ACTION TAKEN BY ASSIGNEE

§3.71 Prosecution by assignee.

(a) Patents—conducting of prosecution.
One or more assignees as defined in
paragraph (b) of this section may, after
becoming of record pursuant to para-
graph (c) of this section, conduct pros-
ecution of a national patent applica-
tion or a reexamination proceeding to
the exclusion of either the inventive
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entity, or the assignee(s) previously en-
titled to conduct prosecution.

(b) Patents—Assignee(s) who can pros-
ecute. The assignee(s) who may conduct
either the prosecution of a national ap-
plication for patent or a reexamination
proceeding are:

(1) A single assignee. An assignee of
the entire right, title and interest in
the application or patent being reex-
amined who is of record, or

(2) Partial assignee(s) together or with
inventor(s). All partial assignees, or all
partial assignees and inventors who
have not assigned their right, title and
interest in the application or patent
being reexamined, who together own
the entire right, title and interest in
the application or patent being reex-
amined. A partial assignee is any as-
signee of record having less than the
entire right, title and interest in the
application or patent being reexam-
ined.

(c) Patents—Becoming of record. An as-
signee becomes of record either in a na-
tional patent application or a reexam-
ination proceeding by filing a state-
ment in compliance with §3.73(b) that
is signed by a party who is authorized
to act on behalf of the assignee.

(d) Trademarks. The assignee of a
trademark application or registration
may prosecute a trademark applica-
tion, submit documents to maintain a
trademark registration, or file papers
against a third party in reliance on the
assignee’s trademark application or
registration, to the exclusion of the
original applicant or previous assignee.
The assignee must establish ownership
in compliance with §3.73(b).

[65 FR 54682, Sept. 8, 2000]

§3.73 Establishing right of assignee to
take action.

(@) The inventor is presumed to be
the owner of a patent application, and
any patent that may issue therefrom,
unless there is an assignment. The
original applicant is presumed to be
the owner of a trademark application
or registration, unless there is an as-
signment.

(b)(1) In order to request or take ac-
tion in a patent or trademark matter,
the assignee must establish its owner-
ship of the patent or trademark prop-
erty of paragraph (a) of this section to
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the satisfaction of the Director. The es-
tablishment of ownership by the as-
signee may be combined with the paper
that requests or takes the action. Own-
ership is established by submitting to
the Office a signed statement identi-
fying the assignee, accompanied by ei-
ther:

(i) Documentary evidence of a chain
of title from the original owner to the
assignee (e.g., copy of an executed as-
signment). The documents submitted
to establish ownership may be required
to be recorded pursuant to §3.11 in the
assignment records of the Office as a
condition to permitting the assignee to
take action in a matter pending before
the Office; or

(ii) A statement specifying where
documentary evidence of a chain of
title from the original owner to the as-
signee is recorded in the assignment
records of the Office (e.g., reel and
frame number).

(2) The submission establishing own-
ership must show that the person sign-
ing the submission is a person author-
ized to act on behalf of the assignee by:

(i) Including a statement that the
person signing the submission is au-
thorized to act on behalf of the as-
signee; or

(if) Being signed by a person having
apparent authority to sign on behalf of
the assignee, e.g., an officer of the as-
signee.

(c) For patent matters only:

(1) Establishment of ownership by
the assignee must be submitted prior
to, or at the same time as, the paper
requesting or taking action is sub-
mitted.

(2) If the submission under this sec-
tion is by an assignee of less than the
entire right, title and interest, such as-
signee must indicate the extent (by
percentage) of its ownership interest,
or the Office may refuse to accept the
submission as an establishment of own-
ership.

[65 FR 54682, Sept. 8, 2000]
ISSUANCE TO ASSIGNEE

§3.81 Issue of patent to assignee.

(a) With payment of the issue fee: An
application may issue in the name(s) of
the assignee(s) consistent with the ap-
plication’s assignment where a request

§3.85

for such issuance is submitted with
payment of the issue fee, provided the
assignment has been previously re-
corded in the Office. If the assignment
has not been previously recorded, the
request should be accompanied by the
assignment and either a direction to
record the assignment in the Office
pursuant to §3.28, or a statement under
§3.73(b).

(b) After payment of the issue fee: An
application may issue in the name(s) of
the assignee(s) consistent with the ap-
plication’s assignment where a request
for such issuance along with the proc-
essing fee set forth in §1.17(i) of this
chapter is submitted after the date of
payment of the issue fee, but prior to
issuance of the patent, provided the as-
signment has been previously recorded
in the Office. If the assignment has not
been previously recorded, the request
should be accompanied by the assign-
ment and either a direction to record
the assignment in the Office pursuant
to §3.28, or a statement under §3.73(b).

(c) Partial assignees. (1) If one or more
assignee(s) together with one or more
inventor(s) hold the entire right, title,
and interest in the application, the
patent may issue in the names of the
assignee(s) and the inventor(s).

(2) If multiple assignees hold the en-
tire right, title, and interest to the ex-
clusion of all the inventors, the patent
may issue in the names of the multiple
assignees.

[65 FR 54682, Sept. 8, 2000]

§3.85 Issue of registration to assignee.

The certificate of registration may
be issued to the assignee of the appli-
cant, or in a new name of the appli-
cant, provided that the party files a
written request in the trademark appli-
cation by the time the application is
being prepared for issuance of the cer-
tificate of registration, and the appro-
priate document is recorded in the Of-
fice. If the assignment or name change
document has not been recorded in the
Office, then the written request must
state that the document has been filed
for recordation. The address of the as-
signee must be made of record in the
application file.
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