U.S. Patent and Trademark Office, Commerce

Class Title

47  Wines.

48 Malt beverages and liquors.

49 Distilled alcoholic liquors.

50 Merchandise not otherwise classified.
51 Cosmetics and toilet preparations.

52 Detergents and soaps.

SERVICES

100 Miscellaneous.

101 Advertising and business.
102 Insurance and financial.

103 Construction and repair.

104 Communication.

105 Transportation and storage.
106 Material treatment.

107 Education and entertainment.

§6.4

A. Goods.
B. Services.

[24 FR 10383, Dec. 22, 1959. Redesignated at 38

FR 14681, June 4, 1973]

§6.4 Schedule for collective member-
ship marks.

All collective membership marks are
classified as follows:

Class Title

200 Collective Membership.

[24 FR 10383, Dec. 22, 1959. Redesignated at 38
FR 14681, June 4, 1973]

§6.3 Schedule for certification marks.

In the case of certification marks, all
goods and services are classified in two
classes as follows:

[24 FR 10383, Dec. 22, 1959. Redesignated at 38
FR 14681, June 4, 1973]

PART 7 [RESERVED]
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INDEX [—RULES RELATING TO TRADEMARKS

EDITORIAL NOTE: This listing is provided for information purposes only. It is compiled and
kept up-to-date by the Department of Commerce. This index is updated as of July 1, 2003.

Section
A
Abandonment of application or mark:

Drawing of abandoned application used in new application...............cc.ccecueane. 2.26

During inter partes ProCeeaiNg .........cuuiiu i eans 2.135

EXPress abandONMENT. ... ..c.uiie et eaan 2.68

For failure to respond or to respond completely to official action... ...2.65(a)

For failure to timely file a statement of USe ... 2.65(c)

Opportunity to explain incomplete reSPONSE .......coouiiiiiiiiiiiiiiiiieeeeeeeeans 2.65(b)

Petition to Director may avoid abandonment .............c..cocoiiiiiian. 2.63(b), 2. 65(a)

Revival of abandoned appliCation ............ccocoiiiiiiiiiiiiii e 2.66
Acceptance of affidavit UNder SEC. 8.........oiiiiiiiiiiii e 2.163
Access:

To applications, and all proceedings relating thereto, after publication

(o] g =T | 1S3 1= o o] o 1 2.27(d)

To applications prior to publication ... 2.27(b)

TO ASSIGNIMENT FECONTUS ...enitieii ettt e et e e e e e e ens 1.12

To decisions of Director and the Trademark Trial and Appeal

BOAKd ... e eas 2.27(c)

To materials filed under seal pursuant to a protective order ...................... 2.27(e)

To pending trademark application iINAeX ..........coooiiiiiiiiiiiiiiiie e 2.27(a)
Acknowledgment of receipt of affidavit or declaration:

Filed UNAEr SEC. 8 ... e 2.163
ACTE, The, defiNed ..o et r e eaeans 2.2(a)
Action by assignee Of record OF OWRNEK ..o 3.71, 3.73
Action by Examiner on appliCation ........ccoviiiiiiiiiiie e 2.61
Adding party to an INTerferenCe ... ..o 2.98
Address for correspondence with U.S. Patent and Trademark Office................... 1.1
Admissions, request for (discovery):

Motion to determine sufficiency Of reSPONSe........cc.cvuviiiiiiiiiiieieieieeeeans 2.120(h)

LI Lo a1 T g Lo T ) PPN 2.120(a)

USE OF @0MIESSTON. .. ettt et ee e 2.120(j)

When to file copy of request with Trademark Trial and Appeal

0 = Lo S 2.120(j)(8)
Advertising by attorneys and others, restricted.............coiiiiiiiiiiiiiiens 10.32
Affidavit or declaration:

Claiming benefits of Act of 1946 under SeC. 12(C) ...cuiuininiininiiiie e eeaen 2.153

Combined SECS. 8 ANd 15 ....iuiiii i 2.168(a)

For incontestability under SEC. 15 ... 2.167

Of use in commerce or excusable nonuse under sec. 8............cccovvvveniennnnn. 2.160-166

Reconsideration of, UNder SEC. 8 ... 2.163(b), 2.165

To avoid cancellation of registration under sec. 8.........cccceveiiiiiieninnennnns 2.160-2.161
Agent. See Attorneys and other representatives.

Allegations in application or registration not evidence on behalf of ap-
plicant or registrant in inter partes proceeding..........cccoveieiiiiiinnenenne. 2.122(b)(2)
AN | [o)V177= U a Tot TN o T} o Lo = o | S0 2.81(b), 2.88

Amendment of application:
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ATEEr fiNAl ACTION ..o 2.64(b)
After pUbTICATION ......ie e 2.35(b), 2.84(b)
Between notice of allowance and statement of use............c..ccoeoiiiiiinnn 2.77
Description or drawing of Mark ..o 2.72
Form of amendment ... ... 2.74
Involved in inter partes ProCeediNngsS. . ... et 2.133
TO AIIEOE USE ..ttt ettt ans 2.76
To change to different regiSTer ... e 2.75
To correct informalities. ... 2.71
To seek concurrent Use regiStration ..........coveiiiiiiiii e 2.73
Amendment of pleadings in Inter partes proceedings:
(OF= T aTe7=1 | 1= 1 o o 2.115
(00T o o =] 1 o 1o o 1S 2.107
Amendment of registration:
During inter partes pProCeeaiNGS .......c.uiiiiuiiii e eaeans 2.133
Requirements for, in general ... 2.173
Amendment tO allege USE ... ..o 2.76
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Correction of defiCIeNCY TN ... 2.76(9)
[ TC I (o Tl 1 1T o T PPN 2.6
Filed during final action response Period...........cooiuiiiiiiiiiiiiii e 2.64(c)
Minimum requirements for filing ... 2.76(e)
ReqUITEMENTS FOF ... e 2.76(b)
TMeE FOr FIlING ..o e 2.76(a)
WITNArawal OF ... et e e e e e aens 2.76(h)
Answer to pleadings in opposition and cancellation proceedings............. 2.106, 2.114
Contents Of aNSWET. ... 2.106(b)(1), 2.114(b)(1)
Corresponds to answer in court proCeeding .........ccocveuiiuiiiiniiiiiieeeieeenenns 2.116(c)
CoUNTErClaiM ... 2.106(b)(2), 2.114(b)(2)
Failure to timely anSWer........couiiiii e 2.106(a), 2.114(a)
Answer to notice instituting concurrent use proceeding.........ccccveieuieieiinnenann. 2.99(d)
] g T o J= 1 FY Y 2.99(d)(3)
Who needs to answer and WHhen ... ... 2.99(d)(2)
Appeal to Court and CIVIl @CtION.... ..ot e ens 2.145
Appeal to Court from decision Of DIreCtOr.........ooiiuiiiiiiiiiiiiie s 2.145
Appeal to Court from decision of Trademark Trial and Appeal
BOAKd ... 2.145
Appeal to U.S. Court of Appeals for the Federal Circuit...........ccccvevenennen... 2.145(a)
[OF 1Y 1 I Tox o [o] o ERU PR 2.145(c)
Extensions of time t0 appeal .......c.iuiiiiiii e 2.145(e)
Notice of appeal TO COUNT... ... ans 2.145(c)(4)
Notice of appeal to U.S. Court of Appeals for the Federal Circuit ............. 2.145(b)
Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal circuit.............ccccoeveieniennnn. 2.145(c)(3)
Time for appeal or CIVIl aCtiON ... ..o 2.145(d)
Appeal to Trademark Trial and Appeal Board:
Appropriate response to final refusal or second refusal on the same
o 1o 11 1 T =S 2.64(a) 2.141
Briefs 0N appeal ... e 2.142(b)
Compliance with requirements not on appeal ........cccooiviiiiiiiiiiiiiiieens 2.142(c)
Failure of appellant to file brief.........oo e 2.142(b)(2)
In multiple class appliCatioNsS........cc.iuiiiieiiie e 2.141
Introduction of new evidence after filing of appeal ..., 2.142(d)
Oral hearing 0N @PPeaANL.......c.iieiiii e aeas 2.142(e)
Reconsideration of decision on appeal .........coiiiiiiiii e 2.144
Remand to Examiner re new issue prior t0 deciSion ........c..ccevveiieviiennenennnns 2.142(f)
Reopening of examination of application after decision on appeal ............ 2.142(9)
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Time and manner of filing appeal.........cccouiiiiiiiiii e 2.142(a)
Applicant:

FOr I gN e 2.24, 2.34(a)(3) and (4)

May be represented by an attOrNEY .......c.cuiiiniiiiiiiii e eeans

[\ E=T g ¢ 1= ) PP PPPRUPPI 2.21, 2. 32(c)

Signature and oath or declaration ...........c.ouiiiiiiiii e 2.33
Application for regisStration ... ... ..o 2.21-2.47

Access to pending appliCations ... 2.27
Amendment of. See Amendment of application.

Authorization for representation; U.S. representative ...........ccccceoiiiiiiiininnne. 2.37

Basis fOr fIlING ..o e 2.34, 2.35

Certification MATK ... e 2.45

COllECTIVE MATK ... 2.44

(0] o [o10 | g =T o1 S =T N 2.42, 2.73, 2.99

Conflicting marks, co-pending applications for ............ccocooiiiiiiiiiiiiineen, 2.83

Description of mark ........c.cooiiiiiiiiiiiieen

Different classes may be combined ................

Dividing of applications ...........c.ccccovvieiinen.n.

Drawing required.................

Filing-date requirements .... .

Form of application ... ..o 2.32-2.47

Must be IN ENGLiSh ... 2.32(a)

MUST DE SIGNE ... e 2.32(b), 2.33

PrinCipal ReGISTEI ... e 2.46

Priority claim based on foreign application ............cc.cooiiiiiiiiiiiininenenn.. 2.34(a)(4)

Prior registrations should be identified ............coooiiiiiiii 2.36

Requirements fOr draWings ... 2.52

Requirements for written application .............cooiiiiiiiiieas 2.32,2.34

SEIVICE MATK ..ottt ettt 2.43

Specimens filed With ... e 2.56, 2.59

Supplemental ReGISTEN ... ... it 2.47
Assignee:

Certificate of registration may be issued tO ..........ccoooiiiiiiiiiiiiiieeee 3.85

New certificate of registration may be issued to.............cooiiiiiiiiiiiiiiiinenns 2.171

Not domicCiled IN U.S .. . et 3.61

Right to take action when assignment is recorded or proof of assign-

ment has been submitted................ooooi 3.71, 3.73

Assignment of registered marks or marks subject to pending applica-

OIS e 3.1-3.85
EffeCt Of reCONdiNg. . .. ceiii e 3.54
Recording in U.S. Patent and Trademark Office of assignments or

other instruments relating to such marks...........coooiiiiiiiiii 3.11
Records open to public iINSPECTION ... ...ttt 1.12
Requirements for reCording .......oo.oiuieiiiiiii e 3.25-3.31, 3.41

Assignment of trial dates in inter partes proceedings...........cc.cceeuennen. 2.120(a), 2.121
Consolidated ProCeedINGS. ......cuiuiiii e 2.121(b)(2)
(070181 ) =1 o] I 1 o [F RPN 2.121(b)(2)
DiSCOVEIY PEIIOU ...ttt ettt e e e eans 2.120(a)
Extending, Rescheduling............cccoiiiiiiiiiiiiiineens 2.120(a), 2.121(a)(1), (c) (d)
TESTIMONY PEITOAS ...uieiietiie et e e e e e e enans
Trial order mailed with notice of institution...............c..cociiiin, 2. 120(a)

Attorney conflict of interest...........ccoooiiiiiiiiiiiii e 2.61(c), 10.61-10.68

Attorneys and other representatives...................... 2.11, 2.17-2.19, 2.119(d), 10.1-10.170

Authentication of copies of registrations and records...........c..ccoeveieniinnennenns 1.13(b)

B
Basis for filing an application ..o 2.34,2.35
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Bona fide intention to use ...... 2.34(a)(2)(i), 2.34(a)(3)(i), 2.34(a)(4)(1), 2.89(a)(3), (b)(3),
_ (@)@
Briefs:
At final hearing IN iINTEer PArtesS CASE.......ciuiiiuiii e eeeaeas 2.128
Failure of appellant to file brief on appeal ..., 2.142(b)(1)
Failure of inter partes plaintiff to file brief at final hearing ...2.128(a)(3)
Failure to file brief on inter partes MotioN ... 2.127(a)
On appeal to Trademark Trial and Appeal Board...........c.ccoooiiiiiiiiiiininan.. 2.142(b)
ON MOtIioNs iN INter Partes CASES .......c.viuiiuiiiiiiiiiieeeee e 2.127(a), (e)(1)
ON Petitions O DIrECLON ... c.uiiuiiiiiie e 2.146(c), (e)
Burden of proof in an iNterferencCe .........ccovuiiiiiiii e 2.96
Business with U.S. Patent and Trademark Office to be conducted with
[o [STeTo ] g U o g 1= Ua o B oTo 101 g (= F) Y20 1.3
Business with U.S. Patent and Trademark Office transacted in writ-
1 T P PPN 1.2
C
Cancellation of registrations:
By cancellation proceeding—pleadings and procedure...........c..c..c.ue.... 2.111 et seq.
(See also Petition for Cancellation) ....... ..o e
BY FeQUSTIaNT ...t e 2.134, 2.172
For failure to file affidavit or declaration of use under sec. 8................ 2.160-2.166
During cancellation proCeeding.........ocu i e aeas 2.134(b)
Cases not specifically defined in rules, petition to the Director ............... 2.146(a)(4)
Certificate of correction of registration............cooiiiiiiiiiiiiiii e 2.174, 2.175
Certificate of mailing by first class Mail........c..cooiiiiiiiiii s 1.8
Certificate of registration:
As evidence in inter partes proceeding.......cccoveveuveieenieienieneianneanns 2.122 (b), (d), (e)
[©70] ¢ ] K] o 1 1T PPN 2.151
Issuance of new certificate t0 aSSIgNEE......c.ccuiiieiiiiiiiii e eeas 2.171
When and hOW ISSUEA ... 2.81, 2.82, 2.151
Certificate of TranSMISSION . ...ui e 1.8
Certification Mark. ... ... e 2.45, 2. 56(a)(5)
Certified copies of registrations and reCOrdS.........couvuiiiiiiiiiiiie i eeeeeeeeeaans
Citizenship of appliCant ... e 2. 32(a)(3)
Civil action:
From deciSion Of DIFECEON ... ...t ans 2.145(c)
From decision of Trademark Trial and Appeal Board .........c..covveevveiininnnnn. 2.145(c)
Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal Circuit............ccoeeveiennnnnnn. 2.145(c)(3)
Notice to Trademark Trial and Appeal Board of election to commence
civil action for review of Board deciSion ...........ccccoiveiiiiiiineieiiieeanens 2.145(c)(4)
Suspension of action in application pending OUtCOME ..........coouiiiiiiiieiiniieianns 2.67
Suspension of inter partes proceedings pending outcome............cccceveivenenen... 2.117
Time for commencing civil action from decision of Director or Trade-
mark Trial and Appeal Board..........cooovuiiiiiiiiiie i 2.145(d)
Waiver of right to proceed by civil action in ex parte case .................... 2.145(c)(2)
Civil Procedure, Federal Rules of, applied to inter partes pro-
[o1=T=To 1 0 To LSRR 2.116(a), 2.120(a)
Claim of benefits of Act of 1946 for marks registered under prior
A CTES e et eas 2.153-2.156
Classification of goods and SEIVICES .......cuiiiiuiiiiii i e aens 2.85
Application limited to single Class ... 2.86(a)
Combined apPliCATIONS ... i ans 2.86(b)
ScChedules Of ClaSSES .. ... 6.1-6.4
Code of Professional Responsibility 10.20-10.112
ColleCtiVE MAFK ...t 2.44, 2.56(a)(3)
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Combined apPliCaAtIONS. ... ..o 2.86, 2.87
Combined inter partes proceedings:
[0F=TaTot=] | F=1 o Lo o T PPN 2.112(b)
(070 o o =Y 1 o o TP 2.104(b)
Commencement of cancellation ....

Commencement Of OPPOSITION .. ..ot 2.101(a)
Director of United States Patent and Trademark Office:
May suspend certain rules ....... ..o 2.146(a)(5), 2.148
PetitioN B0 ..oeeii e 2.146

Communication with attorney or other representative
Complaints against U.S. Patent and Trademark Office employees ..

Compliance of applicant with other laws ... 2. 69
Compliance with discovery order of Trademark Trial and Appeal

BOGIT ... e 2.120(g)
Compulsory counterclaim .......c..coooiiiiiiiiii 2.106(b)(2)(i), 2.114(b)(2)(i)
Concurrent use registration 2.42, 2.99

AmMendment £0 SEEK ... ... 2.73
Answer to notice of concurrent use proceeding, by whom and
ALY o =T o PP PRUPPRTPIN 2.99(d)
APPHICation reqUITEMENTS ... e e e e e eaeens 2.42
Based upon court determinNation .........coouiiieiiiiiii e 2.99(f)
Burden of proving entitlement 0 ... 2.99(e)
Consideration and determination by Trademark Trial and Appeal
BOArd ... s 2.99(h), 2.133(c)
Examination by EXaminer ... ... 2.99(a), (b)
Intent-to-use applications, when subject tO...........ccoveiiiiiiiiiiiinnnn.e. 2.73(b). 2.99(9)
Mark must first be published for opposition purposes ..........ccccoveeveeienneenenne. 2.99(c)
Notice of concurrent Use ProCeediNg ... ....vcuveruieieiiieneiiiieieeeeeeaeeaaeeneenas 2.99(c), (d)
Registrations and applications to register on Supplemental Register
and registrations under Act of 1920 not subject to..........c.ocoeeiiiiniinenne. 2.99(9)
Request to divide application during concurrent use proceeding ................ 2.87(c)
Conduct Of PractitioNers . ... e 10.20-10.170
Conference, pre-trial, in inter Partes Cases .........cccovuviiieiiiiiiiiiie e 2.120(i)(2)
Conference, telephone, in inter partes Cases ........cccviieiiiiiiiiiiiiiiieieeeeeenes 2.120(i)(1)
Confidential Matters. ... ..o 2.27(e), 2.125(e)
Conflict of interest, attorney..........c.ccocveieeenn... ..2.61(c), 10.61-10.68
Conflicting marks, co-pending applications for.............ccooiviiiiiiiiiinn. 2.83, 2.91
Consent of applicant or authorized representative to withdrawal of oppo-

SITION AFEEE ANSWET ...t eeas 2.106(c)
Consent of opposer to abandonment of application or marK ..............ccevveenns 2.135
Consent of petitioner to surrender or voluntary cancellation of registra-

Lo PP 2.134
Consent of registrant or authorized representative to withdrawal of can-

cellation after ANSWEN ... e 2.114(c)
Consolidated inter partes proceedings:

Filing consolidated petition to cancel.............ooiiiiiiiiiiiii e 2.112(b)
Filing consolidated OppOSITiON ..ot 2.104(b)
Times for filing briefs ...2.128(a)(2)
Times for taking teStiMONY .......c.iiiiiiiii e 2.121(b)(2)
Constructive use, entry of judgment subject to establishment of in inter

[0 1= T (=R o] goTet=T=To T o [o LI PP PPPPPPPN 2.129(d)
Contested Or INTEr PArTES CASES ..vuivuiuieiiiiee e iae e eaeae e eraeeeneaaeneanes 2.116 et seq.
Copies of registrations and FreCOIdS ........ovuuiuuiiniiiiiee e 1.13, 2.6
Correction of informalities by amendment...........coooiiiiiiiiiiiiii e 2.71
Correction of mistake in certificate of registration:

Mistake by U.S. Patent and Trademark Office..........ccooiiiiiiiiiiiiiiiieens 2.174
Mistake DY regiStrant. . .. ... e 2.175
Correspondence, with whom held ... 2.18, 2.24, 2.119(d)
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Counterclaim in opposition and cancellation........................... 2.106(b)(2), 2. 114(b)(2)
Coupons, for certain PaymMents............ooiuiiiiiiiiii e
Court determination as basis for concurrent use registration ........................ 2. 99(f)
Courtesy and decorum in dealing with U.S. Patent and Trademark Of-

B e e 1.3
Court of Appeals for the Federal Circuit, U.S., appeal to.........ccoceiiiiiiiiiininans 2.145
D

Date of first use and first use in commerce:
AMENAMENT OF ..o e et e e aas 2.71(c)
Required in amendment to allege Use ..........covveiiiiiiiiiiiiniiiiieee, 2.76(b)(1), (c)
Required in statement Of USe ........cooiieiiiiiiiiiii e 2.88(b)(1), (c)
Required in use applications under sec. 1(@).......cocovieiiiiinenennans 2.34(a)(1)(i) and (ii)
Date of use allegation in application or registration not evidence on be-

half of applicant or registrant in inter partes case ............ccccoeeueenenne. 2.122(b)(2)
Declaration in lieu of oath or verification 2.20
Declaration of iINterferencCe ..........coooiiii i 291
Default judgment for failure to offer evidence in inter partes pro-

[o1=T=To 1 o To TR PP 2.132(a)
Delay in responding to official action ... 2.66
Deposit accounts for paying fEeS ... ... 1.25
Depositions, discovery, in inter partes cases:

[DTe] 0[] o Lol o= Lt 1Y/ PP UP PP 2.120(b)
Foreign party or representatiVe .........coooiiiiiiiiiiii e 2.120(c)
Motion to compel attendance ....2.120(e)
[\ o] a1 o = 1t 1Y/ OO PP 2.120(b)
THME TOr TAKING ..o e e e ea e 2.120(a)
U S O e et a e aas 2.120(j)
When to file with Trademark Trial and Appeal Board...............cccceueenee. 2.120(j)(8)
Depositions, discovery or trial testimony, upon written questions................... 2.124
Depositions, trial TeSTIMONY ...t e e 2.123
Before Whom taken ... ... 2.123(d)
Certification and fIlING ... 2.123(f)
Corresponds to the trial in court proceedings .........c..ocovuiiiiniiiiiiineiiiiieaaens 2.116(e)
Effect of errors and irregularities ..........c..coooiiiiiiiii e 2.123(j)
EXamination Of WItNESSES .. ..o 2.123(e)
Filing and service of testimony tranSCript..........c.cooiiiiiiiiiii s 2.125
FOrm Of depPOSITiONS .. ..iuii e 2.123(9)
Inspection of depOSITIONS .......ocuiiiiiii e 2.27(d), 2.123(i)
Manner Of TaKING ... oot 2.123(a)
MUST BE FIlEd. ..o e 2.123(h)
NOTICE OF TAKING ... ceiei e 2.123(c)
Protective order relating to transcript or exhibits .................c 2.125(e)
Raising of ObJECTIONS .....cuuiiiii e 2.123(e), (), (k)
SEIPUIALIONS CONCEINING «..eiiiiii e e e eans 2.123(b)
Taken in forelgn COUNTIY ... e eeaas 2.123(a)(2)
B I 1 1T o T PPN 2.121
Description of mark in application ...........coooiiiiiiii e 2.37
AMENAMENT TO ...t e e e e e 2.72
Designation of representative by foreign applicant, registrant, or party:
APPIICATION. . 2.24
Y NSS] To [ 10 0 T=] o | ST PP P PP 3.61
IN INTer partes ProCeeaING ........cuuiuu it eanes 2.119(d)
Disciplinary ProCeedings.......cuueuuiuiiii e 10.130-10.170
Disclaimer:
DUFING INTEE PAITES CASES ... euenii ittt e e e e e e e aeans 2.133
In part, of registered MAarkK ... ..o 2.173

Discovery depositions. See Depositions, discovery, in inter partes cases.
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DiSCOVEIY PIrOCEAUIE ....eiiiieiee e et et e et e e et e e e e e e e e e e ea e e e eaeeaneanenns 2.120
Automatic disclosure provisions and scheduling conferences of Federal
Rules of Civil Procedure not applicable .............c.cooiiis 2.120(a)
Discovery deposition of dOmeSstiC Party .......cocovuiiiiiiiiiiiiie e 2.120(b)
Discovery deposition of foreign Party........cooeieiiiiiiiiii e 2.120(c)
Discovery provisions of Federal Rules of Civil Procedure apply except
as Otherwise Provided ... ... 2.120(a)
Failure to comply with discovery order of Trademark Trial and Appeal
BOAIM ... e 2.120(g)
INEEITOGATONIES ..einii et 2.120(d)(1)
Motion for order to compel diSCOVery........ccocoviiiiiiiiiiiiiiiiiiennes 2.120(d)(1), 2.120(e)
Motion for a ProteCtiVe OFder.........c.uiuiiiiii e 2.120(f)
Place of production of documents and thingsS..........ccccooviiiiiiiiieiiiineenenn.. 2.120(d)(2)
Pre-trial CONTEreNCe ........iouii e 2.120(i)(2)
Proceeding suspended pending decision on motion to compel ................ 2.120(e)(2)
Request fOr adMiSSIONS. ... ot e e e e 2.120(h)
Sanctions for failure to comply with discovery order of Trademark
Trial and Appeal BOard ... 2.120(9)
Telephone CONTEIrENCE ... ... i 2.120(i)(1)
THME FOr AiSCOVEIY ... e 2.120(a)
Use of discovery deposition, answer to interrogatory, or admission .......... 2.120(j)
When to file discovery materials with Trademark Trial and Appeal
BOAId ... e 2.120(j)(8)
Dismissal:
For failure to file brief on appeal to Trademark Trial and Appeal
BOGIT .ot 2.142(b)(1)
For failure to take testimony or offer other evidence in inter partes
LT LTS 2.132
Distinctiveness under sec. 2(f), proof of ... 2.41
Dividing an appliCation ...... ... 2.87
Domestic representative of foreign applicant, registrant, or party:
APPHICATION .. e 2.24, 2.37
ASSIONIMENT ..ot ettt e et e et e et et e e e e 3.61
IN INter partes ProCeeaING ........cuuiuuii et eanes 2.119(d)
Domicile of appliCaNT..... ... 2.32(a)(3)
[T = V] o o PP 2.51-2.52
AMeNdMENT TO MAFK TN ... e 2.72
DIrawings FEOUITEA .. c.uiuniiieit et e e e et e e e e e e e e e aeaas 2.51
Color in....cooiviiiiiiiiiiie,
Requirements for drawing
Transfer from abandoned to new application............c..cooiiiiiiiiiiiiiiiee, 2.26
LY 0 1=Te Io | = 1YLV 1 T FR PP 2.52(a)(1)

Duration of registration:
Cancellation for failure to file affidavit or declaration of use under sec.

B et 2.160
RENEBWAL ... 2.181-2.186
Term of original registrations and renewals ...............cocoiiiiiiiiiiciie, 2.181

E

Emergencies or interruptions in United States Postal Service........................ 1.6(e)
CENTILY, defiNed. ... e 2.2(b)

Entry of judgment, in inter partes proceeding, subject to establishment
OF CONSTIUCTIVE USE ...eeieii ettt e e e aeas 2.129(d)
Evidence in ex parte appeal after notice of appeal ...........cccoiviiiiiiiiiiinnnnnn, 2.142(d)
Evidence in inter partes proceeding ......c..oc i 2.122-2.125
Affidavits, stipulated testimony, and stipulated facts............c.ccccvevenienen... 2.123(b)
Allegations of use and specimens in applications and registrations ...... 2.122(b)(2)
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DiSCOVEIY FESPONSES ..uenenitiiieneaeeneaeeaen e eaae e ea s eaaaa e earaaeaeaaeneareaeneaararaaenanrens 2.120(j)
Exhibits attached to pleadings ..........coooiiiiiiiiii e 2.122(c)
Files of applications or registrations which are subject matter of pro-

Lo Yo 1 1 Vo S 2.122(b)(2)
OFFICIAL FECOTAS .. e 2.122(e)
Printed publications ... ... e 2.122(e)
Registration owned by any party to proceeding........ccccveveuiiieienienennnnennn. 2.122(d)(2)
Registration pleaded by opposer or petitioner ...........cc.ccociviiiiiiiiiiiennenns 2.122(d)(1)
RUIES OF @VIAENCE ....eeeee e aeas 2.122(a)
Testimony from other proceedings between parties .........cccocceviievinenenennn. 2.122(f)

Testimony upon oral examiNatioN..... ... 2.123
Testimony upon written questions ...2.124
Evidence of diStiNCLIVENESS ........couiiiiiiiiii e 2.41
Examination of appliCations .........ou e 2.61
Examination of witnesses in inter partes proceeding..........ccceeuviiiniiniiienennnn.. 2.123(e)
Examiner’s appearance at ex parte appeal oral hearing.................... ...2.142(e)(2)
Examiner’s brief on appeal ... 2.142(b)
Examiner’s jurisdiction over an application ............coooiiiiiiiiiiiiiiii e 2.84
Exhibits attached to pleadings:
AS BVIUEBNCE ..ot 2.122(c)
Duplicate copies shall be filed..............coii 2.104(a), 2.112(a)
Forwarded to defendant by Trademark Trial and Appeal Board ........... 2.105, 2.113
Exhibits, testimony, filing and service of......... ..o 2.125
Ex parte appeal. See Appeal to Trademark Trial and Appeal Board.
Ex parte matter disclosed but not tried in inter partes case..........cocccevevneenenn.. 2.131
Express abandonment of application or mark:
During examination ProCEAUNE. ... ... i ettt e e e e eeaeenes 2.68
During inter partes proceeding ...2.135
“Express Mail’’ procedure for filing of papers and fees...........c..cooiiiiiiiiiiiinnns 1.10
Express surrender or cancellation of registration:
During Inter partes ProCeEAING .......iuie it e e e e e e eeaaeannen 2.134
ReEQUITEMENTS FOK ... e eeaas 2.172
Extension of time for discovery and testimony .... ..2.120(a), 2.121(a)(1), (c) (d)
Extension of time for filing opposition...............
Extension of time for filing statement of use ....
Fee for filing request for...........cccoeeiiiiiieninane.
Good cause showing, When NeCESSArY .......cuviiuiiieeiiiiieieeieieeeeeeeeean 2.89(b)(4), (d)
Mark ““Box ITU” 0N requUeST fOr ..o 1.1(h)
Request filed with statement Of USe..........ooiiiiiiiii e 2.89(e)
F
Facsimile transmission, certificate of...........c.oii i 1.8
Facsimile transmission of certain correspondence to U.S. Patent and
Trademark OffiCe ....cuuiuiiiiii e 1.6(a)(3), (d)
FacsSimiles as SPECIMENS. .. ...ttt 2.56(c)
Failure by appellant to file brief on ex parte appeal ........c...ccoooiiiiiiiiinnan. 2.142(b)(1)
Failure by Plaintiff to file brief at final hearing in inter partes pro-
[o1=T=To |1 oo [ PP PP PP PPPPN 2.128(a)(3)
Failure to answer opposition.........cccceeiveieennans
Failure to answer petition for cancellation ....
Failure to comply With diSCOVErY Order .........ccoiiiiiiiiiiiiiiiie e 2.120(g)
Failure to comply with order relating to confidential testimony or ex-
NEDIES e 2.125(e)
Failure to file affidavit of use under sec. 8 or renewal application for reg-
istration in inter partes ProCeeding .......cocuieiiiiiiiiie i aeeeaens 2.134(b)
Failure to file brief on MoOtioN..........oiii e 2.127(a)
Failure to offer evidence other than U.S. Patent and Trademark Office
[=Tolo ] o LT PPN 2.132(b)
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Failure to respond to official action ...........ooiiiiiiiiii e 2.65
Failure to take testimony or offer other evidence ............ccccooiiiiiiiiiiiiinenenns 2.132(a)
Failure to timely file a statement of USe..........cciiiiiiiiiiiiiii e 2.88(h)
Fax transmission, certificate of ... 1.8
Fax transmission of certain correspondence to U.S. Patent and Trade-
MArK OFfICe. .. e 1.6(a)(3), (d)
Federal Rules of Civil Procedure............cooiiiiiiiiiiieeeens 2.116(a), 2.122(a)
Federal RUles Of EVIAENCE ... ... 2.122(a)
FEeS aNd ChaArgES ... ...t 1.21, 1.22, 2.6
Fees, insufficient amount submitted:
FOr @appliCation ......ooieii e 2.21(a)(5)
For petition for cancellation ..., 2.85(e), 2.111(c)
FOr ex parte apPeal .....c.ouiiiiii e 2.85(e)
[=o] o] o] 0T 1] i o T ] o [N PP PPN 2.101(d)
For renewal application ..o 2.183(b) and (f)

Fees, payment of ...

Filing an amendment to allege use

Filing an opposition............c.cccooieenee.

Filing and service of trial teStimoONY ... 2.125

Filing date, effective, after amendment of sec. I(b) application to Supple-

MeNtal REGISTEN . ... e 2.75(b)
Filing date of appliCation..... ..o 2.21
Filing of confidential papers. ... ..o 2.125(e)
Filing of papers and fees by “Express Mail™ ... 1.10
Filing petition for cancellation ... ..o 2.111
Filing requests for extensions of time for filing statementof use...................... 2.89

V= T i = 7o >t I I PPN 1.1(h)
Filing statement of use after notice of allowance.............c.ccooiiiiiiiiiiiiiineans 2.88
V= T i = 7o >t I I PPN 1.1(h)
Filing SUDSTITUTE SPECIMENS ....iuiiii et 2.59
Final refusal of application..........c..ooiiiiii s 2.64(a)
Filing amendment to allege use during final action response pe-
L Lo Lo PP TP 2.64(c)
ReCONSIAEration Of ... ... e 2.64(a)
Final hearing, briefs at (inter partes proceeding).........ccccoviuiiuiiiiiiiiiiiiieeienns 2.128
Foreign applicant, registrant, or party, designation of domestic rep-

resSeNtatiVe . ... 2.24,2.37, 2.119(d), 3.61
Foreign application, priority claim based on.........c..cooiiiiiiiiiiiiiiiieans 2.34(a)(4)
Foreign registration:

Application based on, Under SeC. 44 .........coiiiiiiiiiiiiii e 2.34(a)(3), 2.47(b)
COPY OF e 2.34(a)(2)
Necessary before publication.............cooiiiiiiiiiiiii e 2.34()(3)(ii)
Form of amendment to application...........cooooiiiiiiiiiii e 2.74
G
General information and COrresponNdencCe ...........c.coeeuiiiniiiieiieiieeeeee e 1.1-1.10
Goods and/or services identification of:
Additions NOt PErmMITEEd .......ocouiiiiii e 2.71(a)
AMENAMENT OF ... e 2.71(a)
Amendment of, filed with statement of US€..........ccoviiiiiiiiiiiiiiiieeen 2.88(i)(3)
In affidavit or declaration filed under sec. 8..........coiiiiiiiiiiiiiiieeaes 2.161(e)
IN Written appliCatioN .. ..o 2.32(a)(6)
Multiple goods or services comprised in single class or multiple class-
1= 2.32(a)(6), 2.34(a)(1)(v), 2.86
Required in amendment to allege USe ........c.ooiuiiiiiiiiiiiiieeeens 2.76(b)(1), (c)
Required in request for extension of time to file statement of use .............. 2.89(f)
Required in statement of USe.........cooviiiiiiiiii e 2.88(b)(1), (c), (i)
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Good cause, showing necessary for extension of time to file statement of

L5 1= 2.89(b)(4), (d)
H
Hearing, oral:
At final hearing in inter partes proceeding .........ccoveuviiiiiiiiiiiiiieeeeeeeaen 2.129
On appeal to Trademark Trial and Appeal Board.... ....2.142(e)
On motion in inter partes ProCeediNgs .........ocuuviiiuiiiiiiii e eeeanes 2.127(a)
ON PEtition 0 DIFECTON ....iutiiiii et 2.146(f)
I
Identification of goods and/or services: See Goods and/or services identification
of.
Identification of pending application or registered mark in correspond-

[T 0 T 1.5
Identification of prior registrations...........c.oiuiiiiiiiii e 2.36
Incontestability of right to use mark:

AFFIdaVIT UNAEr SEC. 15. .. e 2.167
Freedom from interference proceeding ...2.91(b)
Informalities, amendment tO COrreCt...........oooiiiiiiiiiiiii e 2.71
Inquiries directed to U.S. Patent and Trademark Office...........ccoooiiiiiiiininan. 1.4
Intent-to-use applications under sec. 1(b):
Abandonment for failure to timely file a statement of use ......................... 2.65(c)
AmMeNndmeNnt T0 allEge USE .... ... 2.76
Amendments between notice of allowance and statement of use..................... 2.77
Basis for filing application .........coiiiiiiii e 2.34, 2.37
Bona fide intention to use mark in commerce necessary.........c........... 2.34(a)(2)(i)
Certification MATK ... ..o e 2.45
(070 1 =Tox A LY o = o PN 2.44
[ 1AV Lo [T o o TP 2.87
Drawing FeQUITEA ...ttt e et e e e e e enens 2.32(c), 2.51
Extensions of time for filing statement of USe...........cooiiiiiiiiiiiiie 2.89
Filing-date reqUIremMENTS ... et e e eaaens 2.21
NOTICE OF AllOWANCE ... ..t ans 2.81(b)
Requirements for written application ..............cooooiiiiiiiiiiiiiens 2.32, 2.34(a)(2)
Revival of application abandoned for failure to timely file a statement
OF U e 2.66
Specimens filed with amendment to allege use or statement of
LU £ 2.56, 2.76, 2.88
STAEMENT OF USE ..o 2.88
When eligible for concurrent use ....2.73(b), 2.99(9)
When eligible for amendment to Supplemental Register...........c..cccceveennns 2.47(c)
Interlocutory motions, inter partes proceeding .........coevuiiiiiiiiiiiiiiiiiieieeieenens 2.127
INTEITErENCE . .ceie e 2.91-2.93, 2.96, 2.98
Adding Party tO INTerferenCe ... ..ot ans 2.98
BUIrden Of ProOOT. ... e 2.96
Conflicting marks, co-pending applications for ... 2.83
Declaration of iINterferencCe ... . ..o 2.91
Declared only on petition t0 DIreCtor.........ccoouiiiiiiiiiiiiie e 2.91(a)
INSTITUTION OF INTEIrfEreNCe ... oot 2.93
ISSUE L. e 2.96
Marks must otherwise be deemed registrable .............coooiiii 2.92
NOtiCe Of INTEITErENCE ....coeiiiii e 2.93
Preliminary tO iNTerferenCe ... ... e 2.92
Registrations and applications on the Supplemental Register, registra-
tions under the Act of 1920, and registrations of incontestable
marks not subject to INterferenNCe.........oou v 2.91(b)
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Request to divide application during interference...........cccocevvviiiiiiiinenennnnn. 2.87(c)
INter Partes ProCeAUIE ........iu et eans 2.116-2.136
INTer PArtes ProCEEAINGS. ... . et ittt e a e aeaas 2.91-2.136

[0F=T o Tot=] | P o Lo o [ PPN 2.111-2.115

CONCUITENT USE ..ttt ettt ettt e ettt e et e e e e et e e e e e e e e enenes 2.99

Failure of plaintiff to file brief at final hearing................ ...2.128(a)(3)

Failure of plaintiff to take tesStimoNy ..o 2.132

INEEIrTEIrENCE ..o e 2.91-2.93, 2.96, 2.98

[©]0] 0T 1] 1 o [o] o I PP PP PP PTUPUPINY 2.101-2.107

ProCedUIE TN (..t 2.116-2.136
INtErrogatories (AISCOVEIY) ... ittt et aeans 2.120

Motion for an order to compel answer-.................. ...2.120(d)(1), 2.120(e)

NUmMerical Mt ON ... e e 2.120(d)(2)

Timingof..................
USE OF @NSWETS ... ittt ettt ettt ettt et e e eans 2.120(j)
When to file copy of interrogatories and answers thereto with Trade-
mark Trial and Appeal Board........c.c.oeiiiiiiiiiiieee e 2.1203j)(8)
Interruptions or emergencies in United States Postal Service
Issue date of the notice of allowanCe ... 2.81(b)
J
Judgment by default:
Failure by plaintiff to file brief at final hearing ..................ooi. 2.128(a)(3)
Failure to answer cancellation...... ... 2.114(a)
Failure to answer notice of concurrent use proceeding ........c..cccecvunennn.. 2.99(d)(3)
Failure to answer OPPOSITION .. .. ... 2.106(a)
Failure to take testimony or offer other evidence .........c..cocoviiiiiiiiiiiiniienens 2.132
Judgment, entry of in inter partes proceeding subject to establishment

OF CONSTIUCTIVE USE ..euiniiiiiiiie ettt et e e e e e e eeanens 2.129(d)

Jurisdiction over published applications ............cooiuiiiiiiiiii e 2.84
Amendment after publication of mark ........... ...2.84(b)
Amendment during inter partes ProCeeding .......ccc.veivuieiiieiiiiiiieeeieeeeeaens 2.133
Remand to Examiner by Trademark Trial and Appeal Board ............... 2.130, 2.131

L

Lawyers. See Attorneys.

Letter, separate for each distinct subject of iNQUITY .........cooiiiiiiiiiiiiiin, 1.4(c)
Letters, address for mailing to U.S. Patent and Trademark Office...................... 11
M
Mailing, certificate Of...... ... 1.8

Mailing address for correspondence with U.S. Patent and Trademark Of-

T s 1.1
Marks on Supplemental Register published only upon registration................... 2.82
Marks registered under 1905 Act. claiming benefits of 1946 Act................. 2.153-2.156
Marks under sec. 12(c) not subject to opposition; subject to cancella-

Lo PP 2.156
Matters in evidence in INTer PArtes CASES .......ouuiuiuiiiiie e eeanes 2.122
Mistake in registration incurred through fault of applicant............................. 2.175
Mistake in registration incurred through fault of U.S. Patent and Trade-

MAFK OFfICE .. e e 2.174
MONEY, PAYMENT OF ... e e 1.22-1.26
Motions in inter partes proceedings:

BriefS ON L e 2.127(a), 2.127(e)(1)
[0 a1 =Y o 1 £ 2.127(a)
Failure to respond TO MOTION ......uiiiii e 2.127(a)
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FOr @ ProteCtiVe OFdEr ... ..t et e e e e 2.120(f)

For judgment for failure to take testimony ..........cccooiiiiiiiiiiiiiiiiceeee, 2.132

FOor summary JUdgmMeENT . ... et e e eeans 2.127(e)

Interlocutory motions and requests, who may act on............ccoceevvivinenennns 2.127(c)

Request for reconsideration of decision on motion ..............ccoeeeiiiiiienenns 2.127(b)

Suspension pending determination of motion potentially dispositive of

0T o Yo Y= To |1 o T 2.127(d)

To add application to interference

To comMPel diSCOVEIY ... 2.120(d)(2), 2. 120(e)

To determine sufficiency of answer or objection to request for admis-

5] T o] o [P PP PPPPI 2.120(h)

To extend diSCOVENY PeIrTOU ... . cuiu it eeanes 2.120(a)

To extend times for taking testimony upon written questions.............. 2.124(d)(2)

To extend trial PEriods .........coviuiiiiiiiiii e 2.121(a)(1), (c)

IO IR U] o 1= o [o I PP 2.117

To take oral deposition abroad............cccoveiiiiiiiiiieiicieeens 2.120(c)(1), 2. 123(a)(2)

To use testimony from another proceeding between parties ......................
Multiple class applications ..........ccooiiiiiiiiiii s 2.32(a)(6), 2. 34(a)(1)(v)

[0 T AV o 11 a o o ) S
Multiple goods or services comprised in single class or multiple class-

L= PPN 2.86

[ 1AV Lo [T o Te I e ) PPN 2.87

N
New certificate on change of OWNership ... 2.171
Notice by publication, undelivered Office notices
NoOtice Of AllOWANCE ... .. e 2.81(b)

Filing statement of use after.

ISSUE At OF ..ottt e e 2. 81(b)
Notice of appeal to court and Civil action ... 2.145
Notice of appeal to Trademark Trial and Appeal Board.............c..ccoeveienienns 2.142(a)
Notice of concurrent use proceeding
Notice of claim of benefits 0f 1946 ACt...........cooiiiiiiiiiiiii e 2.153-2.156
Notice of election by appellee to proceed by civil action after appeal to

U.S. Court of Appeals for the Federal CirCuit...........ccocviviiiiiiiiiinininnns 2.145(c)(3)
Notice of interference ..........c.ocoviiiiiiiiiiiiiens
Notice of publication under sec. 12(c)
Notice of reliance 0N iISCOVEIY ......iuiuiiii et 2.120(j)
Notice of reliance on printed publications and official records..................... 2.122(e)
Notice to Trademark Trial and Appeal Board of civil action.................... 2.145(c)(4)
Notice, where address of registrant in cancellation proceeding is un-

g e 11V PPt 2.118
Notification of acceptance of or deficiency in amendment to allege

L8 TP 2.76(F), (9)
Notification of acceptance of or deficiency in statement of use ............... 2.88(f), (9)
Notification of filing of petition for cancellation...............coocoiiiiiiiiiiiiiieen. 2.113
Notification of grant or denial of request for an extension of time to file

A STATEMENT OF USE...uieiiiii e 2.89(9)
NoOtification Of OPPOSTEION .....ii i eans 2.105

(0

Oath, declaration in Heu Of ... e 2.20
Oaths, before whom and when made in testimonial deposition................. 2.123(e)(5)

Official Gazette contents:
Claim of benefits under sec. 12(c) for marks registered under 1905
AT e e 2.154
First filed of applications for conflicting marks...........c.coooiiiiiiiins 2.83
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Marks on Principal Register published for opposition...........ccccovviiiiiiiiiienen.. 2.80
Marks on Supplemental Register published when registered........................... 2.82

Official records, reliance on in inter partes proceeding........cc.cocevuieieniiienannens 2.122(e)

Omission of matter from response to Examiner’s action.............ccccecveevvnennn.. 2.65(b)
Opposition to registration of mark on Principal Register: .... ...2.101-2.107
Amendment Of OPPOSTTION ... cue i e eeas 2.107
N T PP 2.106
Commencement of OPPOSITION ..ot 2.101(a)
Consolidated OPPOSITIONS .. ..cuiu it e e ee e eenns 2.104(b)
ConNtents Of OPPOSITION . ..inii e e e e e e e e eaen 2.104
Corresponds to complaint in a court proceeding .........ccocoeeuveuiiuieiieniinnennenns 2.116(c)
[ 1S TeT0 )Y = o PPN 2.120
Extension of time for filing an oppoSItioN........cccooviiiiiiie e 2.102
Failure to timely @nSWer ..... ..o 2.106(a)
Filing an OPPOSITION......ei e e e e aeas 2.101
LT o =T o o (=TS 2.101(d)
Notification Of OPPOSITION ... ...t 2.105
Procedure, INTer PArtesS. ... ... eeaas 2.116-2.136
Request to divide application during oppoSItioN........ccceviiiiiiiiiiiiiieieeeneenas 2.87(c)
[STUIS o1=T o TY Tol o We) il o] o Yo =T=To [ o [o 1< PP 2.117
Time for filing opposition ....2.101(c)
Who may file OpPPOSITION .. .. e e eea e 2.101(b)
Withdrawal of OppPOSITION. ... ... 2.106(c)

Oral argument at final hearing in inter partes proceeding..........c.cceveiiiiiienennens 2.129

Oral hearing:
EX parte appeal ... 2.142(e)
Inter partes ProCeedings .......covueiuiiiiiiiie e 2.116(f), 2.127(a), 2.129
(O a1 oT=Y o To] g T o T T 1= o o] ol 2.146(F)

Oral promise, stipulation, or understanding

Ownership, prior registrations, identification in application ............................. 2.36

P

Papers of application not returnable ......... ... 2.25

Patent Rules, applicable. .. ... e 2.1

Payment Of MONEY ... ..o et 1.22-1.26

Pending application index..................

Period for response to Office actions..

Personal appearanCe UNNECESSAIY ........ccuuiiuuieuiiuieneene e ene e e e e e e enneenas 1.2

Persons who may practice before the U.S. Patent and Trademark Office

IN TrademMark CASES ...t e e eanes 10.14

Petition for cancellation ........ ..o 2.111-2.115
Amendment Of PETITION ... 2.115
F N 15171 U PP PP 2.114
Commencement of cancellation proceeding .........c.ccooiviiiiiiiiiiiiiiiiieieeennes 2.111(a)
CoNtENtS OF PETITION ...uen it 2.112
Corresponds to complaint in a court proceeding ........cccveieuiiiiiiineeienenaanens 2.116(c)
[T oT0 )Y = N ORIt 2.120
Failure to timely @anSWer ..... ..o 2.114(a)
Filing petition for cancellation ......... ... 2.111
INSUTFICTIENT TS ..o e 2.111(c)
Notification of cancellation proceeding .........ccoouiiiiiiiiiiiiii e 2.113
Procedure, INTer PArtesS. ... ... i eeaas 2.116-2.136
SUSPENSION Of PrOCEEAINGS ...uuiiiiei ettt eas 2.117
Time for filing Petition ... 2.111(b)
Who may file petition ....2.111(b)
Withdrawal of Petition ..o 2.114(c)

Petition for rehearing, reconsideration or modification of

decision:
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Decision in inter partes ProCeeaiNg ... .ou.cuiieuiiiei it eae e eaeeaaeeanes 2.129(c)
Decision on ex parte appeal ... 2.144
Decision on interlocutory motion in inter partes proceeding .................... 2.127(b)
Petition to revive abandoned application ..........ccoviiiiiiiiiiiiiiie e 2.66
Petition TO the DilECTON ... ...iii it e e e enans 2.146
Any case not specifically defined and provided for by rules... ...2.146(a)(4)
CoNteNtS Of PEEITION ... e e e e eens 2.146(c)
Delegation of authority to act on petitions .........cccviiiiiiiiiiieeene 2.146(h)
Extraordinary situation requiring suspension or waiver of requirement
OF FULES . e 2.146(a)(5)
B 2.6
From denial of request for extension of time to file statement of
L 1S PPN 2.89(9)
From grant or denial of request for extension of time to oppose ........... 2.146(e)(1)
From interlocutory order of Trademark Trial and Appeal Board .......... 2.146(e)(2)
Invoke supervisory authority ...2.146(a)(3)
Oral hearing 0N PEtITION . .....c.iu e 2.146(F)
Reconsideration of refusal to accept sec. 8 affidavit or declaration........... 2.165(b)
Refusal of renewal of regiStration ..........co.veiiiiiiiiii e 2.186
Relief from repeated formal requirement of Examiner............c.cc.coovieienent 2.63(b)
Repeated action or requirement of Examiner regarding subject matter
appropriate for PetItION ..o 2.146(a)(2)
Review of adverse action on correction, disclaimer, surrender, etc. of
FEGISTIAtION . ..o e 2.176
Stays time in appeal, inter partes proceeding, or reply to Office action
only when stay is specifically requested and granted .......................... 2.146(9)
Subject matter for Petitions .........coiiiiiiiiii 2.146(a), (b)
Time 10 file PETITION ... e 2.146(d), (e)
To accord filing date as of date of deposit as Express Mail .................... 1.10(c)-(e)
Pleading, amendment Of ... 2.107, 2.115
Position of parties in inter partes proceedings ...........coeveueueenens 2.96, 2.99(e), 2.116(b)
Postal Service, United States, interruptions or emergencies in ...................... 1.6(e)
Post notice of allowance.......... ... 2.88, 2.89
Post publication
Power of attorney or authorization of other representative ....................... 2.17, 2 19

Practice before the U.S. Patent and Trademark Office, individuals enti-
1 [=To I o T PPN
Predecessor in title or related company, use by ...

Pre-trial conference, inter partes proceeding .........cccceiveiiiiiiiiiiiiiiieiienenns 2.120(i)(2)
PrinCipal REQISTEL ...t e e e e e 2.46
Amendment to or from Supplemental Register ............ocooeiiiiiiiiiiiiiie, 2.75
Printed publications, as evidence in inter partes proceedings ..........c........... 2.122(e)
Prior acts, status of prior regiStrations ...........cccooiiiiiiiiiiiiii e 2.158
Priority claim based on foreign application ...t 2. 34(a)(4)
Prior registrations, ownership, identification in application.............................
Procedure in iNter PArtes CASES .....c.cuiiiiiii et eeaes 2.116-2. 136
Production of documents and things, request for (discovery) ........cocoooveiiiann... 2.120
Place of production...... ..o ...2.120(d)(2)
Motion for an order to compel production.........c..ccccoiiiiiiiiiiiiiieeens 2.120(e)
TMING OF ettt 2.120(a)
Professional conduct of attorNeys .........cc.oiuiiiiiiiiiiiii e 10.20-10.129
Proof of distinctiveness under SEC. 2(F) . ..ciiu i 2.41
Proof OF SEIVICE .. .. 2.119(a)
Protective order:
Access to materials filed UNder...... ..o 2.27(e)
Relating TO AiSCOVEIY ....uiiiiii et e e eeneens 2.120(f)
Relating t0 teSTIMONY ... e e e e 2.125(e)
Sanctions for VIiolation ... ... 2.120(g), 2.125(e)
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Publication and post publication .........c.ooiiiiiiiiii e 2.80-2.84
Publication in Official Gazette:
Jurisdiction over published applications ..o, 2.84
Of claim of benefits under sec. 12(c) for marks registered under 1905
AT e aan 2.154
Of first filed of applications for conflicting marks ............c..coooiiiiiiinnnennen. 2.83
Of mark on Principal Register for opposition after approval.................cccoooeil 2.80
Of marks on Supplemental Register when registered ...........c.ccccoiiiiiiiiiiiann. 2.82
Publication of amendments tO rules...........c.oiiiiiiiiiii e 2.189
Publication, notice by, undelivered Office notices to registrant in inter
[oF= g (=3 o] gelot=T=To I o T H PP PPN 2.118
R
Rebuttal TeSTIMONY ... et e e eaans 2.121(b), (c)
Receipt of papers and fees ...1.6, 1.8, 1.10
Recognition of attorneys or other authorized person ..........cc.cooeveiiiinnenns 2.17, 10.14
Reconsideration:
Of affidavit or declaration of use under sec. 8.........cccceevvviiieinnennn. 2.163(b), 2.165(a)
Of decision after final hearing in inter partes proceeding..........cc.ccocuveunenn. 2.129(c)
Of decision 0N eX Parte apPeal .......c.ou i 2.144
OF FINAl @CTION ... e 2.64(b)
Of order or decision on interlocutory motion............ccoiiiiiiiiiniiiiieeenes 2.127(b)
Records of documents in Assignment Services Division of U.S. Patent
and Trademark OffiCe ... ..o 3.11-3.56
Records and files of the U.S. Patent and Trademark Office.... ...1.12, 1.15, 2.27

Reexamination of appliCation ........cc.iuiiiiiiii e 2.63(a)
Reexamination of application after remand by the Trademark Trial and

APPEAl BOArd ....c.iniiiiiiii e 2.130, 2.131, 2.142
Refund of money paid to U.S. Patent and Trademark Office ...........cccceveiinennnn.. 1.26
Refusal of affidavit or declaration of use under sec. 8...........ccoiviiiiiiiiiiiiiiiinenns 2.163
Refusal Of regisStration ... ... e 2.61
Refusal of renewal ... 2.184
Refusal of request for extension of time to file a statement of use ................ 2.89(9)
Registrability of marks in plurality of classes (combined applica-

L 1 0] 15 PPN 2.86
Registrant claiming benefits of 1946 ACt ..........ccoiiiiiiiiiiiiiiiiiee e 2.153-2.156
Registration as evidence in inter partes proceeding:

File of registration which is the subject of the proceeding.................... 2.122(b)(2)
Registration owned by any party to proceeding...........ccooevveiiiiiieienenns 2.122(d)(2)
Registration pleaded by opposer or petitioner ...........ccccoviviiieiiiiiiiennenns 2.122(d)(1)
Registration files open to public INSPECtioN ...........ccoiiiiiiiiiiiiiii s 2.27(d)
Registrations, printed copies available.................ooiii 1.13
Related company or predecessor, USE DY ..o 2.38
Remand to Examiner
After decision iN INTEr PArteS CASE.......iuiuiu it eeas 2.131
During appeal from refusal of registration ...............ooooiiiiiiiiii s 2.142(f)
DUFING TNTEE PAFTES CASE ..euenieiiniieee ettt e et e e e e e e e e e e n e eneeaenns 2.130
Renewal of regisStration ..........c.iuiiiiii e 2.181-2.186
Application for renewal, reqUIreMENTS ..........oiiiiiiiiiiii e 2.183
Failure to renew registration involved in inter partes proceeding ............ 2.134(b)
Period in Which 0 file . ... e 2.182
Refusal of renewal ... 2.184(a)
Review of Examiner’s refusal by DIireCtor ...........cooiiiiiiiiiiiiiiiiceeeeas 2.186
Term of original registrations and renewals ...........c.coooiiiiiiiiiiiiiiiieeens 2.181
Reply briefs in inter partes proceedingsS...... .o 2.127(a)
Representation DY @tTOINEY ... e e e e 2.11
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Representation of others before the U.S. Patent and Trademark Of-

T et 2.11, 10.14
Representative, domestic or U.S. See Domestic representative.
Representation, recognition fOr ........cciiuiiiiiiii e 2.17, 10.14
Republication of marks registered under prior acts..........c..cccceeiieiinienn... 2.153-2.156

Request for admissions (discovery). See Admissions, request for.

Request for extension of time for discovery and testimony. See Extension of time
for discovery and testimony.

Request for extension of time to file opposition. See Extension of time for filing
opposition.

Request for extension of time to file statement of use. See Extension of time to
file statement of use.

Request for information and exhibits by Examiner............ccoooiiiiiiiiiiniiinen.. 2.61(b)
Request for production (discovery). See Production of documents and things, re-
quest for.

Request for reconsideration. See Reconsideration.

[ d=To [B1=Esy i {0 gl =Y ] o N 1.15
Request for regisStration ........ .o 2.32(a)(1)
Request to divide an appliCation ... ... 2.87
Requirements for receiving a filing date...........cccoiiiiiiiii i 2.21

Requirements for written application ...........ocoooiiiiiiii e 2.32,2.34
Registration of marks registered under prior acts ..........ccooiiiiiiiiiiiiiiiniieeenen 2.158
Response 10 Official ACtiON .......ooieii e e e 2.62
Review by Director:
For relief from repeated formal requirement by Examiner ......................... 2.63(b)
Of adverse action on correction, disclaimer, surrender, etc. of registra-
L o TS 2.176
Of refusal of affidavit or declaration of use under sec. 8..........c..ccoiveiieiennenne. 2.165
Of refusal of renewal appliCation ...........c.oiuiiiiiiiiiiii e 2.186
Petitions tO the DIreCtOr ......couiiiiii e 2.146
Revival of abandoned appliCations....... ..o 2.66
Revocation of power Of attOIrNEY ... 2.19
Rules of evidence in iNter Partes CaSES........ociuiiiiiiie i 2.122(a)
Rules of practice in trademark cases:
YN 1T aTe [0 g 1T o | S PP 2.189
Suspension, petition t0 DIreCtor ..........covuiiiiiiiiiiiiiiieeeeeeea 2.146(a)(5), 2.148
Waiver, petition t0 DIr€CtOr ........vuuiiiiiiei e 2.146(a)(5), 2.148
S
Sanction for failure to comply with discovery order...........c..ccovveiiiiiiiiinenne. 2.120(g)
Sanction for failure to comply with protective order relating to testi-
1] 0 Y2 PP 2.125(e)
Saturday, Sunday, or Federal holiday, time for taking action expiring
(o] o TP PP OPT SRR 1.6(a)(1), (2)1.6(b), 1.7
Schedule of classes of goods and SErVICEeS.........ocivuiiiiiiiiiiiiiieee e 2.85, 6.1-6.4
Schedule of time for discovery and trial periods............cccoocieiiieinnen... 2.120(a), 2.121
Sec. 2(F), proof Of diStINCEIVENESS. ... c.iuiiiiiii e e eees 2.41
Sec. 8 affidavit or declaration Of USe ..........c.oiuiiiiiiiiiiiiii e 2.160-2.166
Sec. 44, application based on:
Amendment to change application to different register...........c....cocooeenine. 2.75(a)
Amendment to description or drawing in mark............cc.coooiiiiiiiinnnnan. 2.72(c)
Basis fOr fIlING ..o 2.34, 2.37
Certification MATK ... e 2.45(b)
COlIECTIVE MAFK ... et e e ans 2.44(b)
Drawing FEOQUITEU. .. ..ttt et e et e e e e e eaaeaas 2.32(c)
Filing-date reqUIreMENTS ... ..ot e e eaaans 2.21
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Goods or services identified may not exceed scope of those in foreign

application or registration..........c..cooiiiiiiiiiii e 2.32(a)(6)
Priority Claim .. e 2.34(a)(4)
Requirements fOr draWings .....oc.ouiiiiii e e e e e e e eneenas 2.52
Requirements for written application...........cooiiiiiiiiiiiii e 2.33
Supplemental REGISTEN ... ...c.iui e 2.47(b)
Serial NUMDEr ... 2.23
Service charge for filing renewal application during grace period.............. 2.6, 2.185

Services marks

Specimens or facsimiles
Service of copies of testimony .............
Service and signing of papers ..............

Signature and certificate of attorney

Signature of apPlICANT. ... ... e 2.33
Single certificate for one mark registered in a plurality of classes.................... 2.87
1S 01T o3 1 0 0 =T o 1P 2.56-2.59

Facsimiles in lieu of specimens..
Not evidence in behalf of appllcant or reglstrant in inter partes pro-

(o1=TTo 1] T PPN 2.122(b)(2)
OF SEIVICE MAIK ... et e e ens 2.56(a)(2)
Requirement of filing with affidavit or declaration of use under sec.
ISP 2.161(g)
Requirement of filing with amendment to allege use .................... 2.76(b)(2), (e)(2)
Requirement of filing with statement of use .................c.coie 2.88(b)(2), (©)(2)
Support of amendment to application ...........cceveiiiiiiiiiiiiii 2.71, 2.72
Support of amendment to registration ............coviiiiiiiii i 2.173
StAteMENT OF USE ... e 2.88
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Amendments to dates of use after filing ..........cooooiiiii 2. 71(c)(2)
Extensions of time to file..
Fee for filiNg ..o
Mark “Box ITU” ......coooiiiiiiiiiens
May Not be WItNArawn ... e 2.88(9)

Minimum requirements for filing
Requirements for

Time for FIliNg....oo s
Status of application after ex parte appeal ..........c..ccooiiiiiiiiii 2. 142(g)
Status of application on termination of inter partes proceedings..................... 2.136
Stipulated evidence, iNter Partes CASES .......cuviuiiuiiiiiii e 2.123(b)
Stipulation to extend discovery and/or trial periods...........ccccocevueenenn.. 2.120(a), 2.121
Substitute specimens, filiNg Of.. ... 2.59
Summary judgments in inter partes proceedings ..........ccoeuveuiiuiiiniininnianenns 2.127(e)(1)
Sunday, Saturday, or Federal holiday, time for taking action expiring

(o] o TSP 1.6(a)(1), (2)1.6(b), 1.7

Supplemental Register:

Amendment from Principal Register..... ... 2.47(c), 2.75

APPHICAtIoN reqUITEMENTS ...t e e e e ans 2.47

APPFOVAL ..o 2.82

CaNCEITATION . ...t 2.111

Certificate Of regisStration ........c.iuiiii e 2.82

Intent-to-use applications, when eligible....

Marks published when registered.............cooevveiiiiiieinennnns
Surrender of certificate of registration.... .

During inter partes ProCeeaiNG .........cuu i aeans 2.134
Suspension of action in application by U.S. Patent and Trademark Of-

T e 2.67

Suspension from practice before U.S. Patent and Trademark Office ..... 10.130-10.170
Suspension of later filed conflicting application ... 2.83
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Suspension of inter partes proceedings by Trademark Trial and Appeal
Board:

For good cause upon motion or stipulation.............c.ooiiiiiiiiiicnns 2.117(c)
Pending disposition of motion potentially dispositive of case................... 2.127(d)
Pending disposition of motion to compel ...........cccoiiiiiiiiiiiiii 2.120(e)(2)
Pending disposition of motion to test sufficiency of response to request
0L = T 1 1 =13 1o o T 2.120(h)(2)
Pending termination of civil action or other Board proceeding........... 2.117(a), (b)
Suspension Of rules, DIreCtOr ... ..o 2.146(a)(5), 2.148
T
Term of original registrations and renewals ..............cooiiiiiiiiiiiici e, 2.181
Testimony in inter partes cases:
Assignment and resetting of TiMes ... ..o 2.121
By oral exXamiNation ... 2.123
BY WEITEEN QUESTIONS ...ttt ettt et et e e e e e e e e e eaenns 2.124
Failure 0 TAKEe .....cooniiiii s 2.132
Filing and service of teStimoONy .........cccoviiiiiiiiiiiiiiiieeeeas 2.123(f), 2.124(f), 2.125
Arrangement, indexing, and form of transcript .................. 2.123(g); 2.125 (b), (d)
[070] ¢ ¢To1 o o] 0 F-3N o TP 2.124(f), 2.125(b)
Deposition must be filed ... 2.123(h)
Filing in U.S. Patent and Trademark Office................... 2.123(f), 2.124(f), 2.125(c)
[ [T oZ=Yoa o ToTa 1o} lle (=TT 1T I Lo o [N 2.123(i)
Service 0N adVerse Party ...c.oc.oiuiiuiiiiiii et aaeans 2.124(f), 2.125(a)
From another ProCeeaiNg ........ocuiuiuiu e 2.122(f)
1N FOreign COUNTIIES «..eiiie e e aeas 2.123(a)(2)
ODJECTIONS TO ..cneiiee e 2.123 (e), (J), (k); 2.124(d), (9)
Stipulated teSTIMONY ... et eeaas 2.123(b)
Time:
FOr amendmENTt. ... ..o e 2.62
FOr eX parte appeal........coo.ouiiiiiii e 2.142(a)
For filing affidavit or declaration to avoid cancellation.................c.cooveienn. 2.160
For filing amendment to allege UsSe .........cooviiiiiiiii e 2.76(a)
For filing appeal to court or civil action.............ccoooiiiiiiiii e, 2.145(d)
For filing briefs in inter partes proceedingsS ........ocvuieeuiiieeiiiee e ieieaeeenens 2.127
For filing extension of time €0 OPPOSE.....c.uiiiiiiiiiii e 2.102
FOr filiNg OPPOSITION ...t 2.101(c)
For filing petition for cancellation ............c.coooiiiiiiiiiiiii e 2.111(b), (c)(3)
For filing request for extension of time to file statement of use.....................
For filing request to divide application ............ccooiiiiiiiieeens 2. 87(c)
For filing statement Of USE ... 2.88(a)
For response to U.S. Patent and Trademark Office action .................cccooint. 2.62
FOr taking diSCOVENY .....uiiiiiiiiee e 2.120(a)
FOr taking TeSTIMONY ...ouuiiiiiii ettt eaees 2.121
Translation of assigNMENT ... e 3.26
Transmission, Certificate Of..... ...t 1.8
U
Undelivered Office notices, to registrant..........c..cooiiiiiiiiiiii i 2.118
Unprofessional conduct, attorneys ............cccoevevenen.e. ....10.20-10.129
Unprovided for and extraordinary circumstances, petition to Direc-
Lo | PP PP RPN PRPINE 2. 146(a)(4) (5)
U.S. Court of Appeals for the Federal Circuit, appeal to.............cooiiiiiiiiininns
Use:
Allegation of use iN COMMEICe .......c.oeiuiiiiiiiie e 2.21, 2.34, 2.76, 2.88
Amendment to allege USe iN COMMEICE... ..ot 2.76
Bona fide intention t0 USe 1N COMMEICE .........ccuuiiiiiiiiiiiiiieee e 2.34, 2.89
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By predecessor or by related COmMPanies........c..ovviieiiiiiie e 2.38

Dates of first use and first use in commerce...........c.cccceeueenens 2.34(a)(1)(ii) and (|||)

SEALEMENT OF USE ettt
Use of discovery

v

Verification:

Declaration in lieu of oath or verification.................coooiiii 2.20

(0] = To] o] FTo1= 1 o [o] o PPN 2.33

Required with amendment to allege Use ...........coooiiiiiiiiiiiininenen. 2.76(b)(1), (e)(3)

Required with statement of USe ...........ooviiiiiiiiiiiiiiii e 2.88(b)(1), (&)(3)

Required with substitute SPECIMENS ... ..o 2.59

In support of amendments to descriptions or drawings of the

MNATK . L 2.72
In support of amendments to dates of USe...........ccviuiiiiiiiiiiiii e, 2.71(c)
In support of request for extension of time to file statement of
0] 2.89
W

Waiver of rule, petition t0 DIreCtor........c..coiiuiiiiiiiiiiiii e 2.146(a)(5), 2. 148
Willful false statements. declaration 20
Withdrawal from employment, practitioners...........c..ccoooviiiiiininnanns 2.19, 10.40, 10.63
Withdrawal of amendment to allege UsSe.........cooeiiiiiiiiiiiiii e 2.76(h)
Withdrawal of appliCation ... ..o e 2.68

Involved in inter partes ProCceeding ......c.o.ociu i 2.135
Withdrawal of opposition with or without consent .............c..cooiiiiiiininenne. 2.106(c)
Withdrawal of cancellation with or without consent ...............ccciiiiiiiinennn.. 2.114(c)
Withdrawal of registration by voluntary surrender by registrant:

Involved in cancellation proCeeding .........ccocoviuiiiiiiiiiiiiiiie e 2.134

ReQUITEMENTS FOF .. 2.172
Withdrawal of statement of use prohibited.............c..oiiiiiiiiis 2.88(9)
Witnesses:

Discovery depPOSTEION .........cuiiuiiiiiiiiii et aas 2.120(b), (c)

Examination by oral deposition (TeStimMONY) ........cciviiiiiiiiiiiiiiiiieeeeeeeeaeeans 2.123

Examination by written qUeSTIONS .........c.iiiiiiiiiiiii e 2.124

FFOrIgN e 2.120(c), 2.123(a)(2)
Written appliCation ... 2.32-2.47
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