Department of Energy

(e) Any patent applicant, whose pat-
ent is withheld because of a secrecy
order issued at the request of the De-
partment may, beginning at the date
the patent applicant is notified that,
except for such order, the application
is otherwise in condition for allowance,
apply for compensation for the damage
caused by the secrecy order and/or for
the use of the invention by the Govern-
ment, resulting from any disclosure to
the Department required by the Inven-
tion Secrecy Act.

§780.51 Form and content.

(a) Each application shall contain a
statement of the applicant’s interest in
the patent, patent application, inven-
tion or discovery and identify any
other claimants of whom the applicant
has knowledge.

(b) Each application must contain a
concise statement of all of the essen-
tial facts upon which it is based. No
particular form of statement is re-
quired, but it will facilitate consider-
ation of the application if the following
specific data accompany the applica-
tion:

(1) In the case of an issued patent, a
copy of the patent.

(2) In the case of a patent applica-
tion, a copy of the application and of
all Patent and Trademark Office ac-
tions and responses thereto.

(3) In the case of an invention or dis-
covery as to which a report has been
filed with the Department pursuant to
subsection c of section 151 of the Act, a
copy of such report.

(4) In the case of an award, the date
relied upon as the date of invention.

(5) In all cases, a statement of the ex-
tent to which the invention or dis-
covery was developed through federally
financed research or with other Federal
support.

(6) In all cases, the degree of the util-
ity, novelty, and importance of the in-
vention or discovery.

(7) In all cases, a statement of the ac-
tual use by the Federal Government or
others of such invention or discovery,
to the extent known to the applicant.

(8) In all cases, the cost of developing
the invention or discovery and acquir-
ing the patent or patent application.

(9) The royalty fee proposed, the pro-
posed terms and conditions of a license

§780.53

agreement, or the amount sought as
compensation or award, as well as the
basis used in calculating such fee, com-
pensation or award and whether a lump
sum or periodic payments are sought.

(10) In an application for just com-
pensation pursuant to section 173 of
the Act, the ownership of the invention
that is the subject matter of the patent
application at the time the Depart-
ment communicated the restricted
data shall be set forth, and any re-
stricted data contained in the applica-
tion shall be specifically identified.

(11) In an application for compensa-
tion under the authority provided in
the Invention Secrecy Act (35 U.S.C.
183), for the damage caused by imposi-
tion of a secrecy order on a patent ap-
plication and/or for the use of the in-
vention by the Government, the date of
the secrecy order, the date of the no-
tice that the patent application is in
condition for allowance, and, if known
to the applicant, the date of the first
use of the invention by the Govern-
ment.

§780.52 Notice and hearing.

The Board shall, in its discretion, af-
ford the applicable party an oppor-
tunity for a hearing for the presen-
tation of relevant evidence. Thirty (30)
days notice shall be given of the time
and place of such hearing. After expira-
tion of the notice period, the Board
shall proceed with a hearing and render
its decision.

§780.53 Criteria for decisions for roy-
alties, awards and compensation.

(@) In deciding a reasonable royalty
fee for a patent licensed under section
158 or sections 153b or 153e of the Act,
the Board shall consider:

(1) The economic value of the com-
pulsory license and the Board shall
strive to provide adequate remunera-
tion for the circumstances of each case.

(2) Any defense, general or special,
that a defendant could plead in an ac-
tion for infringement;

(3) The extent to which such patent
was developed through federally fi-
nanced research or with other Federal
support;

(4) The degree of utility, novelty, and
importance of the invention or dis-
covery; and
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(5) The cost to the owner of the pat-
ent of developing such invention or dis-
covery or of acquiring such patent.

(b) In deciding whether or not to
grant an award, under section 157 of
the Act, for the making of an invention
or discovery useful in the production or
utilization of special nuclear material
or atomic energy, the Board shall take
into account the considerations set
forth in §780.53(a) of this part and the
actual use of such invention or dis-
covery.

(¢) In deciding whether or not to pro-
vide compensation, pursuant to section
173 of the Act, to a person who owns a
patent application that contains re-
stricted data not belonging to the
United States which the Department
has communicated to a foreign nation,
the Board shall take into account the
considerations set forth in §780.53(b) of
this part and the damage to the appli-
cant resulting from such communica-
tion.

(d) In the course of its review of an
application to provide compensation,
pursuant to 35 U.S.C. 183, to an appli-
cant whose patent was withheld be-
cause of a secrecy order issued at the
request of the Department, the Board

shall take into account the consider-
ations set forth in §780.53(b) of this
part and:

(1) The damage sustained by the ap-
plicant as a result of the secrecy order;
and

(2) The use of the invention by the
Government resulting from the disclo-
sure of such invention to the Depart-
ment.

[46 FR 39581, Aug. 4, 1981, as amended at 58
FR 68735, Dec. 29, 1993]
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AUTHORITY: Dept. of Energy Organization
Act, sec. 301, Pub. L. 95-91 (42 U.S.C. 7301);
Federal Nonnuclear Energy Research and
Development Act of 1974, sec. 9(g), Pub. L.
93-577 (42 U.S.C. 5908(g)); Atomic Energy Act
of 1954, as amended, secs. 156, 161g, Pub. L.
83-703 (42 U.S.C. 2186, 2201g); Presidential
Statement, 36 FR 16887, Aug. 26, 1971.

SOURCE: 45 FR 73447, Nov. 4, 1980, unless
otherwise noted.

Litigation.
Transfer of custody.

GENERAL PROVISIONS

§781.1 Scope.

The regulations of this part establish
the procedures, terms, and conditions
upon which licenses may be granted in
inventions covered by patents or pat-
ent applications, both domestic and
foreign, vested in the United States of
America, as represented by or in the
custody of the Department of Energy.

§781.2 Policy.

(a) The inventions covered by the
patents and patent applications, both
foreign and domestic, vested in the
Government of the United States of
America, as represented by or in the
custody of the Department, normally
will best serve the public interest when
they are developed to the point of prac-
tical or commercial application and
made available to the public in the
shortest possible time. This may be ac-
complished by the granting of express
nonexclusive, exclusive, or partially
exclusive licenses for the practice of
these inventions. However, it is recog-
nized that there may be inventions as
to which the Department deems dedica-
tion to the public by publication the
preferable method of accomplishing
these objectives.

(b) Although DOE encourages the
nonexclusive licensing of its inventions
to promote competition and to achieve
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