§401.15

or proposals from applicants that are not
small business firms; provided, that the con-
tractor is also satisfied that the small busi-
ness firm has the capability and resources to
carry out its plan or proposal. The decision
whether to give a preference in any specific
case will be at the discretion of the con-
tractor. However, the contractor agrees that
the Secretary may review the contractor’s li-
censing program and decisions regarding
small business applicants, and the contractor
will negotiate changes to its licensing poli-
cies, procedures, or practices with the Sec-
retary when the Secretary’s review discloses
that the contractor could take reasonable
steps to implement more effectively the
regirements of this paragraph (k)(4).

(I) Communication

(Complete According to Instructions at

401.5(b))

(b) When the Department of Energy
(DOE) determines to use alternative
provisions under §401.3(a)(4), the stand-
ard clause at §401.14(a), of this section,
shall be used with the following modi-
fications unless a substitute clause is
drafted by DOE:

(1) The title of the clause shall be
changed to read as follows: Patent
Rights to Nonprofit DOE Facility Opera-
tors

(2) Add an “(A)” after ““(1)”’ in para-
graph (c)(1) and add subparagraphs (B)
and (C) to paragraph (c)(1) as follows:

(B) If the subject invention occurred under
activities funded by the naval nuclear pro-
pulsion or weapons related programs of DOE,
then the provisions of this subparagraph
(©)(1)(B) will apply in lieu of paragraphs
(©)(2) and (3). In such cases the contractor
agrees to assign the government the entire
right, title, and interest thereto throughout
the world in and to the subject invention ex-
cept to the extent that rights are retained by
the contractor through a greater rights de-
termination or under paragraph (e), below.
The contractor, or an employee-inventor,
with authorization of the contractor, may
submit a request for greater rights at the
time the invention is disclosed or within a
reasonable time thereafter. DOE will process
such a request in accordance with procedures
at 37 CFR 401.15. Each determination of
greater rights will be subject to paragraphs
(h)-(k) of this clause and such additional
conditions, if any, deemed to be appropriate
by the Department of Energy.

(C) At the time an invention is disclosed in
accordance with (c)(1)(A) above, or within 90
days thereafter, the contractor will submit a
written statement as to whether or not the
invention occurred under a naval nuclear
propulsion or weapons-related program of

37 CFR Ch. IV (7-1-05 Edition)

the Department of Energy. If this statement is
not filed within this time, subparagraph
©@)(B) will apply in lieu of paragraphs
(€)(2) and (3). The contractor statement will
be deemed conclusive unless, within 60 days
thereafter, the Contracting Officer disagrees
in writing, in which case the determination
of the Contracting Officer will be deemed
conclusive unless the contractor files a
claim under the Contract Disputes Act with-
in 60 days after the Contracting Officer’s de-
termination. Pending resolution of the mat-
ter, the invention will be subject to subpara-
graph (c)(1)(B).

(3) Paragraph (k)(3) of the clause will
be modified as prescribed at §401.5(g).

(c) As prescribed in §401.3, replace (b)
of the basic clause with the following
paragraphs (1) and (2):

(b) Allocation of principal rights. (1) The
Contractor may retain the entire right, title,
and interest throughout the world to each
subject invention subject to the provisions of
this clause, including (2) below, and 35 U.S.C.
203. With respect to any subject invention in
which the Contractor retains title, the Fed-
eral Government shall have a nonexclusive,
nontransferable, irrevocable, paid-up license
to practice or have practiced for or on behalf
of the United States the subject invention
throughout the world.

(2) If the Contractor performs services at a
Government owned and operated laboratory
or at a Government owned and contractor
operated laboratory directed by the Govern-
ment to fulfill the Government’s obligations
under a Cooperative Research and Develop-
ment Agreement (CRADA) authorized by 15
U.S.C. 3710a, the Government may require
the Contractor to negotiate an agreement
with the CRADA collaborating party or par-
ties regarding the allocation of rights to any
subject invention the Contractor makes,
solely or jointly, under the CRADA. The
agreement shall be negotiated prior to the
Contractor undertaking the CRADA work or,
with the permission of the Government,
upon the identification of a subject inven-
tion. In the absence of such an agreement,
the Contractor agrees to grant the collabo-
rating party or parties an option for a li-
cense in its inventions of the same scope and
terms set forth in the CRADA for inventions
made by the Government.

[52 FR 8554, Mar. 18, 1987, as amended at 69
FR 17301, Apr. 2, 2004]

§401.15 Deferred determinations.

(a) This section applies to requests
for greater rights in subject inventions
made by contractors when deferred de-
termination provisions were included
in the funding agreement because one
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of the exceptions at §401.3(a) was ap-
plied, except that the Department of
Energy is authorized to process de-
ferred determinations either in accord-
ance with its waiver regulations or this
section. A contractor requesting great-
er rights should include with its re-
quest information on its plans and in-
tentions to bring the invention to prac-
tical application. Within 90 days after
receiving a request and supporting in-
formation, or sooner if a statutory bar
to patenting is imminent, the agency
should seek to make a determination.
In any event, if a bar to patenting is
imminent, unless the agency plans to
file on its own, it shall authorize the
contractor to file a patent application
pending a determination by the agen-
cy. Such a filing shall normally be at
the contractor’s own risk and expense.
However, if the agency subsequently
refuses to allow the contractor to re-
tain title and elects to proceed with
the patent application under govern-
ment ownership, it shall reimburse the
contractor for the cost of preparing
and filing the patent application.

(b) If the circumstances of concerns
which originally led the agency to in-
voke an exception under §401.3(a) are
not applicable to the actual subject in-
vention or are no longer valid because
of subsequent events, the agency
should allow the contractor to retain
title to the invention on the same con-
ditions as would have applied if the
standard clause at §401.14(a) had been
used originally, unless it has been li-
censed.

(c) If paragraph (b) is not applicable
the agency shall make its determina-
tion based on an assessment whether
its own plans regarding the invention
will better promote the policies and ob-
jectives of 35 U.S.C. 200 than will con-
tractor ownership of the invention.
Moreover, if the agency is concerned
only about specific uses or applications
of the invention, it shall consider leav-
ing title in the contractor with addi-
tional conditions imposed upon the
contractor’s use of the invention for
such applications or with expanded
government license rights in such ap-
plications.

(d) A determination not to allow the
contractor to retain title to a subject
invention or to restrict or condition its

Pt. 404

title with conditions differing from
those in the clause at §401.14(a), unless
made by the head of the agency, shall
be appealable by the contractor to an
agency official at a level above the per-
son who made the determination. This
appeal shall be subject to the proce-
dures applicable to appeals under
§401.11 of this part.

§401.16 Electronic filing.

Unless otherwise requested or di-
rected by the agency,

(@) The written report required in
(c)(1) of the standard clause in
§401.14(a) may be electronically filed;

(b) The written election required in
(c)(2) of the standard clause in
§401.14(a) may be electronically filed;
and

(c) The close-out report in (f)(1) and
the information identified in (f)(2) and
(f)(3) of §401.5 may be electronically
filed.

[60 FR 41812, Aug. 14, 1995]

§401.17 Submissions and inquiries.

All submissions or inquiries should
be directed to Director, Technology
Competitiveness Staff, Office of Tech-
nology Policy, Technology Administra-
tion, telephone number 202-482-2100,
Room H4418, U.S. Department of Com-
merce, Washington, DC 20230.

[60 FR 41812, Aug. 14, 1995]

PART 404—LICENSING OF GOV-
ERNMENT OWNED INVENTIONS

Sec.
404.1
404.2
404.3

Scope of part.

Policy and objective.

Definitions.

404.4 Authority to grant licenses.

404.5 Restrictions and conditions on all li-
censes granted under this part.

404.6 Nonexclusive licenses.

404.7 Exclusive and partially exclusive li-
censes.

404.8 Application for a license.

404.9 Notice to Attorney General.

404.10 Modification and termination of li-
censes.

404.11 Appeals.

404.12 Protection and administration of in-
ventions.

404.13 Transfer of custody.

404.14 Confidentiality of information.

AUTHORITY: 35 U.S.C. 208 and the delegation
of authority by the Secretary of Commerce
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