252.227-7000

(g) The Contractor shall insert the sub-
stance of this clause, including this para-
graph (g), in all subcontracts exceeding
$500,000.

[68 FR 56562, Oct. 1, 2003, as amended at 69 FR
55991, Sept. 17, 2004]

252.227-7000 Non-estoppel.

As prescribed at 227.7009-1, insert the
following clause in patent releases, li-
cense agreements, and assignments:

NON-EsTOPPEL (OCT 1966)

The Government reserves the right at any
time to contest the enforceability, validity,
scope of, or the title to any patent or patent
application herein licensed without waiving
or forfeiting any right under this contract.

(End of clause)

252.227-7001 Release of past infringe-
ment.

As prescribed at 227.7009-2(a), insert
the following clause in patent releases,
license agreements, and assignments:

RELEASE OF PAST INFRINGEMENT (AUG 1984)

The Contractor hereby releases each and
every claim and demand which he now has or
may hereafter have against the Government
for the manufacture or use by or for the Gov-
ernment prior to the effective date of this
contract, of any inventions covered by (i)
any of the patents and applications for pat-
ent identified in this contract, and (ii) any
other patent or application for patent owned
or hereafter acquired by him, insofar as and
only to the extent that such other patent or
patent application covers the manufacture,
use, or disposition of (description of subject
matter).*

(End of clause)
252.227-7002

ments.

As prescribed at 227.7009-2(b), insert
the following clause in patent releases,
license agreements, and assignments:

Readjustment of pay-

READJUSTMENT OF PAYMENTS (OCT 1966)

(a) If any license, under substantially the
same patents and authorizing substantially
the same acts which are authorized under
this contract, has been or shall hereafter be
granted within the United States, on royalty
terms which are more favorable to the li-
censee than those contained herein, the Gov-

*Bracketed portions of the clause may be
omitted when not appropriate or not encom-
passed by the release as negotiated.
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ernment shall be entitled to the benefit of
such more favorable terms with respect to
all royalties accruing under this contract
after the date such more favorable terms be-
come effective, and the Contractor shall
promptly notify the Secretary in writing of
the granting of such more favorable terms.

(b) In the event any claim of any patent
hereby licensed is construed or held invalid
by decision of a court of competent jurisdic-
tion, the requirement to pay royalties under
this contract insofar as its arises solely by
reason of such claim, and any other claim
not materially different therefrom, shall be
interpreted in conformity with the court’s
decision as to the scope of validity of such
claims; Provided, however, that in the event
such decision is modified or reversed on ap-
peal, the requirement to pay royalties under
this contract shall be interpreted in con-
formity with the final decision rendered on
such appeal.

(End of clause)

252.227-7003 Termination.

As prescribed at 227.7009-2(c), insert
the following clause in patent releases,
license agreements, and assignments:

TERMINATION (AUG 1984)

Notwithstanding any other provision of
this contract, the Government shall have the
right to terminate the within license, in
whole or in part, by giving the Contractor
not less than thirty (30) days notice in writ-
ing of the date such termination is to be ef-
fective; provided, however, that such termi-
nation shall not affect the obligation of the
Government to pay royalties which have ac-
crued prior to the effective date of such ter-
mination.

(End of clause)

252.227-7004 License grant.

As prescribed at 227.7009-3(a), insert
the following clause in patent releases,
license agreements, and assignments:

LICENSE GRANT (AUG 1984)

(a) The Contractor hereby grants to the
Government an irrevocable, nonexclusive,
nontransferable, and paid up license under
the following patents, applications for pat-
ent, and any patents granted on such appli-
cations, and under any patents which may
issue as the result of any reissue, division or
continuation thereof, to practice by or cause
to be practiced for the Government through-
out the world, any and all of the inventions
thereunder, in the manufacture and use of
any article or material, in the use of any
method or process, and in the disposition of
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any article or material in accordance with
law:
U.S. Patent No.

Date

Application Serial No.

Filing Date

together with corresponding foreign patents
and foreign applications for patents, insofar
as the Contractor has the right to grant li-
censes thereunder without incurring an obli-
gation to pay royalties or other compensa-
tion to others solely on account of such
grant.

(b) No rights are granted or implied by the
agreement under any other patents other
than as provided above or by operation of
law.

(c) Nothing contained herein shall limit
any rights which the Government may have
obtained by virtue of prior contracts or by
operation of law or otherwise.

(End of clause)

252.227-7005 License term.

As prescribed at 227.7009-3(b), insert
one of the following clauses in patent
releases, license agreements, and as-
signments:

LICENSE TERM (OCT 2001)

Alternate | (AUG 1984). The license hereby
granted shall remain in full force and effect
for the full term of each of the patents re-
ferred to in the ‘“‘License Grant” clause of
this contract and any and all patents here-
after issued on applications for patent re-
ferred to in such ““License Grant’’ clause.

Alternate Il (OCT 2001). The license hereby
granted shall terminate on the day
of s ; Provided, however, that
said termination shall be without prejudice
to the completion of any contract entered
into by the Government prior to said date of
termination or to the use or disposition
thereafter of any articles or materials manu-
factured by or for the Government under this
license.

[56 FR 36479, July 31, 1991, as amended at 66
FR 49861, Oct. 1, 2001]

252.227-7006 License
royalty.
As prescribed at 227.7009-4(a), insert
the following clause in patent releases,
license agreements, and assignments:

grant—running

LICENSE GRANT—RUNNING ROYALTY (AUG
1984)

(a) The Contractor hereby grants to the
Government, as represented by the Secretary
of , an irrevocable, nonexclusive,
nontransferable license under the following
patents, applications for patent, and any

252.227-7008

patents granted on such applications, and
under any patents which may issue as the re-
sult of any reissue, division, or continuation
thereunder to practice by or cause to be
practiced for the Department of s
throughout the world, any and all of the in-
ventions thereunder in the manufacture and
use of any article or material, in the use of
any method or process, and in the disposi-
tion of any article or material in accordance
with law:

U.S. Patent No.

Date

Application Serial No.

Filing Date

together with corresponding foreign patents
and foreign applications for patent, insofar
as the Contractor has the right to grant li-
censes thereunder without incurring an obli-
gation to pay royalties or other compensa-
tion to others solely on account of such
grant.

(b) No rights are granted or implied by the
agreement under any other patents other
than as provided above or by operation of
law.

(c) Nothing contained herein shall limit
any rights which the Government may have
obtained by virtue of prior contracts or by
operation of law or otherwise.

(End of clause)

252.227-7007 License
royalty.
As prescribed at 227.7009-4(b), insert
the following clause in patent releases,
license agreements, and assignments:

term—running

LICENSE TERM—RUNNING ROYALTY (AUG 1984)

The license hereby granted shall remain in
full force and effect for the full term of each
of the patents referred to in the ‘‘License
Grant’ clause of this contract and any and
all patents hereafter issued on applications
for patent referred to above unless sooner
terminated as elsewhere herein provided.

(End of clause)

252.227-7008 Computation of royalties.

As prescribed at 227.7009-4(c), insert
the following clause in patent releases,
license agreements, and assignments:

COMPUTATION OF ROYALTIES (AUG 1984)

Subject to the conditions hereinafter stat-
ed, royalties shall accrue to the Contractor
under this agreement on all articles or mate-
rials embodying, or manufactured by the use
of, any or all inventions claimed under any
unexpired United States patent licensed
herein, upon acceptance thereof by the De-
partment of ) , at the rate of

percent of the net selling price of
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