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(d) The Contractor shall furnish to the
Contracting Officer, annually upon request,
a statement of royalties paid or required to
be paid in connection with performing this
Contract and subcontracts hereunder.

(e) For royalty payments under licenses
entered into after the effective date of this
Contract, costs incurred for royalties pro-
posed under this paragraph shall be allow-
able only to the extent that such royalties
are approved by the Contracting Officer.If
the Contracting Officer determines that ex-
isting or proposed royalty payments are in-
appropriate, any payments subsequent to
such determination shall be allowable only
to the extent approved by the Contracting
Officer.

(f) Regardless of prior DOE approval of any
individual payments or royalties, DOE may
contest at any time the enforceability, valid-
ity, scope of, or title to a patent for which
the Contractor makes a royalty or other
payment.

(g) If at any time within 3 years after final
payment under this contract, the Contractor
for any reason is relieved in whole or in part
from the payment of any royalties to which
this clause applies, the Contractor shall
promptly notify the Contracting Officer of
that fact and shall promptly reimburse the
Government for any refunds received or roy-
alties paid after having received notice of
such relief.

(h) The Contractor agrees to include, and
require inclusion of, this clause, including
this paragraph (h), suitably modified to iden-
tify the parties in any subcontract at any
tier in which the amount of royalties re-
ported during negotiation of the subcontract
exceeds $250.

(End of clause)

[656 FR 81009, Dec. 22, 2000, as amended at 67
FR 48570, July 25, 2002]

970.5227-9 Notice of right to request
patent waiver.

Insert the following provision in so-
licitations in accordance with 970.2704—
6:

NOTICE OF RIGHT TO REQUEST PATENT WAIVER
(DEC 2000)

Offerors have the right to request a waiver
of all or any part of the rights of the United
States in inventions conceived or first actu-
ally reduced to practice in performance of
the contract, in advance of or within 30 days
after the effective date of contracting. If
such advance waiver is not requested or the
request is denied, the Contractor has a con-
tinuing right under the contract to request a
waiver of the rights of the Government in
identified inventions, i.e., individual inven-
tions conceived or first actually reduced to
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practice in performance of the contract. Con-
tractors that are domestic small businesses
and domestic nonprofit organizations may
not need a waiver and will have included in
their contracts a patent clause reflecting
their right to elect title to subject inven-
tions pursuant to the Bayh-Dole Act (35
U.S.C. 200 et seq.).

(End of provision)

970.5227-10 Patent rights—manage-
ment and operating contracts, non-
profit organization or small busi-
ness firm contractor.

As prescribed in 970.2703-1(b)(2), in-
sert the following clause:

PATENT RIGHTS-MANAGEMENT AND OPERATING
CONTRACTS, NONPROFIT ORGANIZATION OR
SMALL BUSINESS FIRM CONTRACTOR (DEC
2000)

(a) Definitions.

(1) DOE licensing regulations means the De-
partment of Energy patent licensing regula-
tions at 10 CFR Part 781.

(2) Exceptional circumstance subject invention
means any subject invention in a technical
field or related to a task determined by the
Department of Energy to be subject to an ex-
ceptional circumstance under 35 U.S.C.
202(a)(ii) and in accordance with 37 CFR
401.3(e).

(3) Invention means any invention or dis-
covery which is or may be patentable or oth-
erwise protectable under Title 35 of the
United States Code, or any novel variety of
plant which is or may be protected under the
Plant Variety Protection Act (7 U.S.C. 2321 et
seq.).

(4) Made when used in relation to any in-
vention means the conception or first actual
reduction to practice of such invention.

(5) Nonprofit organization means a univer-
sity or other institution of higher education
or an organization of the type described in
section 501(c)(3) of the Internal Revenue Code
of 1954 (26 U.S.C. 501(c)) and exempt from tax-
ation under section 501(a) of the Internal
Revenue Code (26 U.S.C. 501(a)) or any non-
profit scientific or educational organization
qualified under a state nonprofit organiza-
tion statute.

(6) Patent Counsel means the Department of
Energy (DOE) Patent Counsel assisting the
DOE contracting activity.

(7) Practical application means to manufac-
ture, in the case of a composition or product;
to practice, in the case of a process or meth-
od; or to operate, in the case of a machine or
system; and, in each case, under such condi-
tions as to establish that the invention is
being utilized and that its benefits are, to
the extent permitted by law or Government
regulations, available to the public on rea-
sonable terms.
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(8) Small business firm means a small busi-
ness concern as defined at section 2 of Pub.
L. 85-536 (15 U.S.C. 632) and implementing
regulations of the Administrator of the
Small Business Administration. For the pur-
pose of this clause, the size standards for
small business concerns involved in Govern-
ment procurement and subcontracting at 13
CFR 121.3-8 and 13 CFR 121.3-12, respectively,
are used.

(9) Subject Invention means any invention
of the contractor conceived or first actually
reduced to practice in the performance of
work under this contract, provided that in
the case of a variety of plant, the date of de-
termination (as defined in section 41(d) of
the Plant Variety Protection Act, 7 U.S.C.
2401(d)) shall also occur during the period of
contract performance.

(b) Allocation of Principal Rights.

(1) Retention of title by the Contractor. Ex-
cept for exceptional circumstance subject in-
ventions, the contractor may retain the en-
tire right, title, and interest throughout the
world to each subject invention subject to
the provisions of this clause and 35 U.S.C.
203. With respect to any subject invention in
which the Contractor retains title, the Fed-
eral government shall have a nonexclusive,
nontransferable, irrevocable, paid-up license
to practice or have practiced for or on behalf
of the United States the subject invention
throughout the world.

(2) Ezxceptional circumstance subject inven-
tions. Except to the extent that rights are re-
tained by the Contractor in a determination
of exceptional circumstances or granted to a
contractor through a determination of great-
er rights in accordance with subparagraph
(b)(4) of this clause, the Contractor does not
have a right to retain title to any excep-
tional circumstance subject inventions and
agrees to assign to the Government the en-
tire right, title, and interest, throughout the
world, in and to any exceptional cir-
cumstance subject inventions.

(i) Inventions within or relating to the fol-
lowing fields of technology are exceptional
circumstance subject inventions:

(A) uranium enrichment technology;

(B) storage and disposal of civilian high-
level nuclear waste and spent fuel tech-
nology; and

(C) national security technologies classi-
fied or sensitive under Section 148 of the
Atomic Energy Act (42 U.S.C. 2168).

(ii) Inventions made under any agreement,
contract or subcontract related to the fol-
lowing are exceptional circumstance subject
inventions:

(A) DOE Steel Initiative and Metals Initia-
tive;

(B) U.S. Advanced Battery Consortium;
and

(C) any funding agreement which is funded
in part by the Electric Power Research Insti-
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tute (EPRI) or the Gas Research Institute
(GRD).

(iii) DOE reserves the right to unilaterally
amend this contract to modify, by deletion
or insertion, technical fields, tasks, or other
classifications for the purpose of deter-
mining DOE exceptional circumstance sub-
ject inventions.

(3) Treaties and international agreements.
Any rights acquired by the Contractor in
subject inventions are subject to any disposi-
tion of right, title, or interest in or to sub-
ject inventions provided for in treaties or
international agreements identified at Ap-
pendix [Insert Reference] to this contract.
DOE reserves the right to unilaterally
amend this contract to identify specific trea-
ties or international agreements entered
into or to be entered into by the Government
after the effective date of this contract and
to effectuate those license or other rights
which are necessary for the Government to
meet its obligations to foreign governments,
their nationals and international organiza-
tions under such treaties or international
agreements with respect to subject inven-
tions made after the date of the amendment.

(4) Contractor request for greater rights in ex-
ceptional circumstance subject inventions. The
Contractor may request rights greater than
allowed by the exceptional circumstance de-
termination in an exceptional circumstance
subject invention by submitting such a re-
quest in writing to Patent Counsel at the
time the exceptional circumstance subject
invention is disclosed to DOE or within eight
(8) months after conception or first actual
reduction to practice of the exceptional cir-
cumstance subject invention, whichever oc-
curs first, unless a longer period is author-
ized in writing by the Patent Counsel for
good cause shown in writing by the Con-
tractor. DOE may, in its discretion, grant or
refuse to grant such a request by the Con-
tractor.

(5) Contractor employee-inventor rights. If
the Contractor does not elect to retain title
to a subject invention or does not request
greater rights in an exceptional cir-
cumstance subject invention, a Contractor
employee-inventor, after consultation with
the Contractor and with written authoriza-
tion from the Contractor in accordance with
10 CFR 784.9(b)(4), may request greater
rights, including title, in the subject inven-
tion or the exceptional circumstance inven-
tion from DOE, and DOE may, in its discre-
tion, grant or refuse to grant such a request
by the Contractor employee-inventor.

(6) Government assignment of rights in Gov-
ernment employees’ subject inventions. If a
Government employee is a joint inventor of
a subject invention or of an exceptional cir-
cumstance subject invention to which the
Contractor has rights, the Government may
assign or refuse to assign to the Contractor
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any rights in the subject invention or excep-
tional circumstance subject invention ac-
quired by the Government from the Govern-
ment employee, in accordance with 48 CFR
27.304-1(d). The rights assigned to the Con-
tractor are subject to any provision of this
clause that is applicable to subject inven-
tions in which the Contractor retains title,
including reservation by the Government of
a nonexclusive, nontransferable, irrevocable,
paid-up license, except that the Contractor
shall file its initial patent application claim-
ing the subject invention or exceptional cir-
cumstance invention within one (1) year
after the assignment of such rights. The Con-
tractor shall share royalties collected for the
manufacture, use or sale of the subject in-
vention with the Government employee.

(c) Subject Invention Disclosure, Election
of Title and Filing of Patent Application by
Contractor.

(1) Subject invention disclosure. The con-
tractor will disclose each subject invention
to the Patent Counsel within two months
after the inventor discloses it in writing to
contractor personnel responsible for patent
matters. The disclosure to the agency shall
be in the form of a written report and shall
identify the contract under which the inven-
tion was made and the inventor(s) and all
sources of funding by B&R code for the in-
vention. It shall be sufficiently complete in
technical detail to convey a clear under-
standing to the extent known at the time of
the disclosure, of the nature, purpose, oper-
ation, and the physical, chemical, biological
or electrical characteristics of the invention.
The disclosure shall also identify any publi-
cation, on sale or public use of the invention
and whether a manuscript describing the in-
vention has been submitted for publication
and, if so, whether it has been accepted for
publication at the time of disclosure. The
disclosure shall include a written statement
as to whether the invention falls within an
exceptional circumstance field. DOE will
make a determination and advise the Con-
tractor within 30 days of receipt of an inven-
tion disclosure as to whether the invention
is an exceptional circumstance subject in-
vention. In addition, after disclosure to the
Patent Counsel, the Contractor will prompt-
1y notify the agency of the acceptance of any
manuscript describing the invention for pub-
lication or of any on sale or public use
planned by the contractor. The Contractor
shall obtain approval from Patent Counsel
prior to any release or publication of infor-
mation concerning any nonelectable subject
invention such as an exceptional cir-
cumstance subject invention or any subject
invention related to a treaty or inter-
national agreement.

(2) Election by the Contractor. Except as pro-
vided in paragraph (b)(2) of this clause, the
Contractor will elect in writing whether or
not to retain title to any such invention by
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notifying the Federal agency within two
years of disclosure to the Federal agency.
However, in any case where publication, on
sale or public use has initiated the one year
statutory period wherein valid patent pro-
tection can still be obtained in the United
States, the period for election of title may
be shortened by the agency to a date that is
no more than 60 days prior to the end of the
statutory period.

(8) Filing of patent applications by the Con-
tractor. The Contractor will file its initial
patent application on a subject invention to
which it elects to retain title within one
year after election of title or, if earlier, or
prior to the end of any l-year statutory pe-
riod wherein valid patent protection can be
obtained in the United States after a publi-
cation, on sale, or public use. The Contractor
will file patent applications in additional
countries or international patent offices
within either ten months of the cor-
responding initial patent application or six
months from the date permission is granted
by the Commissioner of Patents and Trade-
marks to file foreign patent applications
where such filing has been prohibited by a
Secrecy Order.

(4) Contractor’s request for an extension of
time. Requests for an extension of the time
for disclosure, election, and filing under sub-
paragraphs (c)(1), (2) and (3) may, at the dis-
cretion of Patent Counsel, be granted.

(5) Publication Approval. During the course
of the work under this contract, the Con-
tractor or its employees may desire to re-
lease or publish information regarding sci-
entific or technical developments conceived
or first actually reduced to practice in the
course of or under this contract. In order
that public disclosure of such information
will not adversely affect the patent interest
of DOE or the Contractor, approval for re-
lease or publication shall be secured from
the Contractor personnel responsible for pat-
ent matters prior to any such release or pub-
lication. Where DOE’s approval of publica-
tion is requested, DOE’s response to such re-
quests for approval shall normally be pro-
vided within 90 days except in circumstances
in which a domestic patent application must
be filed in order to protect foreign rights. In
the case involving foreign patent rights,
DOE shall be granted an additional 180 days
with which to respond to the request for ap-
proval, unless extended by mutual agree-
ment.

(d) Conditions When the Government May
Obtain Title.

The Contractor will convey to the DOE,
upon written request, title to any subject in-
vention—

(1) If the Contractor fails to disclose or
elect title to the subject invention within
the times specified in paragraph (c) of this
clause, or elects not to retain title; provided,
that DOE may only request title within
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sixty (60) days after learning of the failure of
the Contractor to disclose or to elect within
the specified times.

(2) In those countries in which the Con-
tractor fails to file a patent application
within the times specified in subparagraph
(c) of this clause; provided, however, that if
the Contractor has filed a patent application
in a country after the times specified in sub-
paragraph (c) above, but prior to its receipt
of the written request of the DOE, the Con-
tractor shall continue to retain title in that
country.

(3) In any country in which the Contractor
decides not to continue the prosecution of
any application for, to pay the maintenance
fees on, or defend in a reexamination or op-
position proceeding on, a patent on a subject
invention.

(4) If the Contractor requests that DOE ac-
quire title or rights from the Contractor in a
subject invention to which the Contractor
had initially retained title or rights, or in an
exceptional circumstance subject invention
to which the Contractor was granted greater
rights, DOE may acquire such title or rights
from the Contractor, or DOE may decide
against acquiring such title or rights from
the Contractor, at DOE’s sole discretion.

(e) Minimum Rights of the Contractor and
Protection of the Contractor’s Right to File.

(1) Request for a Contractor license. The Con-
tractor may request the right to reserve a
revocable, nonexclusive, royalty-free license
throughout the world in each subject inven-
tion to which the Government obtains title,
except if the Contractor fails to disclose the
invention within the times specified in para-
graph (c¢) of this clause. DOE may grant or
refuse to grant such a request by the Con-
tractor. When DOE approves such reserva-
tion, the Contractor’s license will normally
extend to its domestic subsidiaries and affili-
ates, if any, within the corporate structure
of which the Contractor is a party and in-
cludes the right to grant sublicenses of the
same scope to the extent the Contractor was
legally obligated to do so at the time the
contract was awarded. The license is trans-
ferable only with the approval of DOE, ex-
cept when transferred to the successor of
that part of the contractor’s business to
which the invention pertains.

(2) Revocation or modification of a Contractor
license. The Contractor’s domestic license
may be revoked or modified by DOE to the
extent necessary to achieve expeditious
practical application of the subject inven-
tion pursuant to an application for an exclu-
sive license submitted in accordance with
applicable provisions at 37 CFR Part 404 and
DOE licensing regulations at 10 CFR Part
781. This license will not be revoked in the
field of use or the geographical areas in
which the Contractor has achieved practical
application and continues to make the bene-
fits of the subject invention reasonably ac-
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cessible to the public. The license in any for-
eign country may be revoked or modified at
the discretion of DOE to the extent the Con-
tractor, its licensees, or the domestic sub-
sidiaries or affiliates have failed to achieve
practical application of the subject inven-
tion in that foreign country.

(3) Notice of revocation of modification of a
Contractor license. Before revocation or modi-
fication of the license, DOE will furnish the
Contractor a written notice of its intention
to revoke or modify the license, and the Con-
tractor will be allowed thirty days (or such
other time as may be authorized by DOE for
good cause shown by the Contractor) after
the notice to show cause why the license
should not be revoked or modified. The Con-
tractor has the right to appeal, in accord-
ance with applicable regulations in 37 CFR
part 404 and DOE licensing regulations at 10
CFR part 781 concerning the licensing of
Government owned inventions, any decision
concerning the revocation or modification of
the license.

(f) Contractor Action to Protect the Gov-
ernment’s Interest.

(1) Ezecution of delivery of title or license in-
struments. The Contractor agrees to execute
or to have executed, and promptly deliver to
the Patent Counsel all instruments nec-
essary to accomplish the following actions:

(i) establish or confirm the rights the Gov-
ernment has throughout the world in those
subject inventions to which the Contractor
elects to retain title, and

(ii) convey title to DOE when requested
under subparagraphs (b) or paragraph (d) of
this clause and to enable the Government to
obtain patent protection throughout the
world in that subject invention.

(2) Contractor employee agreements. The Con-
tractor agrees to require, by written agree-
ment, its employees, other than clerical and
nontechnical employees, to disclose prompt-
ly in writing to Contractor personnel identi-
fied as responsible for the administration of
patent matters and in a format suggested by
the Contractor, each subject invention made
under this contract in order that the Con-
tractor can comply with the disclosure pro-
visions of paragraph (c¢) of this clause, and to
execute all papers necessary to file patent
applications on subject inventions and to es-
tablish the Government’s rights in the sub-
ject inventions. This disclosure format
should require, as a minimum, the informa-
tion required by subparagraph (c)(1) of this
clause. The Contractor shall instruct such
employees, through employee agreements or
other suitable educational programs, on the
importance of reporting inventions in suffi-
cient time to permit the filing of patent ap-
plications prior to U.S. or foreign statutory
bars.

(3) Notification of discontinuation of patent
protection. The contractor will notify the
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Patent Counsel of any decision not to con-
tinue the prosecution of a patent applica-
tion, pay maintenance fees, or defend in a re-
examination or opposition proceeding on a
patent, in any country, not less than thirty
days before the expiration of the response pe-
riod required by the relevant patent office.

(4) Notification of Government rights. The
contractor agrees to include, within the
specification of any United States patent ap-
plications and any patent issuing thereon
covering a subject invention, the following
statement, ‘“This invention was made with
government support under (identify the con-
tract) awarded by (identify the Federal agen-
cy). The government has certain rights in
the invention.”

(5) Invention Identification Procedures. The
Contractor shall establish and maintain ac-
tive and effective procedures to ensure that
subject inventions are promptly identified
and timely disclosed and shall submit a writ-
ten description of such procedures to the
Contracting Officer so that the Contracting
Officer may evaluate and determine their ef-
fectiveness.

(6) Invention Filing Documentation. If the
Contractor files a domestic or foreign patent
application claiming a subject invention, the
Contractor shall promptly submit to Patent
Counsel, upon request, the following infor-
mation and documents:

(i) the filing date, serial number, title, and
a copy of the patent application (including
an English-language version if filed in a lan-
guage other than English);

(ii) an executed and approved instrument
fully confirmatory of all Government rights
in the subject invention; and

(iii) the patent number, issue date, and a
copy of any issued patent claiming the sub-
ject invention.

(7T) Duplication and disclosure of documents.
The Government may duplicate and disclose
subject invention disclosures and all other
reports and papers furnished or required to
be furnished pursuant to this clause; pro-
vided, however, that any such duplication or
disclosure by the Government is subject to
the confidentiality provision at 35 U.S.C. 205
and 37 CFR Part 40.

(g) Subcontracts.

(1) Subcontractor subject inventions. The
Contractor shall not obtain rights in the
subcontractor’s subject inventions as part of
the consideration for awarding a sub-
contract.

(2) Inclusion of patent rights clause—non-
profit organization or small business firm sub-
contractors. Unless otherwise authorized or
directed by the Contracting Officer, the Con-
tractor shall include the patent rights clause
at 48 CFR 952.227-11, suitably modified to
identify the parties, in all subcontracts, at
any tier, for experimental, developmental,
demonstration or research work to be per-
formed by a small business firm or domestic
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nonprofit organization, except subcontracts
which are subject to exceptional -cir-
cumstances in accordance with 35 U.S.C. 202
and subparagraph (b)(2) of this clause. The
subcontractor retains all rights provided for
the contractor in the patent rights clause at
48 CFR 952.227-11.

(3) Inclusion of patent rights clause—sub-
contractors other than non-profit organizations
and small business firms. Except for the sub-
contracts described in subparagraph (g)(2) of
this clause, the Contractor shall include the
patent rights clause at 48 CFR 952.227-13,
suitably modified to identify the parties, in
any contract for experimental, develop-
mental, demonstration or research work. For
subcontracts subject to exceptional cir-
cumstances, the contractor must consult
with DOE patent counsel with respect to the
appropriate patent clause.

(4) DOE and subcontractor contract. With re-
spect to subcontracts at any tier, DOE, the
subcontractor, and the Contractor agree that
the mutual obligations of the parties created
by this clause constitute a contract between
the subcontractor and DOE with respect to
the matters covered by the clause; provided,
however, that nothing in this paragraph is
intended to confer any jurisdiction under the
Contract Disputes Act in connection with
proceedings under paragraph (j) of this
clause.

(5) Subcontractor refusal to accept terms of
patent clause. If a prospective subcontractor
refuses to accept the terms of a patent rights
clause, the Contractor shall promptly submit
a written notice to the Contracting Officer
stating the subcontractor’s reasons for such
a refusal, including any relevant information
for expediting disposition of the matter, and
the Contractor shall not proceed with the
subcontract without the written authoriza-
tion of the Contracting Officer.

(6) Notification of award of subcontract. Upon
the award of any subcontract at any tier
containing a patent rights clause, the Con-
tractor shall promptly notify the Con-
tracting Officer in writing and identify the
subcontractor, the applicable patent rights
clause, the work to be performed under the
subcontract, and the dates of award and esti-
mated completion. Upon request of the Con-
tracting Officer, the Contractor shall furnish
a copy of a subcontract.

(7) Identification of subcontractor subject in-
ventions. If the Contractor in the perform-
ance of this contract becomes aware of a sub-
ject invention made under a subcontract, the
Contractor shall promptly notify Patent
Counsel and identify the subject invention.

(h) Reporting on Utilization of Subject Inven-
tions. The Contractor agrees to submit to
DOE on request, periodic reports, no more
frequently than annually, on the utilization
of a subject invention or on efforts at obtain-
ing such utilization that are being made by
the Contractor or its licensees or assignees.
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Such reports shall include information re-
garding the status of development, date of
first commercial sale or use, gross royalties
received by the Contractor, and such other
data and information as DOE may reason-
ably specify. The Contractor also agrees to
provide additional reports as may be re-
quested by DOE in connection with any
march-in proceeding undertaken by DOE in
accordance with paragraph (j) of this clause.
As required by 35 U.S.C. 202(c)(b), DOE agrees
it will not disclose such information to per-
sons outside the Government without per-
mission of the Contractor.

(i) Preference for United States Industry.
Notwithstanding any other provision of this
clause, the Contractor agrees that neither it
nor any assignee will grant to any person the
exclusive right to use or sell any subject in-
vention in the United States unless such per-
son agrees that any product embodying the
subject invention or produced through the
use of the subject invention will be manufac-
tured substantially in the United States.
However, in individual cases, the require-
ment for such an agreement may be waived
by DOE upon a showing by the Contractor or
its assignee that reasonable but unsuccessful
efforts have been made to grant licenses on
similar terms to potential licensees that
would be likely to manufacture substantially
in the United States or that under the cir-
cumstances domestic manufacture is not
commercially feasible.

(j) March-in Rights. The Contractor agrees
that, with respect to any subject invention
in which it has acquired title, DOE has the
right in accordance with the procedures in 37
CFR 401.6 and any DOE supplemental regula-
tions to require the Contractor, an assignee
or exclusive licensee of a subject invention
to grant a nonexclusive, partially exclusive,
or exclusive license in any field of use to a
responsible applicant or applicants, upon
terms that are reasonable under the cir-
cumstances, and, if the Contractor, assignee
or exclusive licensee refuses such a request,
DOE has the right to grant such a license
itself if DOE determines that—

(1) Such action is necessary because the
Contractor or assignee has not taken, or is
not expected to take within a reasonable
time, effective steps to achieve practical ap-
plication of the subject invention in such
field of use;

(2) Such action is necessary to alleviate
health or safety needs which are not reason-
ably satisfied by the Contractor, assignee, or
their licensees;

(3) Such action is necessary to meet re-
quirements for public use specified by Fed-
eral regulations and such requirements are
not reasonably satisfied by the Contractor,
assignee, or licensees; or

(4) Such action is necessary because the
agreement required by paragraph (i) of this
clause has not been obtained or waived, or
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because a licensee of the exclusive right to
use or sell any subject invention in the
United States is in breach of such agree-
ment.

(k) Special Provisions for Contracts With
Nonprofit Organizations. If the Contractor is a
nonprofit organization, it agrees that—

(1) DOE approval of assignment of rights.
Rights to a subject invention in the United
States may not be assigned by the Con-
tractor without the approval of DOE, except
where such assignment is made to an organi-
zation which has as one of its primary func-
tions the management of inventions; pro-
vided, that such assignee will be subject to
the same provisions of this clause as the
Contractor.

(2) Small business firm licensees. It will make
efforts that are reasonable under the cir-
cumstances to attract licensees of subject in-
ventions that are small business firms, and
that it will give a preference to a small busi-
ness firm when licensing a subject invention
if the Contractor determines that the small
business firm has a plan or proposal for mar-
keting the invention which, if executed, is
equally as likely to bring the invention to
practical application as any plans or pro-
posals from applicants that are not small
business firms; provided, that the Contractor
is also satisfied that the small business firm
has the capability and resources to carry out
its plan or proposal. The decision whether to
give a preference in any specific case will be
at the discretion of the Contractor. However,
the Contractor agrees that the Secretary of
Commerce may review the Contractor’s li-
censing program and decisions regarding
small business firm applicants, and the Con-
tractor will negotiate changes to its licens-
ing policies, procedures, or practices with
the Secretary of Commerce when that Sec-
retary’s review discloses that the Contractor
could take reasonable steps to more effec-
tively implement the requirements of this
subparagraph (k)(2).

(3) Contractor licensing of subject inventions.
To the extent that it provides the most effec-
tive technology transfer, licensing of subject
inventions shall be administered by Con-
tractor employees on location at the facil-
ity.

(1) Communications. The Contractor shall
direct any notification, disclosure or request
provided for in this clause to the Patent
Counsel assisting the DOE contracting activ-
ity.

(m) Reports.

(1) Interim reports. Upon DOE’s request, the
Contractor shall submit to DOE, no more
frequently than annually, a list of subject in-
ventions disclosed to DOE during a specified
period, or a statement that no subject inven-
tions were made during the specified period;
and a list of subcontracts containing a pat-
ent clause and awarded by the Contractor
during a specified period, or a statement
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that no such subcontracts were awarded dur-
ing the specified period.

(2) Final reports. Upon DOE’s request, the
Contractor shall submit to DOE, prior to
closeout of the contract, a list of all subject
inventions disclosed during the performance
period of the contract, or a statement that
no subject inventions were made during the
contract performance period; and a list of all
subcontracts containing a patent clause and
awarded by the Contractor during the con-
tract performance period, or a statement
that no such subcontracts were awarded dur-
ing the contract performance period.

(n) Examination of Records Relating to Sub-
ject Inventions—(1) Contractor compliance.
Until the expiration of three (3) years after
final payment under this contract, the Con-
tracting Officer or any authorized represent-
ative may examine any books (including lab-
oratory notebooks), records, documents, and
other supporting data of the Contractor,
which the Contracting Officer or authorized
representative deems reasonably pertinent
to the discovery or identification of subject
inventions, including exceptional cir-
cumstance subject inventions, or to deter-
mine Contractor compliance with any re-
quirement of this clause.

(2) Unreported inventions. If the Contracting
Officer is aware of an invention that is not
disclosed by the Contractor to DOE, and the
Contracting Officer believes the unreported
invention may be a subject invention, in-
cluding exceptional circumstance subject in-
ventions, DOE may require the Contractor to
submit to DOE a disclosure of the invention
for a determination of ownership rights.

(3) Confidentiality. Any examination of
records under this paragraph is subject to
appropriate conditions to protect the con-
fidentiality of the information involved.

(4) Power of inspection. With respect to a
subject invention for which the Contractor
has responsibility for patent prosecution, the
Contractor shall furnish the Government,
upon request by DOE, an irrevocable power
to inspect and make copies of a prosecution
file for any patent application claiming the
subject invention.

(o) Facilities License. In addition to the
rights of the parties with respect to inven-
tions or discoveries conceived or first actu-
ally reduced to practice in the course of or
under this contract, the Contractor agrees to
and does hereby grant to the Government an
irrevocable, nonexclusive, paid-up license in
and to any inventions or discoveries regard-
less of when conceived or actually reduced to
practice or acquired by the Contractor at
any time through completion of this con-
tract and which are incorporated or em-
bodied in the construction of the facility or
which are utilized in the operation of the fa-
cility or which cover articles, materials, or
product manufactured at the facility (1) to
practice or have practiced by or for the Gov-
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ernment at the facility, and (2) to transfer
such license with the transfer of that facil-
ity. Notwithstanding the acceptance or exer-
cise by the Government of these rights, the
Government may contest at any time the en-
forceability, validity or scope of, or title to,
any rights or patents herein licensed.

(p) Atomic Energy.

(1) Pecuniary awards. No claim for pecu-
niary award of compensation under the pro-
visions of the Atomic Energy Act of 1954, as
amended, may be asserted with respect to
any invention or discovery made or con-
ceived in the course of or under this con-
tract.

(2) Patent agreements. Except as otherwise
authorized in writing by the Contracting Of-
ficer, the Contractor shall obtain patent
agreements to effectuate the provisions of
subparagraph (p)(1) of this clause from all
persons who perform any part of the work
under this contract, except nontechnical per-
sonnel, such as clerical employees and man-
ual laborers.

(q) Classified Inventions—(1) Approval for fil-
ing a foreign patent application. The Con-
tractor shall not file or cause to be filed an
application or registration for a patent dis-
closing a subject invention related to classi-
fied subject matter in any country other
than the United States without first obtain-
ing the written approval of the Contracting
Officer.

(2) Transmission of classified subject matter.
If in accordance with this clause the Con-
tractor files a patent application in the
United States disclosing a subject invention
that is classified for reasons of security, the
Contractor shall observe all applicable secu-
rity regulations covering the transmission of
classified subject matter. If the Contractor
transmits a patent application disclosing a
classified subject invention to the United
States Patent and Trademark Office
(USPTO), the Contractor shall submit a sep-
arate letter to the USPTO identifying the
contract or contracts by agency and agree-
ment number that require security classi-
fication markings to be placed on the patent
application.

(3) Inclusion of clause in subcontracts. The
Contractor agrees to include the substance
of this clause in subcontracts at any tier
that cover or are likely to cover subject mat-
ter classified for reasons of security.

(r) Patent Functions. Upon the written re-
quest of the Contracting Officer or Patent
Counsel, the Contractor agrees to make rea-
sonable efforts to support DOE in accom-
plishing patent-related functions for work
arising out of the contract, including, but
not limited to, the prosecution of patent ap-
plications, and the determination of ques-
tions of novelty, patentability, and
inventorship.
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(s) Educational Awards Subject to 35 U.S.C.
212. The Contractor shall notify the Con-
tracting Officer prior to the placement of
any person subject to 35 U.S.C. 212 in an area
of technology or task (1) related to excep-
tional circumstance technology or (2) which
is subject to treaties or international agree-
ments as set forth in paragraph (b)(3) of this
clause or agreements other than funding
agreements. The Contracting Officer may
disapprove of any such placement.

(t) Annual Appraisal by Patent Counsel. Pat-
ent Counsel may conduct an annual ap-
praisal to evaluate the Contractor’s effec-
tiveness in identifying and protecting sub-
ject inventions in accordance with DOE pol-
icy.

(End of clause)

Alternate 1 Weapons Related Subject
Inventions. As prescribed at 970.2703-
2(g), insert the following as subpara-
graphs (a)(10) and (b)(7), respectively:

(a) Definitions. (10) Weapons Related Sub-
ject Invention means any subject invention
conceived or first actually reduced to prac-
tice in the course of or under work funded by
or through defense programs , including De-
partment of Defense and intelligence reim-
bursable work, or the Naval Nuclear Propul-
sion Program of the Department of Energy
or the National Nuclear Security Adminis-
tration.

(b) Allocation of Principal Rights. (7) Weap-
ons related subject inventions. Except to the
extent that DOE is solely satisfied that the
Contractor meets certain procedural require-
ments and DOE grants rights to the Con-
tractor in weapons related subject inven-
tions, the Contractor does not have the right
to retain title to any weapons related sub-
ject inventions.

(End of alternate)

[66 FR 81009, Dec. 22, 2000, as amended at 67
FR 48571, July 25, 2002]

970.5227-11 Patent rights—manage-
ment and operating contracts, for-
profit contractor, non-technology
transfer.

Insert the following clause in solici-
tations and contracts in accordance
with 970.2703-1(b)(4):

PATENT RIGHTS—MANAGEMENT AND OPER-
ATING CONTRACTS, FOR-PROFIT CONTRACTOR,
NON-TECHNOLOGY TRANSFER (DEC 2000)

(a) Definitions. (1) DOE licensing regulations
means the Department of Energy patent li-
censing regulations at 10 CFR Part 781.

48 CFR Ch. 9 (10-1-06 Edition)

(2) DOE patent waiver regulations means the
Department of Energy patent waiver regula-
tions at 10 CFR Part 784.

(3) Invention means any invention or dis-
covery which is or may be patentable or oth-
erwise protectable under title 35 of the
United States Code, or any novel variety of
plant which is or may be protected under the
Plant Variety Protection Act (7 U.S.C. 2321,
et seq.).

(4) Made when used in relation to any in-
vention means the conception or first actual
reduction to practice of such invention.

(5) Patent Counsel means DOE Patent Coun-
sel assisting the contracting activity.

(6) Practical application means to manufac-
ture, in the case of a composition or product;
to practice, in the case of a process or meth-
od; or to operate, in the case of a machine or
system; and, in each case, under such condi-
tions as to establish that the invention is
being utilized and that its benefits are, to
the extent permitted by law or Government
regulations, available to the public on rea-
sonable terms.

(7T) Subject Invention means any invention
of the contractor conceived or first actually
reduced to practice in the course of or under
this contract, provided that in the case of a
variety of plant, the date of determination
(as defined in section 41(d) of the Plant Vari-
ety Protection Act, 7 U.S.C. 2401(d)) shall
also occur during the period of contract per-
formance.

(b) Allocation of Principal Rights—(1) Assign-
ment to the Government. Except to the extent
that rights are retained by the Contractor by
a determination of greater rights in accord-
ance with subparagraph (b)(2) of this clause
or by a request for foreign patent rights in
accordance with subparagraph (d)(2) of this
clause, the Contractor agrees to assign to
the Government the entire right, title, and
interest throughout the world in and to each
subject invention.

(2) Greater rights determinations. The Con-
tractor, or an Contractor employee-inventor
after consultation with the Contractor and
with the written authorization of the Con-
tractor in accordance with DOE patent waiv-
er regulations, may request greater rights,
including title, in an identified subject in-
vention than the nonexclusive license and
the foreign patent rights provided for in
paragraph (d) of this clause, in accordance
with the DOE patent waiver regulations.
Such a request shall be submitted in writing
to Patent Counsel with a copy to the Con-
tracting Officer at the time the subject in-
vention is first disclosed to DOE in accord-
ance with subparagraph (c)(2) of this clause,
or not later than eight (8) months after such
disclosure, unless a longer period is author-
ized in writing by the Contracting Officer for
good cause shown in writing by the Con-
tractor. DOE may grant or refuse to grant
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