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or copyright infringement based on the per-
formance of this contract of which the Con-
tractor has knowledge.

(b) If any person files a claim or suit
against the Government on account of any
alleged patent or copyright infringement
arising out of the performance of this con-
tract or out of the use of any supplies fur-
nished or work or services performed here-
under, the Contractor shall furnish to the
Government, when requested by the Con-
tracting Officer, all evidence and informa-
tion in possession of the Contractor per-
taining to such suit or claim. Except where
the Contractor has agreed to indemnify the
Government, the Contractor shall furnish
such evidence and information at the ex-
pense of the Government.

(c) The Contractor agrees to include, and
require inclusion of, this clause suitably
modified to identify the parties, in all sub-
contracts at any tier expected to exceed
$100,000.

(End of clause)

[656 FR 81009, Dec. 22, 2000, as amended at 67
FR 48570, July 25, 2002]

970.5227-6 Patent
contracts.

Insert the following clause in solici-
tations and contracts in accordance
with 970.2702-3:

indemnity—sub-

PATENT INDEMNITY—SUBCONTRACTS (DEC
2000)

Except as otherwise authorized by the Con-
tracting Officer, the Contractor shall obtain
indemnification of the Government and its
officers, agents, and employees against li-
ability, including costs, for infringement of
any United States patent (except a patent
issued upon an application that is now or
may hereafter be withheld from issue pursu-
ant to a secrecy order by the Government)
from Contractor’s subcontractors for any
contract work subcontracted in accordance
with FAR 48 CFR 52.227-3.

(End of clause)

970.5227-7 Royalty information.

Insert the following provision in so-
licitations in accordance with 970.2702—
4:

ROYALTY INFORMATION (DEC 2000)

(a) Cost or charges for royalties. If the re-
sponse to this solicitation contains costs or
charges for royalties totaling more than
$250, the following information shall be in-
cluded in the response relating to each sepa-
rate item of royalty or license fee:

(1) Name and address of licensor;

48 CFR Ch. 9 (10-1-06 Edition)

(2) Date of license agreement;

(3) Patent numbers, patent application se-
rial numbers, or other basis on which the
royalty is payable;

(4) Brief description, including any part or
model numbers of each contract item or
component on which the royalty is payable;

(5) Percentage or dollar rate of royalty per
unit;

(6) Unit price of contract item;

(7) Number of units; and

(8) Total dollar amount of royalties.

(b) Copies of current licenses. In addition,
if specifically requested by the Contracting
Officer before execution of the contract, the
offeror shall furnish a copy of the current li-
cense agreement and an identification of ap-
plicable claims of specific patents or other
basis upon which the royalty may be pay-
able.

(End of provision)

970.5227-8 Refund of royalties.

Insert the following clause in solici-
tations and contracts in accordance
with 970.2702—4:

REFUND OF ROYALTIES (AUG 2002)

(a) During performance of this Contract, if
any royalties are proposed to be charged to
the Government as costs under this Con-
tract, the Contractor agrees to submit for
approval of the Contracting Officer, prior to
the execution of any license, the following
information relating to each separate item
of royalty:

(1) Name and address of licensor;

(2) Patent numbers, patent application se-
rial numbers, or other basis on which the
royalty is payable;

(3) Brief description, including any part or
model numbers of each contract item or
component on which the royalty is payable;

(4) Percentage or dollar rate of royalty per
unit;

(5) Unit price of contract item;

(6) Number of units;

(7) Total dollar amount of royalties; and

(8) A copy of the proposed license agree-
ment.

(b) If specifically requested by the Con-
tracting Officer, the Contractor shall furnish
a copy of any license agreement entered into
prior to the effective date of this clause and
an identification of applicable claims of spe-
cific patents or other basis upon which roy-
alties are payable.

(c) The term ‘‘royalties” as used in this
clause refers to any costs or charges in the
nature of royalties, license fees, patent or li-
cense amortization costs, or the like, for the
use of or for rights in patents and patent ap-
plications that are used in the performance
of this contract or any subcontract here-
under.
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(d) The Contractor shall furnish to the
Contracting Officer, annually upon request,
a statement of royalties paid or required to
be paid in connection with performing this
Contract and subcontracts hereunder.

(e) For royalty payments under licenses
entered into after the effective date of this
Contract, costs incurred for royalties pro-
posed under this paragraph shall be allow-
able only to the extent that such royalties
are approved by the Contracting Officer.If
the Contracting Officer determines that ex-
isting or proposed royalty payments are in-
appropriate, any payments subsequent to
such determination shall be allowable only
to the extent approved by the Contracting
Officer.

(f) Regardless of prior DOE approval of any
individual payments or royalties, DOE may
contest at any time the enforceability, valid-
ity, scope of, or title to a patent for which
the Contractor makes a royalty or other
payment.

(g) If at any time within 3 years after final
payment under this contract, the Contractor
for any reason is relieved in whole or in part
from the payment of any royalties to which
this clause applies, the Contractor shall
promptly notify the Contracting Officer of
that fact and shall promptly reimburse the
Government for any refunds received or roy-
alties paid after having received notice of
such relief.

(h) The Contractor agrees to include, and
require inclusion of, this clause, including
this paragraph (h), suitably modified to iden-
tify the parties in any subcontract at any
tier in which the amount of royalties re-
ported during negotiation of the subcontract
exceeds $250.

(End of clause)

[656 FR 81009, Dec. 22, 2000, as amended at 67
FR 48570, July 25, 2002]

970.5227-9 Notice of right to request
patent waiver.

Insert the following provision in so-
licitations in accordance with 970.2704—
6:

NOTICE OF RIGHT TO REQUEST PATENT WAIVER
(DEC 2000)

Offerors have the right to request a waiver
of all or any part of the rights of the United
States in inventions conceived or first actu-
ally reduced to practice in performance of
the contract, in advance of or within 30 days
after the effective date of contracting. If
such advance waiver is not requested or the
request is denied, the Contractor has a con-
tinuing right under the contract to request a
waiver of the rights of the Government in
identified inventions, i.e., individual inven-
tions conceived or first actually reduced to

970.5227-10

practice in performance of the contract. Con-
tractors that are domestic small businesses
and domestic nonprofit organizations may
not need a waiver and will have included in
their contracts a patent clause reflecting
their right to elect title to subject inven-
tions pursuant to the Bayh-Dole Act (35
U.S.C. 200 et seq.).

(End of provision)

970.5227-10 Patent rights—manage-
ment and operating contracts, non-
profit organization or small busi-
ness firm contractor.

As prescribed in 970.2703-1(b)(2), in-
sert the following clause:

PATENT RIGHTS-MANAGEMENT AND OPERATING
CONTRACTS, NONPROFIT ORGANIZATION OR
SMALL BUSINESS FIRM CONTRACTOR (DEC
2000)

(a) Definitions.

(1) DOE licensing regulations means the De-
partment of Energy patent licensing regula-
tions at 10 CFR Part 781.

(2) Exceptional circumstance subject invention
means any subject invention in a technical
field or related to a task determined by the
Department of Energy to be subject to an ex-
ceptional circumstance under 35 U.S.C.
202(a)(ii) and in accordance with 37 CFR
401.3(e).

(3) Invention means any invention or dis-
covery which is or may be patentable or oth-
erwise protectable under Title 35 of the
United States Code, or any novel variety of
plant which is or may be protected under the
Plant Variety Protection Act (7 U.S.C. 2321 et
seq.).

(4) Made when used in relation to any in-
vention means the conception or first actual
reduction to practice of such invention.

(5) Nonprofit organization means a univer-
sity or other institution of higher education
or an organization of the type described in
section 501(c)(3) of the Internal Revenue Code
of 1954 (26 U.S.C. 501(c)) and exempt from tax-
ation under section 501(a) of the Internal
Revenue Code (26 U.S.C. 501(a)) or any non-
profit scientific or educational organization
qualified under a state nonprofit organiza-
tion statute.

(6) Patent Counsel means the Department of
Energy (DOE) Patent Counsel assisting the
DOE contracting activity.

(7) Practical application means to manufac-
ture, in the case of a composition or product;
to practice, in the case of a process or meth-
od; or to operate, in the case of a machine or
system; and, in each case, under such condi-
tions as to establish that the invention is
being utilized and that its benefits are, to
the extent permitted by law or Government
regulations, available to the public on rea-
sonable terms.
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