§§1.106-1.109

subject matter, other factual informa-
tion pertinent to patentability, or con-
cerning the accuracy of the examiner’s
stated interpretation of such items.

(ix) Support in the specification: Where
(by page and line or paragraph number)
in the specification of the application,
or any application the benefit of whose
filing date is sought under title 35,
United States Code, there is written
description support for the invention
as defined in the claims (whether in
independent or dependent form), and of
the manner and process of making and
using it, in such full, clear, concise,
and exact terms as to enable any per-
son skilled in the art to which it per-
tains, or with which it is most nearly
connected, to make and use the inven-
tion, under the first paragraph of 35
U.S.C. 112.

(2) Where an assignee has asserted its
right to prosecute pursuant to §3.71(a)
of this chapter, matters such as para-
graphs (a)(1)(i), (iii), and (vii) of this
section may also be applied to such as-
signee.

(3) Requirements for factual informa-
tion known to applicant may be pre-
sented in any appropriate manner, for
example:

(i) A requirement for factual infor-
mation;

(ii) Interrogatories in the form of
specific questions seeking applicant’s
factual knowledge; or

(iii) Stipulations as to facts with
which the applicant may agree or dis-
agree.

(4) Any reply to a requirement for in-
formation pursuant to this section that
states either that the information re-
quired to be submitted is unknown to
or is not readily available to the party
or parties from which it was requested
may be accepted as a complete reply.

(b) The requirement for information
of paragraph (a)(1) of this section may
be included in an Office action, or sent
separately.

(c) A reply, or a failure to reply, to a
requirement for information under this
section will be governed by §§1.135 and
1.136.

[656 FR 54671, Sept. 8, 2000, as amended at 69
FR 56542, Sept. 21, 2004; 72 FR 46841, Aug. 21,
2007]
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§1.110 Inventorship and date of inven-
tion of the subject matter of indi-
vidual claims.

When more than one inventor is
named in an application or patent, the
Office may require an applicant, pat-
entee, or owner to identify the inven-
tive entity of the subject matter of
each claim in the application or patent
when necessary for purposes of an Of-
fice proceeding. Where appropriate, the
invention dates of the subject matter
of each claim and the ownership of the
subject matter on the date of invention
may be required of the applicant, pat-
entee or owner. See also §§1.78 and 1.130.

[72 FR 46841, Aug. 21, 2007]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

AUTHORITY: Secs. 1.111 to 1.113 also issued
under 35 U.S.C. 132.

§1.111 Reply by applicant or patent
owner to a non-final Office action.

(a)(1) If the Office action after the
first examination (§1.104) is adverse in
any respect, the applicant or patent
owner, if he or she persists in his or her
application for a patent or reexamina-
tion proceeding, must reply and re-
quest reconsideration or further exam-
ination, with or without amendment.
See §§1.135 and 1.136 for time for reply
to avoid abandonment.

(2) Supplemental replies. (i) A reply
that is supplemental to a reply that is
in compliance with §1.111(b) will not be
entered as a matter of right except as
provided in paragraph (a)(2)(ii) of this
section. The Office may enter a supple-
mental reply if the supplemental reply
is clearly limited to:

(A) Cancellation of a claim(s);

(B) Adoption of the examiner sugges-
tion(s);

(C) Placement of the application in
condition for allowance;

(D) Reply to an Office requirement
made after the first reply was filed;

(E) Correction of informalities (e.g.,
typographical errors); or

(F) Simplification of issues for ap-
peal.

(ii) A supplemental reply will be en-
tered if the supplemental reply is filed



