U.S. Patent and Trademark Office, Commerce

paragraph (a) of this section. If the re-
quirements of §1.293 and this section
are not met by the request filed, the
notification to applicant will set a pe-
riod of time within which to comply
with the requirements in order to avoid
abandonment of the application. If the
application does not meet the require-
ments of 36 U.S.C. 112, the notification
to applicant will include a rejection
under the appropriate provisions of 35
U.S.C. 112. The periods for reply estab-
lished pursuant to this section are sub-
ject to the extension of time provisions
of §1.136. After reply by the applicant,
the application will again be consid-
ered for publication of a statutory in-
vention registration. If the require-
ments of §1.293 and this section are not
timely met, the refusal to publish will
be made final. If the requirements of 35
U.S.C. 112 are not met, the rejection
pursuant to 35 U.S.C. 112 will be made
final.

(c) If the examination pursuant to
this section results in approval of the
request for a statutory invention reg-
istration the applicant will be notified
of the intent to publish a statutory in-
vention registration.

[60 FR 9382, Mar. 7, 1985, as amended at 62 FR
53198, Oct. 10, 1997]

§1.295 Review of decision finally re-
fusing to publish a statutory inven-
tion registration.

(a) Any requester who is dissatisfied
with the final refusal to publish a stat-
utory invention registration for rea-
sons other than compliance with 35
U.S.C. 112 may obtain review of the re-
fusal to publish the statutory inven-
tion registration by filing a petition to
the Director accompanied by the fee
set forth in §1.17(g) within one month
or such other time as is set in the deci-
sion refusing publication. Any such pe-
tition should comply with the require-
ments of §1.181(b). The petition may in-
clude a request that the petition fee be
refunded if the final refusal to publish
a statutory invention registration for
reasons other than compliance with 35
U.S.C. 112 is determined to result from
an error by the Patent and Trademark
Office.

(b) Any requester who is dissatisfied
with a decision finally rejecting claims
pursuant to 35 U.S.C. 112 may obtain

§1.297

review of the decision by filing an ap-
peal to the Board of Patent Appeals
and Interferences pursuant to §41.31 of
this title. If the decision rejecting
claims pursuant to 35 U.S.C. 112 is re-
versed, the request for a statutory in-
vention registration will be approved
and the registration published if all of
the other provisions of §1.293 and this
section are met.

(Approved by the Office of Management and
Budget under control number 0651-0018)

[60 FR 9382, Mar. 7, 1985, as amended at 69 FR
50001, Aug. 12, 2004; 69 FR 56545, Sept. 21, 2004]

§1.296 Withdrawal of request for pub-
lication of statutory invention reg-
istration.

A request for a statutory invention
registration, which has been filed, may
be withdrawn prior to the date on
which the notice of the intent to pub-
lish a statutory invention registration
issued pursuant to §1.294(c) by filing a
request to withdraw the request for
publication of a statutory invention
registration. The request to withdraw
may also include a request for a refund
of any amount paid in excess of the ap-
plication filing fee and a handling fee
of $130.00 which will be retained. Any
request to withdraw the request for
publication of a statutory invention
registration filed on or after the date
on which the notice of intent to pub-
lish issued pursuant to §1.294(c) must
be in the form of a petition accom-
panied by the fee set forth in §1.17(g).

[69 FR 56545, Sept. 21, 2004]

§1.297 Publication of statutory inven-
tion registration.

(a) If the request for a statutory in-
vention registration is approved the
statutory invention registration will
be published. The statutory invention
registration will be mailed to the re-
quester at the correspondence address
as provided for in §1.33(a). A notice of
the publication of each statutory in-
vention registration will be published
in the Official Gazette.

(b) EBEach statutory invention reg-
istration published will include a state-
ment relating to the attributes of a
statutory invention registration. The
statement will read as follows:
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§1.301

A statutory invention registration is not a
patent. It has the defensive attributes of a
patent but does not have the enforceable at-
tributes of a patent. No article or advertise-
ment or the like may use the term patent, or
any term suggestive of a patent, when refer-
ring to a statutory invention registration.
For more specific information on the rights
associated with a statutory invention reg-
istration see 35 U.S.C. 157.

[60 FR 9383, Mar. 7, 1985, as amended at 50 FR
31826, Aug. 6, 1985]

REVIEW OF PATENT AND TRADEMARK
OFFICE DECISIONS BY COURT

§1.301 Appeal to U.S. Court of Appeals
for the Federal Circuit.

Any applicant, or any owner of a pat-
ent involved in any exr parte reexamina-
tion proceeding filed under §1.510, dis-
satisfied with the decision of the Board
of Patent Appeals and Interferences,
and any party to an interference dis-
satisfied with the decision of the Board
of Patent Appeals and Interferences,
may appeal to the U.S. Court of Ap-
peals for the Federal Circuit. The ap-
pellant must take the following steps
in such an appeal: In the U. S. Patent
and Trademark Office, file a written
notice of appeal directed to the Direc-
tor (see §§1.302 and 1.304); and in the
Court, file a copy of the notice of ap-
peal and pay the fee for appeal as pro-
vided by the rules of the Court. For ap-
peals by patent owners and third party
requesters in inter partes reexamination
proceedings filed under §1.913, §1.983 is
controlling.

[68 FR 71006, Dec. 22, 2003]

§1.302 Notice of appeal.

(a) When an appeal is taken to the
U.S. Court of Appeals for the Federal
Circuit, the appellant shall give notice
thereof to the Director within the time
specified in §1.304.

(b) In interferences, the notice must
be served as provided in §41.106(e) of
this title.

(¢) In exr parte reexamination pro-
ceedings, the notice must be served as
provided in §1.550(f).

(d) In inter partes reexamination pro-
ceedings, the notice must be served as
provided in §1.903.

(e) Notices of appeal directed to the
Director shall be mailed to or served by
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hand on the General Counsel as pro-
vided in §104.2.

[68 FR 71006, Dec. 22, 2003, as amended at 69
FR 50001, Aug. 12, 2004; 69 FR 58260, Sept. 30,
2004]

§1.303 Civil action under 35
145, 146, 306.

(a) Any applicant, or any owner of a
patent involved in an er parte reexam-
ination proceeding filed before Novem-
ber 29, 1999, dissatisfied with the deci-
sion of the Board of Patent Appeals
and Interferences, and any party to an
interference dissatisfied with the deci-
sion of the Board of Patent Appeals
and Interferences may, instead of ap-
pealing to the U.S. Court of Appeals for
the Federal Circuit (§1.301), have rem-
edy by civil action under 35 U.S.C. 145
or 146, as appropriate. Such civil action
must be commenced within the time
specified in §1.304.

(b) If an applicant in an ex parte case,
or an owner of a patent involved in an
exr parte reexamination proceeding filed
before November 29, 1999, has taken an
appeal to the U.S. Court of Appeals for
the Federal Circuit, he or she thereby
waives his or her right to proceed
under 35 U.S.C. 145.

(c) A notice of election under 35
U.S.C. 141 to have all further pro-
ceedings on review conducted as pro-
vided in 35 U.S.C. 146 must be filed with
the Office of the Solicitor and served as
provided in §41.106(e) of this title.

(d) For an ex parte reexamination
proceeding filed on or after November
29, 1999, and for any inter partes reexam-
ination proceeding, no remedy by civil
action under 35 U.S.C. 145 is available.

(35 U.S.C. 6; 15 U.S.C. 1123)

[47 FR 47381, Oct. 26, 1982, as amended at 49
FR 48454, Dec. 12, 1984; 54 FR 29553, July 13,
1989; 65 FR 76774, Dec. 7, 2000; 68 FR 71007,
Dec. 22, 2003; 69 FR 50001, Aug. 12, 2004; 69 FR
58260, Sept. 30, 2004]

U.s.C.

§1.304 Time for appeal or civil action.

(a)(1) The time for filing the notice of
appeal to the U.S. Court of Appeals for
the Federal Circuit (§1.302) or for com-
mencing a civil action (§1.303) is two
months from the date of the decision of
the Board of Patent Appeals and Inter-
ferences. If a request for rehearing or
reconsideration of the decision is filed
within the time period provided under

120



