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reversing an adverse determination of
patentability as that phrase is used in
35 U.S.C. 1564(b)(1)(C)(iii), and a final de-
cision in favor of the applicant under
§1.703(e). A remand by a panel of the
Board of Patent Appeals and Inter-
ferences shall not be considered a deci-
sion in the review reversing an adverse
determination of patentability as pro-
vided in this paragraph if there is filed
a request for continued examination
under 35 U.S.C. 132(b) that was not first
preceded by the mailing, after such re-
mand, of at least one of an action
under 35 U.S.C. 132 or a notice of allow-
ance under 35 U.S.C. 151.

(f) The provisions of this section and
§§1.703 through 1.706 apply only to
original applications, except applica-
tions for a design patent, filed on or
after May 29, 2000, and patents issued
on such applications.

[656 FR 56391, Sept. 18, 2000, as amended at 69
FR 21711, Apr. 22, 2004]

§1.703 Period of adjustment of patent
term due to examination delay.

(a) The period of adjustment under
§1.702(a) is the sum of the following pe-
riods:

(1) The number of days, if any, in the
period beginning on the day after the
date that is fourteen months after the
date on which the application was filed
under 35 U.S.C. 111(a) or fulfilled the
requirements of 35 U.S.C. 371 and end-
ing on the date of mailing of either an
action under 35 U.S.C. 132, or a notice
of allowance under 35 U.S.C. 151, which-
ever occurs first;

(2) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
a reply under §1.111 was filed and end-
ing on the date of mailing of either an
action under 35 U.S.C. 132, or a notice
of allowance under 35 U.S.C. 151, which-
ever occurs first;

(3) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
a reply in compliance with §1.113(c)
was filed and ending on the date of
mailing of either an action under 35
U.S.C. 132, or a notice of allowance
under 35 U.S.C. 151, whichever occurs
first;

(4) The number of days, if any, in the
period beginning on the day after the
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date that is four months after the date
an appeal brief in compliance with
§41.37 of this title was filed and ending
on the date of mailing of any of an ex-
aminer’s answer under §41.39 of this
title, an action under 35 U.S.C. 132, or
a notice of allowance under 35 U.S.C.
151, whichever occurs first;

(5) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
of a final decision by the Board of Pat-
ent Appeals and Interferences or by a
Federal court in an appeal under 35
U.S.C. 141 or a civil action under 35
U.S.C. 145 or 146 where at least one al-
lowable claim remains in the applica-
tion and ending on the date of mailing
of either an action under 35 U.S.C. 132
or a notice of allowance under 35 U.S.C.
151, whichever occurs first; and

(6) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
the issue fee was paid and all out-
standing requirements were satisfied
and ending on the date a patent was
issued.

(b) The period of adjustment under
§1.702(b) is the number of days, if any,
in the period beginning on the day
after the date that is three years after
the date on which the application was
filed under 35 U.S.C. 111(a) or the na-
tional stage commenced under 35
U.S.C. 371(b) or (f) in an international
application and ending on the date a
patent was issued, but not including
the sum of the following periods:

(1) The number of days, if any, in the
period beginning on the date on which
a request for continued examination of
the application under 35 U.S.C. 132(b)
was filed and ending on the date the
patent was issued;

(2)(i) The number of days, if any, in
the period beginning on the date an in-
terference was declared or redeclared
to involve the application in the inter-
ference and ending on the date that the
interference was terminated with re-
spect to the application; and

(ii) The number of days, if any, in the
period beginning on the date prosecu-
tion in the application was suspended
by the Office due to interference pro-
ceedings under 35 U.S.C. 135(a) not in-
volving the application and ending on
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the date of the termination of the sus-
pension;

(3)(i) The number of days, if any, the
application was maintained in a sealed
condition under 35 U.S.C. 181;

(ii) The number of days, if any, in the
period beginning on the date of mailing
of an examiner’s answer under §41.39 of
this title in the application under se-
crecy order and ending on the date the
secrecy order was removed;

(iii) The number of days, if any, in
the period beginning on the date appli-
cant was notified that an interference
would be declared but for the secrecy
order and ending on the date the se-
crecy order was removed; and

(iv) The number of days, if any, in
the period beginning on the date of no-
tification under §5.3(c) of this chapter
and ending on the date of mailing of
the notice of allowance under 35 U.S.C.
151; and,

(4) The number of days, if any, in the
period beginning on the date on which
a notice of appeal to the Board of Pat-
ent Appeals and Interferences was filed
under 35 U.S.C. 134 and §41.31 of this
title and ending on the date of the last
decision by the Board of Patent Ap-
peals and Interferences or by a Federal
court in an appeal under 35 U.S.C. 141
or a civil action under 35 U.S.C. 145, or
on the date of mailing of either an ac-
tion under 35 U.S.C. 132, or a notice of
allowance under 35 U.S.C. 151, which-
ever occurs first, if the appeal did not
result in a decision by the Board of
Patent Appeals and Interferences.

(¢c) The period of adjustment under
§1.702(c) is the sum of the following pe-
riods, to the extent that the periods
are not overlapping:

(1) The number of days, if any, in the
period beginning on the date an inter-
ference was declared or redeclared to
involve the application in the inter-
ference and ending on the date that the
interference was terminated with re-
spect to the application; and

(2) The number of days, if any, in the
period beginning on the date prosecu-
tion in the application was suspended
by the Office due to interference pro-
ceedings under 35 U.S.C. 135(a) not in-
volving the application and ending on
the date of the termination of the sus-
pension.

§1.703

(d) The period of adjustment under
§1.702(d) is the sum of the following pe-
riods, to the extent that the periods
are not overlapping:

(1) The number of days, if any, the
application was maintained in a sealed
condition under 35 U.S.C. 181;

(2) The number of days, if any, in the
period beginning on the date of mailing
of an examiner’s answer under §41.39 of
this title in the application under se-
crecy order and ending on the date the
secrecy order was removed;

(3) The number of days, if any, in the
period beginning on the date applicant
was notified that an interference would
be declared but for the secrecy order
and ending on the date the secrecy
order was removed; and

(4) The number of days, if any, in the
period beginning on the date of notifi-
cation under §5.3(c) of this chapter and
ending on the date of mailing of the no-
tice of allowance under 35 U.S.C. 151.

(e) The period of adjustment under
§1.702(e) is the sum of the number of
days, if any, in the period beginning on
the date on which a notice of appeal to
the Board of Patent Appeals and Inter-
ferences was filed under 35 U.S.C. 134
and §41.31 of this title and ending on
the date of a final decision in favor of
the applicant by the Board of Patent
Appeals and Interferences or by a Fed-
eral court in an appeal under 35 U.S.C.
141 or a civil action under 35 U.S.C. 145.

(f) The adjustment will run from the
expiration date of the patent as set
forth in 35 U.S.C. 154(a)(2). To the ex-
tent that periods of delay attributable
to the grounds specified in §1.702 over-
lap, the period of adjustment granted
under this section shall not exceed the
actual number of days the issuance of
the patent was delayed. The term of a
patent entitled to adjustment under
§1.702 and this section shall be adjusted
for the sum of the periods calculated
under paragraphs (a) through (e) of this
section, to the extent that such periods
are not overlapping, less the sum of the
periods calculated under §1.704. The
date indicated on any -certificate of
mailing or transmission under §1.8
shall not be taken into account in this
calculation.

(g) No patent, the term of which has
been disclaimed beyond a specified
date, shall be adjusted under §1.702 and
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this section beyond the expiration date
specified in the disclaimer.

[656 FR 56392, Sept. 18, 2000, as amended at 69
FR 21711, Apr. 22, 2004; 69 FR 50001, Aug. 12,
2004]

§1.704 Reduction of period of adjust-
ment of patent term.

(a) The period of adjustment of the
term of a patent under §§1.703(a)
through (e) shall be reduced by a period
equal to the period of time during
which the applicant failed to engage in
reasonable efforts to conclude prosecu-
tion (processing or examination) of the
application.

(b) With respect to the grounds for
adjustment set forth in §§1.702(a)
through (e), and in particular the
ground of adjustment set forth in
§1.702(b), an applicant shall be deemed
to have failed to engage in reasonable
efforts to conclude processing or exam-
ination of an application for the cumu-
lative total of any periods of time in
excess of three months that are taken
to reply to any notice or action by the
Office making any rejection, objection,
argument, or other request, measuring
such three-month period from the date
the notice or action was mailed or
given to the applicant, in which case
the period of adjustment set forth in
§1.703 shall be reduced by the number
of days, if any, beginning on the day
after the date that is three months
after the date of mailing or trans-
mission of the Office communication
notifying the applicant of the rejec-
tion, objection, argument, or other re-
quest and ending on the date the reply
was filed. The period, or shortened
statutory period, for reply that is set
in the Office action or notice has no ef-
fect on the three-month period set
forth in this paragraph.

(c) Circumstances that constitute a
failure of the applicant to engage in
reasonable efforts to conclude proc-
essing or examination of an application
also include the following cir-
cumstances, which will result in the
following reduction of the period of ad-
justment set forth in §1.703 to the ex-
tent that the periods are not overlap-
ping:

(1) Suspension of action under §1.103
at the applicant’s request, in which
case the period of adjustment set forth
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in §1.703 shall be reduced by the num-
ber of days, if any, beginning on the
date a request for suspension of action
under §1.103 was filed and ending on
the date of the termination of the sus-
pension;

(2) Deferral of issuance of a patent
under §1.314, in which case the period
of adjustment set forth in §1.703 shall
be reduced by the number of days, if
any, beginning on the date a request
for deferral of issuance of a patent
under §1.314 was filed and ending on
the date the patent was issued;

(3) Abandonment of the application
or late payment of the issue fee, in
which case the period of adjustment set
forth in §1.703 shall be reduced by the
number of days, if any, beginning on
the date of abandonment or the date
after the date the issue fee was due and
ending on the earlier of:

(i) The date of mailing of the decision
reviving the application or accepting
late payment of the issue fee; or

(ii) The date that is four months
after the date the grantable petition to
revive the application or accept late
payment of the issue fee was filed;

(4) Failure to file a petition to with-
draw the holding of abandonment or to
revive an application within two
months from the mailing date of a no-
tice of abandonment, in which case the
period of adjustment set forth in §1.703
shall be reduced by the number of days,
if any, beginning on the day after the
date two months from the mailing date
of a notice of abandonment and ending
on the date a petition to withdraw the
holding of abandonment or to revive
the application was filed;

(5) Conversion of a provisional appli-
cation under 35 U.S.C. 111(b) to a non-
provisional application under 35 U.S.C.
111(a) pursuant to 35 U.S.C. 111(b)(5), in
which case the period of adjustment set
forth in §1.703 shall be reduced by the
number of days, if any, beginning on
the date the application was filed
under 35 U.S.C. 111(b) and ending on the
date a request in compliance with
§1.53(c)(3) to convert the provisional
application into a nonprovisional ap-
plication was filed;

(6) Submission of a preliminary
amendment or other preliminary paper
less than one month before the mailing
of an Office action under 35 U.S.C. 132

158



