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U.S. Patent and Trademark Office, Commerce § 1.915 

§ 1.907 Inter partes reexamination pro-
hibited. 

(a) Once an order to reexamine has 
been issued under § 1.931, neither the 
third party requester, nor its privies, 
may file a subsequent request for inter 
partes reexamination of the patent 
until an inter partes reexamination cer-
tificate is issued under § 1.997, unless 
authorized by the Director. 

(b) Once a final decision has been en-
tered against a party in a civil action 
arising in whole or in part under 28 
U.S.C. 1338 that the party has not sus-
tained its burden of proving invalidity 
of any patent claim-in-suit, then nei-
ther that party nor its privies may 
thereafter request inter partes reexam-
ination of any such patent claim on the 
basis of issues which that party, or its 
privies, raised or could have raised in 
such civil action, and an inter partes re-
examination requested by that party, 
or its privies, on the basis of such 
issues may not thereafter be main-
tained by the Office. 

(c) If a final decision in an inter partes 
reexamination proceeding instituted 
by a third party requester is favorable 
to patentability of any original, pro-
posed amended, or new claims of the 
patent, then neither that party nor its 
privies may thereafter request inter 
partes reexamination of any such pat-
ent claims on the basis of issues which 
that party, or its privies, raised or 
could have raised in such inter partes 
reexamination proceeding. 

§ 1.913 Persons eligible to file request 
for inter partes reexamination. 

Except as provided for in § 1.907, any 
person other than the patent owner or 
its privies may, at any time during the 
period of enforceability of a patent 
which issued from an original applica-
tion filed in the United States on or 
after November 29, 1999, file a request 
for inter partes reexamination by the 
Office of any claim of the patent on the 
basis of prior art patents or printed 
publications cited under § 1.501. 

[68 FR 71007, Dec. 22, 2003] 

§ 1.915 Content of request for inter 
partes reexamination. 

(a) The request must be accompanied 
by the fee for requesting inter partes re-
examination set forth in § 1.20(c)(2). 

(b) A request for inter partes reexam-
ination must include the following 
parts: 

(1) An identification of the patent by 
patent number and every claim for 
which reexamination is requested. 

(2) A citation of the patents and 
printed publications which are pre-
sented to provide a substantial new 
question of patentability. 

(3) A statement pointing out each 
substantial new question of patent-
ability based on the cited patents and 
printed publications, and a detailed ex-
planation of the pertinency and man-
ner of applying the patents and printed 
publications to every claim for which 
reexamination is requested. 

(4) A copy of every patent or printed 
publication relied upon or referred to 
in paragraphs (b)(1) through (3) of this 
section, accompanied by an English 
language translation of all the nec-
essary and pertinent parts of any non- 
English language document. 

(5) A copy of the entire patent includ-
ing the front face, drawings, and speci-
fication/claims (in double column for-
mat) for which reexamination is re-
quested, and a copy of any disclaimer, 
certificate of correction, or reexamina-
tion certificate issued in the patent. 
All copies must have each page plainly 
written on only one side of a sheet of 
paper. 

(6) A certification by the third party 
requester that a copy of the request 
has been served in its entirety on the 
patent owner at the address provided 
for in § 1.33(c). The name and address of 
the party served must be indicated. If 
service was not possible, a duplicate 
copy of the request must be supplied to 
the Office. 

(7) A certification by the third party 
requester that the estoppel provisions 
of § 1.907 do not prohibit the inter partes 
reexamination. 

(8) A statement identifying the real 
party in interest to the extent nec-
essary for a subsequent person filing an 
inter partes reexamination request to 
determine whether that person is a 
privy. 
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(c) If an inter partes request is filed by 
an attorney or agent identifying an-
other party on whose behalf the re-
quest is being filed, the attorney or 
agent must have a power of attorney 
from that party or be acting in a rep-
resentative capacity pursuant to § 1.34. 

(d) If the inter partes request does not 
include the fee for requesting inter 
partes reexamination required by para-
graph (a) of this section and meet all 
the requirements of paragraph (b) of 
this section, then the person identified 
as requesting inter partes reexamina-
tion will be so notified and will gen-
erally be given an opportunity to com-
plete the request within a specified 
time. Failure to comply with the no-
tice will result in the inter partes reex-
amination request not being granted a 
filing date, and will result in place-
ment of the request in the patent file 
as a citation if it complies with the re-
quirements of § 1.501. 

[65 FR 76777, Dec. 7, 2000, as amended at 71 
FR 9262, Feb. 23, 2006; 71 FR 44223, Aug. 4, 
2006; 72 FR 18906, Apr. 16, 2007] 

§ 1.919 Filing date of request for inter 
partes reexamination. 

(a) The filing date of a request for 
inter partes reexamination is the date 
on which the request satisfies all the 
requirements for the request set forth 
in § 1.915. 

(b) If the request is not granted a fil-
ing date, the request will be placed in 
the patent file as a citation of prior art 
if it complies with the requirements of 
§ 1.501. 

[65 FR 76777, Dec. 7, 2000, as amended at 71 
FR 9262, Feb. 23, 2006] 

§ 1.923 Examiner’s determination on 
the request for inter partes reexam-
ination. 

Within three months following the 
filing date of a request for inter partes 
reexamination under § 1.915, the exam-
iner will consider the request and de-
termine whether or not a substantial 
new question of patentability affecting 
any claim of the patent is raised by the 
request and the prior art citation. The 
examiner’s determination will be based 
on the claims in effect at the time of 
the determination, will become a part 
of the official file of the patent, and 
will be mailed to the patent owner at 

the address as provided for in § 1.33(c) 
and to the third party requester. If the 
examiner determines that no substan-
tial new question of patentability is 
present, the examiner shall refuse the 
request and shall not order inter partes 
reexamination. 

[72 FR 18906, Apr. 16, 2007] 

§ 1.925 Partial refund if request for 
inter partes reexamination is not 
ordered. 

Where inter partes reexamination is 
not ordered, a refund of a portion of 
the fee for requesting inter partes reex-
amination will be made to the re-
quester in accordance with § 1.26(c). 

§ 1.927 Petition to review refusal to 
order inter partes reexamination. 

The third party requester may seek 
review by a petition to the Director 
under§ 1.181 within one month of the 
mailing date of the examiner’s deter-
mination refusing to order inter partes 
reexamination. Any such petition must 
comply with § 1.181(b). If no petition is 
timely filed or if the decision on peti-
tion affirms that no substantial new 
question of patentability has been 
raised, the determination shall be final 
and nonappealable. 

Inter Partes REEXAMINATION OF PATENTS 

§ 1.931 Order for inter partes reexam-
ination. 

(a) If a substantial new question of 
patentability is found, the determina-
tion will include an order for inter 
partes reexamination of the patent for 
resolution of the question. 

(b) If the order for inter partes reex-
amination resulted from a petition pur-
suant to § 1.927, the inter partes reexam-
ination will ordinarily be conducted by 
an examiner other than the examiner 
responsible for the initial determina-
tion under § 1.923. 

INFORMATION DISCLOSURE IN Inter Partes 
REEXAMINATION 

§ 1.933 Patent owner duty of disclo-
sure in inter partes reexamination 
proceedings. 

(a) Each individual associated with 
the patent owner in an inter partes re-
examination proceeding has a duty of 
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