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U.S. Patent and Trademark Office, Commerce § 1.99 

of the information, of each patent, pub-
lication, or other information listed 
that is not in the English language. 
The concise explanation may be either 
separate from applicant’s specification 
or incorporated therein. 

(ii) A copy of the translation if a 
written English-language translation 
of a non-English-language document, 
or portion thereof, is within the posses-
sion, custody, or control of, or is read-
ily available to any individual des-
ignated in § 1.56(c). 

(b)(1) Each U.S. patent listed in an 
information disclosure statement must 
be identified by inventor, patent num-
ber, and issue date. 

(2) Each U.S. patent application pub-
lication listed in an information disclo-
sure statement shall be identified by 
applicant, patent application publica-
tion number, and publication date. 

(3) Each U.S. application listed in an 
information disclosure statement must 
be identified by the inventor, applica-
tion number, and filing date. 

(4) Each foreign patent or published 
foreign patent application listed in an 
information disclosure statement must 
be identified by the country or patent 
office which issued the patent or pub-
lished the application, an appropriate 
document number, and the publication 
date indicated on the patent or pub-
lished application. 

(5) Each publication listed in an in-
formation disclosure statement must 
be identified by publisher, author (if 
any), title, relevant pages of the publi-
cation, date, and place of publication. 

(c) When the disclosures of two or 
more patents or publications listed in 
an information disclosure statement 
are substantively cumulative, a copy of 
one of the patents or publications as 
specified in paragraph (a) of this sec-
tion may be submitted without copies 
of the other patents or publications, 
provided that it is stated that these 
other patents or publications are cu-
mulative. 

(d) A copy of any patent, publication, 
pending U.S. application or other infor-
mation, as specified in paragraph (a) of 
this section, listed in an information 
disclosure statement is required to be 
provided, even if the patent, publica-
tion, pending U.S. application or other 
information was previously submitted 

to, or cited by, the Office in an earlier 
application, unless: 

(1) The earlier application is properly 
identified in the information disclosure 
statement and is relied on for an ear-
lier effective filing date under 35 U.S.C. 
120; and 

(2) The information disclosure state-
ment submitted in the earlier applica-
tion complies with paragraphs (a) 
through (c) of this section. 

[65 FR 54671, Sept. 8, 2000, as amended at 65 
FR 57055, Sept. 20, 2000; 68 FR 38628, June 30, 
2003; 69 FR 56542, Sept. 21, 2004] 

§ 1.99 Third-party submission in pub-
lished application. 

(a) A submission by a member of the 
public of patents or publications rel-
evant to a pending published applica-
tion may be entered in the application 
file if the submission complies with the 
requirements of this section and the 
application is still pending when the 
submission and application file are 
brought before the examiner. 

(b) A submission under this section 
must identify the application to which 
it is directed by application number 
and include: 

(1) The fee set forth in § 1.17(p); 
(2) A list of the patents or publica-

tions submitted for consideration by 
the Office, including the date of publi-
cation of each patent or publication; 

(3) A copy of each listed patent or 
publication in written form or at least 
the pertinent portions; and 

(4) An English language translation 
of all the necessary and pertinent parts 
of any non-English language patent or 
publication in written form relied 
upon. 

(c) The submission under this section 
must be served upon the applicant in 
accordance with § 1.248. 

(d) A submission under this section 
shall not include any explanation of 
the patents or publications, or any 
other information. The Office will not 
enter such explanation or information 
if included in a submission under this 
section. A submission under this sec-
tion is also limited to ten total patents 
or publications. 

(e) A submission under this section 
must be filed within two months from 
the date of publication of the applica-
tion (§ 1.215(a)) or prior to the mailing 
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of a notice of allowance (§ 1.311), which-
ever is earlier. Any submission under 
this section not filed within this period 
is permitted only when the patents or 
publications could not have been sub-
mitted to the Office earlier, and must 
also be accompanied by the processing 
fee set forth in § 1.17(i). A submission 
by a member of the public to a pending 
published application that does not 
comply with the requirements of this 
section will not be entered. 

(f) A member of the public may in-
clude a self-addressed postcard with a 
submission to receive an acknowledg-
ment by the Office that the submission 
has been received. A member of the 
public filing a submission under this 
section will not receive any commu-
nications from the Office relating to 
the submission other than the return 
of a self-addressed postcard. In the ab-
sence of a request by the Office, an ap-
plicant has no duty to, and need not, 
reply to a submission under this sec-
tion. 

[65 FR 57056, Sept. 20, 2000; 65 FR 66502, Nov. 
6, 2000, as amended at 68 FR 38628, June 30, 
2003] 

EXAMINATION OF APPLICATIONS 

AUTHORITY: Secs. 1.101 to 1.108 also issued 
under 35 U.S.C. 131, 132. 

§ 1.101 [Reserved] 

§ 1.102 Advancement of examination. 
(a) Applications will not be advanced 

out of turn for examination or for fur-
ther action except as provided by this 
part, or upon order of the Director to 
expedite the business of the Office, or 
upon filing of a request under para-
graph (b) of this section or upon filing 
a petition under paragraphs (c) or (d) of 
this section with a showing which, in 
the opinion of the Director, will justify 
so advancing it. 

(b) Applications wherein the inven-
tions are deemed of peculiar impor-
tance to some branch of the public 
service and the head of some depart-
ment of the Government requests im-
mediate action for that reason, may be 
advanced for examination. 

(c) A petition to make an application 
special may be filed without a fee if the 
basis for the petition is: 

(1) The applicant’s age or health; or 
(2) That the invention will materi-

ally: 
(i) Enhance the quality of the envi-

ronment; 
(ii) Contribute to the development or 

conservation of energy resources; or 
(iii) Contribute to countering ter-

rorism. 
(d) A petition to make an application 

special on grounds other than those re-
ferred to in paragraph (c) of this sec-
tion must be accompanied by the fee 
set forth in § 1.17(h). 

(36 U.S.C. 6; 15 U.S.C. 1113, 1123) 

[24 FR 10332, Dec. 22, 1959, as amended at 47 
FR 41276, Sept. 17, 1982; 54 FR 6903, Feb. 15, 
1989; 60 FR 20226, Apr. 25, 1995; 62 FR 53191, 
Oct. 10, 1997; 65 FR 54671, Sept. 8, 2000; 69 FR 
56542, Sept. 21, 2004] 

§ 1.103 Suspension of action by the Of-
fice. 

(a) Suspension for cause. On request of 
the applicant, the Office may grant a 
suspension of action by the Office 
under this paragraph for good and suf-
ficient cause. The Office will not sus-
pend action if a reply by applicant to 
an Office action is outstanding. Any 
petition for suspension of action under 
this paragraph must specify a period of 
suspension not exceeding six months. 
Any petition for suspension of action 
under this paragraph must also in-
clude: 

(1) A showing of good and sufficient 
cause for suspension of action; and 

(2) The fee set forth in § 1.17(g), unless 
such cause is the fault of the Office. 

(b) Limited suspension of action in a 
continued prosecution application (CPA) 
filed under § 1.53(d). On request of the 
applicant, the Office may grant a sus-
pension of action by the Office under 
this paragraph in a continued prosecu-
tion application filed under § 1.53(d) for 
a period not exceeding three months. 
Any request for suspension of action 
under this paragraph must be filed 
with the request for an application 
filed under § 1.53(d), specify the period 
of suspension, and include the proc-
essing fee set forth in § 1.17(i). 

(c) Limited suspension of action after a 
request for continued examination (RCE) 
under § 1.114. On request of the appli-
cant, the Office may grant a suspension 

VerDate Aug<31>2005 08:22 Aug 14, 2008 Jkt 214138 PO 00000 Frm 00094 Fmt 8010 Sfmt 8010 Y:\SGML\214138.XXX 214138rf
re

de
ric

k 
on

 P
R

O
D

1P
C

67
 w

ith
 C

F
R


