§41.128

the party believes to have been mis-
apprehended or overlooked, and the
place where the matter was previously
addressed in a motion, opposition, or
reply.

[69 FR 50003, Aug. 12, 2004, as amended at 69
FR 58260, Sept. 30, 2004]

§41.128 Sanctions.

(a) The Board may impose a sanction
against a party for misconduct, includ-
ing:

(1) Failure to comply with an appli-
cable rule or order in the proceeding;

(2) Advancing a misleading or frivo-
lous request for relief or argument; or

(3) Engaging in dilatory tactics.

(b) Sanctions include entry of:

(1) An order holding certain facts to
have been established in the pro-
ceeding;

(2) An order expunging, or precluding
a party from filing, a paper;

(3) An order precluding a party from
presenting or contesting a particular
issue;

(4) An order precluding a party from
requesting, obtaining, or opposing dis-
covery;

(5) An order excluding evidence;

(6) An order awarding compensatory
expenses, including attorney fees;

(7) An order requiring terminal dis-
claimer of patent term; or

(8) Judgment in the contested case.

§41.150 Discovery.

(a) Limited discovery. A party is not
entitled to discovery except as author-
ized in this subpart. The parties may
agree to discovery among themselves
at any time.

(b) Automatic discovery. (1) Within 21
days of a request by an opposing party,
a party must:

(i) Serve a legible copy of every re-
quested patent, patent application, lit-
erature reference, and test standard
mentioned in the specification of the
party’s involved patent or application,
or application upon which the party
will rely for benefit, and, if the re-
quested material is in a language other
than English, a translation, if avail-
able, and

(ii) File with the Board a notice
(without copies of the requested mate-
rials) of service of the requested mate-
rials.
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(2) Unless previously served, or the
Board orders otherwise, any exhibit
cited in a motion or in testimony must
be served with the citing motion or tes-
timony.

(c) Additional discovery. (1) A party
may request additional discovery. The
requesting party must show that such
additional discovery is in the interests
of justice. The Board may specify con-
ditions for such additional discovery.

(2) When appropriate, a party may
obtain production of documents and
things during cross examination of an
opponent’s witness or during testimony
authorized under §41.156.

§41.151 Admissibility.

Evidence that is not taken, sought,
or filed in accordance with this subpart
shall not be admissible.

§41.152 Applicability of the Federal
Rules of Evidence.

(a) Generally. Except as otherwise
provided in this subpart, the Federal
Rules of Evidence shall apply to con-
tested cases.

(b) Exclusions. Those portions of the
Federal Rules of Evidence relating to
criminal proceedings, juries, and other
matters not relevant to proceedings
under this subpart shall not apply.

(c) Modifications in terminology. Un-
less otherwise clear from context, the
following terms of the Federal Rules of
Evidence shall be construed as indi-
cated:

Appellate court means United States
Court of Appeals for the Federal Cir-
cuit or a United States district court
when judicial review is under 35 U.S.C.
146.

Civil action, civil proceeding,
and trial mean contested case.

Courts of the United States, U.S. Mag-
istrate, court, trial court, and trier of fact
mean Board.

Hearing means:

(i) In Federal Rule of Evidence 703,
the time when the expert testifies.

(ii) In Federal Rule of Evidence
804(a)(b), the time for taking testi-
mony.

Judge means the Board.

Judicial notice means official notice.

Trial or hearing means, in Federal
Rule of Evidence 807, the time for tak-
ing testimony.

action,
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U.S. Patent and Trademark Office, Commerce

(d) The Board, in determining foreign
law, may consider any relevant mate-
rial or source, including testimony,
whether or not submitted by a party or
admissible under the Federal Rules of
Evidence.

§41.153 Records of the Office.

Certification is not necessary as a
condition to admissibility when the
evidence to be submitted is a record of
the Office to which all parties have ac-
cess.

§41.154 Form of evidence.

(a) Evidence consists of affidavits,
transcripts of depositions, documents,
and things. All evidence must be sub-
mitted in the form of an exhibit.

(b) Translation required. When a party
relies on a document or is required to
produce a document in a language
other than English, a translation of the
document into English and an affidavit
attesting to the accuracy of the trans-
lation must be filed with the docu-
ment.

(c) An exhibit must conform with the
requirements for papers in §41.106 of
this subpart and the requirements of
this paragraph.

(1) Each exhibit must have an exhibit
label with a unique number in a range
assigned by the Board, the names of
the parties, and the proceeding number
in the following format:

JONES EXHIBIT 2001
Jones v. Smith
Contested Case 104,999

(2) When the exhibit is a paper:

(i) Each page must be uniquely num-
bered in sequence, and

(ii) The exhibit label must be affixed
to the lower right corner of the first
page of the exhibit without obscuring
information on the first page or, if ob-
scuring is unavoidable, affixed to a du-
plicate first page.

(d) Exhibit list. BEach party must
maintain an exhibit list with the ex-
hibit number and a brief description of
each exhibit. If the exhibit is not filed,
the exhibit list should note that fact.
The Board may require the filing of a
current exhibit list prior to acting on a
motion.

[69 FR 50003, Aug. 12, 2004, as amended at 69
FR 58260, Sept. 30, 2004]

§41.156

§41.155 Objection; motion to exclude;
motion in limine.

(a) Deposition. Objections to deposi-
tion evidence must be made during the
deposition. Evidence to cure the objec-
tion must be provided during the depo-
sition unless the parties to the deposi-
tion stipulate otherwise on the deposi-
tion record.

(b) Other than deposition. For evi-
dence other than deposition evidence:

(1) Objection. Any objection must be
served within five business days of
service of evidence, other than deposi-
tion evidence, to which the objection is
directed.

(2) Supplemental evidence. The party
relying on evidence for which an objec-
tion is timely served may respond to
the objection by serving supplemental
evidence within ten business days of
service of the objection.

(c) Motion to exclude. A miscellaneous
motion to exclude evidence must be
filed to preserve any objection. The
motion must identify the objections in
the record in order and must explain
the objections.

(d) Motion in limine. A party may file
a miscellaneous motion in limine for a
ruling on the admissibility of evidence.

[69 FR 50003, Aug. 12, 2004, as amended at 69
FR 58260, Sept. 30, 2004]

§41.156 Compelling
production.

(a) Authorization required. A party
seeking to compel testimony or pro-
duction of documents or things must
file a miscellaneous motion for author-
ization. The miscellaneous motion
must describe the general relevance of
the testimony, document, or thing and
must:

(1) In the case of testimony, identify
the witness by name or title, and

(2) In the case of a document or
thing, the general nature of the docu-
ment or thing.

(b) Outside the United States. For tes-
timony or production sought outside
the United States, the motion must
also:

(1) In the case of testimony. (i) Identify
the foreign country and explain why
the party believes the witness can be
compelled to testify in the foreign
country, including a description of the
procedures that will be used to compel

testimony and
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