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(f) Applications on inventions made 
outside the United States and on in-
ventions in which a U.S. Government 
defense agency has a property interest 
will not be made available to defense 
agencies. 

[65 FR 54682, Sept. 8, 2000, as amended at 65 
FR 57060, Sept. 20, 2000; 68 FR 14338, Mar. 25, 
2003; 69 FR 29880, May 26, 2004] 

§ 5.2 Secrecy order. 
(a) When notified by the chief officer 

of a defense agency that publication or 
disclosure of the invention by the 
granting of a patent would be detri-
mental to the national security, an 
order that the invention be kept secret 
will be issued by the Commissioner for 
Patents. 

(b) Any request for compensation as 
provided in 35 U.S.C. 183 must not be 
made to the Patent and Trademark Of-
fice, but directly to the department or 
agency which caused the secrecy order 
to be issued. 

(c) An application disclosing any sig-
nificant part of the subject matter of 
an application under a secrecy order 
pursuant to paragraph (a) of this sec-
tion also falls within the scope of such 
secrecy order. Any such application 
that is pending before the Office must 
be promptly brought to the attention 
of Licensing and Review, unless such 
application is itself under a secrecy 
order pursuant to paragraph (a) of this 
section. Any subsequently filed appli-
cation containing any significant part 
of the subject matter of an application 
under a secrecy order pursuant to para-
graph (a) of this section must either be 
hand-carried to Licensing and Review 
or mailed to the Office in compliance 
with § 5.1(a). 

[24 FR 10381, Dec. 22, 1959, as amended at 62 
FR 53203, Oct. 10, 1997; 65 FR 54683, Sept. 8, 
2000] 

§ 5.3 Prosecution of application under 
secrecy orders; withholding patent. 

Unless specifically ordered otherwise, 
action on the application by the Office 
and prosecution by the applicant will 
proceed during the time an application 
is under secrecy order to the point in-
dicated in this section: 

(a) National applications under se-
crecy order which come to a final re-
jection must be appealed or otherwise 

prosecuted to avoid abandonment. Ap-
peals in such cases must be completed 
by the applicant but unless otherwise 
specifically ordered by the Commis-
sioner for Patents will not be set for 
hearing until the secrecy order is re-
moved. 

(b) An interference will not be de-
clared involving a national application 
under secrecy order. An applicant 
whose application is under secrecy 
order may suggest an interference 
(§ 41.202(a) of this title), but the Office 
will not act on the request while the 
application remains under a secrecy 
order. 

(c) When the national application is 
found to be in condition for allowance 
except for the secrecy order the appli-
cant and the agency which caused the 
secrecy order to be issued will be noti-
fied. This notice (which is not a notice 
of allowance under § 1.311 of this chap-
ter) does not require reply by the appli-
cant and places the national applica-
tion in a condition of suspension until 
the secrecy order is removed. When the 
secrecy order is removed the Patent 
and Trademark Office will issue a no-
tice of allowance under § 1.311 of this 
chapter, or take such other action as 
may then be warranted. 

(d) International applications under 
secrecy order will not be mailed, deliv-
ered or otherwise transmitted to the 
international authorities or the appli-
cant. International applications under 
secrecy order will be processed up to 
the point where, if it were not for the 
secrecy order, record and search copies 
would be transmitted to the inter-
national authorities or the applicant. 

(Pub. L. 94–131, 89 Stat. 685) 

[43 FR 20470, May 11, 1978, as amended at 53 
FR 23736, June 23, 1988; 62 FR 53203, Oct. 10, 
1997; 69 FR 50002, Aug. 12, 2004] 

§ 5.4 Petition for rescission of secrecy 
order. 

(a) A petition for rescission or re-
moval of a secrecy order may be filed 
by, or on behalf of, any principal af-
fected thereby. Such petition may be in 
letter form, and it must be in dupli-
cate. 

(b) The petition must recite any and 
all facts that purport to render the 
order ineffectual or futile if this is the 
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basis of the petition. When prior publi-
cations or patents are alleged the peti-
tion must give complete data as to 
such publications or patents and 
should be accompanied by copies there-
of. 

(c) The petition must identify any 
contract between the Government and 
any of the principals, under which the 
subject matter of the application or 
any significant part thereof was devel-
oped, or to which the subject matter is 
otherwise related. If there is no such 
contract, the petition must so state. 

(d) Appeal to the Secretary of Com-
merce, as provided by 35 U.S.C. 181, 
from a secrecy order cannot be taken 
until after a petition for rescission of 
the secrecy order has been made and 
denied. Appeal must be taken within 
sixty days from the date of the denial, 
and the party appealing, as well as the 
department or agency which caused the 
order to be issued, will be notified of 
the time and place of hearing. 

[24 FR 10381, Dec. 22, 1959, as amended at 62 
FR 53204, Oct. 10, 1997] 

§ 5.5 Permit to disclose or modification 
of secrecy order. 

(a) Consent to disclosure, or to the 
filing of an application abroad, as pro-
vided in 35 U.S.C. 182, shall be made by 
a ‘‘permit’’ or ‘‘modification’’ of the se-
crecy order. 

(b) Petitions for a permit or modi-
fication must fully recite the reason or 
purpose for the proposed disclosure. 
Where any proposed disclosee is known 
to be cleared by a defense agency to re-
ceive classified information, adequate 
explanation of such clearance should be 
made in the petition including the 
name of the agency or department 
granting the clearance and the date 
and degree thereof. The petition must 
be filed in duplicate. 

(c) In a petition for modification of a 
secrecy order to permit filing abroad, 
all countries in which it is proposed to 
file must be made known, as well as all 
attorneys, agents and others to whom 
the material will be consigned prior to 
being lodged in the foreign patent of-
fice. The petition should include a 
statement vouching for the loyalty and 
integrity of the proposed disclosees and 
where their clearance status in this or 

the foreign country is known all de-
tails should be given. 

(d) Consent to the disclosure of sub-
ject matter from one application under 
secrecy order may be deemed to be con-
sent to the disclosure of common sub-
ject matter in other applications under 
secrecy order so long as not taken out 
of context in a manner disclosing ma-
terial beyond the modification granted 
in the first application. 

(e) Organizations requiring consent 
for disclosure of applications under se-
crecy order to persons or organizations 
in connection with repeated routine op-
eration may petition for such consent 
in the form of a general permit. To be 
successful such petitions must ordi-
narily recite the security clearance 
status of the disclosees as sufficient for 
the highest classification of material 
that may be involved. 

[24 FR 10381, Dec. 22, 1959, as amended at 62 
FR 53204 Oct. 10, 1997] 

§§ 5.6–5.8 [Reserved] 

LICENSES FOR FOREIGN EXPORTING AND 
FILING 

§ 5.11 License for filing in a foreign 
country an application on an inven-
tion made in the United States or 
for transmitting an international 
application. 

(a) A license from the Commissioner 
for Patents under 35 U.S.C. 184 is re-
quired before filing any application for 
patent including any modifications, 
amendments, or supplements thereto 
or divisions thereof or for the registra-
tion of a utility model, industrial de-
sign, or model, in a foreign patent of-
fice or any foreign patent agency or 
any international agency other than 
the United States Receiving Office, if 
the invention was made in the United 
States and: 

(1) An application on the invention 
has been on file in the United States 
less than six months prior to the date 
on which the application is to be filed, 
or 

(2) No application on the invention 
has been filed in the United States. 

(b) The license from the Commis-
sioner for Patents referred to in para-
graph (a) would also authorize the ex-
port of technical data abroad for pur-
poses relating to the preparation, filing 
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