U.S. Patent and Trademark Office, Commerce

declaration is required before filing a
petition to the Director, unless the ex-
aminer directs otherwise. See §7.39(b)
for the deadline for responding to an
examiner’s Office action.

(b) If the examiner maintains the re-
fusal of the affidavit or declaration,
the holder may file a petition to the
Director to review the examiner’s ac-
tion. The petition must be filed within
six months of the mailing date of the
action maintaining the refusal, or the
Office will cancel the registration.

(c) A decision by the Director is nec-
essary before filing an appeal or com-
mencing a civil action in any court.

§7.41

Subpart G—Renewal of Inter-
national Registration and Ex-
tension of Protection

§7.41 Renewal of international reg-
istration and extension of protec-
tion.

(a) Any request to renew an inter-
national registration and its extension
of protection to the United States
must be made at the International Bu-
reau in accordance with Article 7 of the
Madrid Protocol.

(b) A request to renew an inter-
national registration or extension of
protection to the United States sub-
mitted through the Office will not be
processed.
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Section
A
Abandonment of application or mark:
During inter partes ProCEEAINE ....c.iiiiriiii ittt eet e eae e ae e aaeenans 2.135
ExXDPress abandonment. . ... aaas 2.68
For failure to respond or to respond completely to official action.............. 2.65(a)
For failure to timely file a statement of US€ ......cceviviiiiiiiiiiiiiiiiiiieeens 2.65(c)
Revival of abandoned appliCation .........ciuiiiiiiiiiiiiii e 2.66
Acceptance of affidavit UNAer SEC. 8....iininiiiiiiiiii e e aeaas 2.163
Access:
To applications, and all proceedings relating thereto, after publication
OF TEGISTTrATION . .ttt 2.27(d)
To applications prior to publication...
TO ASSIGNIMENT FECOTAS . vttt et e ettt ee et ea e s ereasenenearenanns 2.200
To decisions of Director and the Trademark Trial and Appeal
270 =1 ¢ PP PPN 2.27(c)
To materials filed under seal pursuant to a protective order......... 2.27(e); 2.126(d)
To pending trademark application IndeX .........cccceieiiiiiiiiiiiiiiiiiiieeeeans 2.27(a)
Acknowledgment of receipt of affidavit or declaration:
FIled UNAer SEC. 8 o et 2.163
Filed under secC. T1 ..ccoiviiiiiiiiiiiiiieieieieieeanens
Act, The, defined ......ccoveviviiiiiiiiiiiiiiirreeeeens
Action by assignee of record or owner
Action by Examiner on appliCation ........ccooiiiiiiiiiiiiiiiiiicee e 2.61
Adding party to an iNGerferenCe . ... e 2.98
Address for correspondence with U.S. Patent and Trademark Office................ 2.190
Admissions, request for (discovery):
Motion to determine sufficiency of responSe.......cccvviiiiiiiiiiiiiiiiiiiieeenns 2.120(h)
1 010 B = o PN 2.120(a)
LOLSTCI o =Y b a's D ESTS) Lo o B PP PPN 2.120(3)
When to file copy of request with Trademark Trial and Appeal
D270}z 1 o PP PRSPPIt 2.120(3)(8)

Advertising by attorneys and others, restricted
Affidavit or declaration:

Claiming benefits of Act of 1946 under SEC. 12(C) cuivivririiriiiriiiiiiieeeeeeeenenens 2.1563
Combined SeCS. 8 AN 15 ....iuiiriiiiiii i e 2.168(a)
For incontestability Under SEC. 15 ..ot et ereeeae e 2.167
Of use in commerce or excusable nonuse under SeC. 8.......cccvvvvvvvieninininnnnnn 2.160-166
Of use in commerce or excusable nonuse under sec. Tl......ccceeveveviiiiinenennn.. 7.36-7.40
Reconsideration of, under sec. 8 .................. ...2.163(b), 2.165
Reconsideration of, Under SEC. Tl....vvviiiiiiiiiiiiiiiieieieieeeeee s 7.39(b), 7.40
To avoid cancellation of registration under sec. 8........cevvvvviviviiniininnnnn. 2.160-2.161
To avoid cancellation of registration under sec. T1......ccoceeviiviviiviniiiiniinnans 7.36-7.40
Agent. (See Attorneys and other representatives)
Allegations in application or registration not evidence on behalf of ap-
plicant or registrant in inter partes proceeding..........cccevevivivenennnnnnnnnns 2.122(b)(2)
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AllOWanCe, NOTICE OFf .oniniiiiii e 2.81(b), 2.88
Amendment of application:
After final aCTion .o e 2.64(b)
After PUDLICATION ..o e 2.35(b), 2.84(b)
Between notice of allowance and statement of USe........cocvvvviiiiiiiiiiiiiiiinen, 2.77
Description or drawing of mark .......ccoovviviiiiiiiiiiiiiiieieeeees
Form of amendment..........ccooviviiiiiiiiininininnnn,
Involved in inter partes proceedings
TO AlIEZE USE tuinviriitiiii e eeeaenens
To change to different register ......................
To correct informalities........ccccvevviviviiineninnns
To seek concurrent use regiStration ......cccoiiviiiiiniiiiiiii s 2.73
Amendment of pleadings in inter partes proceedings:
(7= 5 aTeT=) B =1 72 (o ) s D PPN 2.115
[©)/0) 00153 7 1o ) s B TRPRU 2.107
Amendment of registration:
During inter partes ProCEEAINES ..uuuini ittt ettt eee e eeaeanenens 2.133
Requirements for, in general
AMendment $0 AllEZE TISE .ouuiuiir ittt ettt e, 2.76
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Correction of defiCienCy I ..o s 2.76(g)
B OECTCI o) i 1 b 0T P PP PP TP PR PPt 2.6
Filed during final action response Period.........cccveviviiiiiiiiiiiiiiiiieeeeeeeeeeanans 2.64(c)
Minimum requirements for filing ........ccoviviiiiiiiiiiii s 2.76(e)
ReqUIremMeEnts fOT ..ot e e 2.76(b)
ATl o) i i 1 5 s F =PRI 2.76(a)
WITHATAWAL OF ..viininiiiiii e et e e e et e e ae e e e e e e e e eaeaenaans 2.76(h)
Answer to pleadings in opposition and cancellation proceedings............. 2.106, 2.114
Contents Of ANSWETr. ..ot 2.106(b)(1), 2.114(b)(1)
Corresponds to answer in court proceeding .........coveviiiiiiiriiiiiiiiiieeieenenens 2.116(c)
(07030 hiahot=y e K= h'a NP 2.106(0b)(2), 2.114(b)(2)
Failure to timely anSWeT .. ..c.iiiiiii e eneaes 2.106(a), 2.114(a)
Answer to notice instituting concurrent use proceeding..........c.cccveveivininnenen. 2.99(d)
Failure 0 aSWeT c.uuiiii i et e et e e ans 2.99(d)(3)
Who needs to answer and WHhen ......o.vuviiiiniininiiinierreee e e e eenes 2.99(d)(2)
Appeal to Court and CivVil ACTI0N...ivii it 2.145
Appeal to Court from decision of Director.......ccooviiiiiiiiiiiiiiiiiiirr e 2.145
Appeal to Court from decision of Trademark Trial and Appeal
2 70 T2 1 ¢ S 2.145
Appeal to U.S. Court of Appeals for the Federal Circuit.............coceeenennn 2.145(a)
Civil action ....2.145(c)
Extensions of time t0 aPDeAl c...viuiriniiiiii e 2.145(e)
Notice of appeal t0 COUT ..ot e aeas 2.145(c)(4)
Notice of appeal to U.S. Court of Appeals for the Federal Circuit ............. 2.145(b)
Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal circuit.........cccoeeeveviininen.n.. 2.145(c)(3)
Time for appeal Or CiVil ACTI0N c.vviuiiiiiiii e 2.145(d)
Appeal to Trademark Trial and Appeal Board:
Appropriate response to final refusal or second refusal on the same
F 010 B0 L = PN 2.64(a), 2.141
BriefS 0N @DDEAL ...veiiiiiiii e a e 2.142(b)
Compliance with requirements not on appeal ........ccovviviiiiiiiiiiiiiiiiieennns 2.142(c)
Failure of appellant to file brief.........ccoiviiiiiiiinnn. ...2.142(b)(1)
In multiple class aPPliCaAtIONS . . it 2.141
Introduction of new evidence after filing of appeal...........ccccvviiiiiiiinininnnnn 2.142(d)
Oral Nearing 0N ADPEAL.....cuiie ittt ee e ereeaaenens 2.142(e)
Reconsideration of decision on appeal.......cccooiiiiiiiiiiiiiiiiiii s 2.144
Remand to Examiner re new issue prior to decision...........ccccceeviviiiiininnnn.. 2.142(f)
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Reopening of examination of application after decision on appeal ............ 2.142(g)

Time and manner of filing apPeal......cccciuviiiiiiiiiiiiiiiiir e 2.142(a)
Applicant:

B0} i ch = s BTN 2.24, 2.34(a)(3) and (4)

May be represented DY an attorney ..o.o.vveiriiiiiiii e 2.11

Name Of ..ovovieiii s ...2.21, 2.32(¢c)

Signature and oath or declaration .........cveiiiiiiiii i 2.33
Application for registration ... s 2.21-2.47

Access 1o pending appliCations ...ooviiiiii s 2.27

Amendment of. See Amendment of application.

Basis fOr fIlIng .oiuieiiii e 2.34, 2.35

Certification mark
Collective mark...

Color claim in .....

(070) L6310 h i o3 0 LT 0 ST OO PP

Conflicting marks, co-pending applications for ..

Description of mark .....ccoooveiiiiiiiiiiiiieeeens

Different classes may be combined ................

Dividing of applications .........ccoceveveiiniininnnnn.

D)z At R e Tl 10 L0 B A = Te DO PPN 2.51
Extension of protection of international registration to TUnited

S DS ettt e 7.25-7.41
Filing-date requirements ..o e e eaaas 2.21
Form of apDliCabion ...ouiininiiii i e 2.32-2.47
For international registration. See International registration, application for
Must be In ENGLISH .o 2.32(a)
Principal Register.....ocooiiiiiiiiiiiiiiiiiiiieieeeens
Priority claim based on foreign application...........ccccoiviiiiiiiiinnnn.n. 2.34(a)(4), 7. 27
Prior registrations should be identified......... 2.
Requirements for drawings ........ccoeevveveenennnn..

Requirements for written application ...........
Service mMark ....cocvviviiiiiiiiiiieieieieeee e,
Signature of............ceeneene.
Specimens filed with......
Supplemental Register
VerifiCation Of c..o.iii e e e 2.32(b), 2 33
Assignee:
Certificate of registration may be issued t0 ..cocoveviviiiiiviiiiiiiin 3.85
New certificate of registration may be issued t0.....cccevviiiiiiiiiiiiiiiiinn, 2.171
BA\fo) e o) a'a b a3 B =16 B N U0 PP PP PP 3.61
Right to take action when assignment is recorded or proof of assign-
ment has been submitted.......coooiiiiiiii 3.71, 3.73
Assignment of registered marks or marks subject to pending applica-
L0 10} 0 [ T PO 3.1—3.85, 7.23
Cover sheet required to record
Effect of reCOrding.....coovuviiiiiiiiiiiiiiei e
Electronically-filed requests to record........ccocvevviniiinininninennn.. 3.25(¢c)(1), 3. 31(a)(7)
Extension of protection of international registration to U.S., assign-

D a L= 0L v o PSPPI 7.22, 7.23
Original documents should not be submitted for recordation.............. 3.25, 3.34(b)
Recording in U.S. Patent and Trademark Office of assignments or

other instruments relating to such Marks .......cccooiiiiiiiiiiiiiiiiieiceeceeeeene 3.11
Recording of changes to International registrations or applications not

F0 0] o) Ao 1 o) 1 PPN 7.22
Records open to public inspection ......c.cooevviiiiiiiiiiiie 2.200, 2.201(b)
Requirements for reCording ......coooviviiiiriiiiiiie e 3.25-3.31, 3.41

Assignment of trial dates in inter partes proceedings .............ccceeevennnn. 2.120(a), 2.121
Consolidated ProCEEAINGS. . uuuiu ittt et et e e et eenans 2.121(b)(2)
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COUNTETCLAIINL 1.ttt et e e e et et et e e et et et et e te e e eaenenenenenananans 2.121(b)(2)
BB BT To VA Y v 011 i o Y IR PN 2.120(a)
Extending, Rescheduling.........c.cocvenenenen. P, 2.120(a), 2.121(a)(1), (c), (d)
TeStIMONY PEITOMS . oninininiiii e e et e e e e e e e e e eneenans 2.121
Trial order mailed with notice of institution............cocovviiiiiiiiniiinnnn. 2.120(a)
Attorney conflict of interest.......ccoviiiiiiiiiiiiir e 2.61(c), 10.61-10.68
Attorneys and other representatives...................... 2.11, 2.17-2.19, 2.119(d), 10.1-10.170
Authentication of copies of registrations and records.............cocevvvvvenennnn 2.200(a)(2)
B
Basis for filing an appliCation ......cooeveiiiiiiiiii e 2.34, 2.35
Bona fide intention to use...... 2.34(a)(2)(1), 2.34(a)(3)(1), 2.34(a)(4)(1), 2.89(a)(3), (b)(3),
(@)
Briefs:

At final hearing in inter PATTES CASE ..vuvuiuini it enes 2.128
Failure of appellant to file brief on appeal.......cccoviviiiviiiiininiiniiiinninnns 2.142(b)(1)
Failure of inter partes plaintiff to file brief at final hearing................... 2.128(a)(3)
Failure to file brief on inter partes MOTION ......vevivviiiriiiiiiiiiiiiirineeeieeeans 2.127(a)
On appeal to Trademark Trial and Appeal Board.........cccoeeeveviviiiiininnennnnnnns 2.142(b)
On MOtioNns iN iNLer DATLES CASES cuviriniirie i eeeeeeeaeeneens 2.127(a), (e)(1)
On petitions t0 DIireChor ..o 2.146(c), (e)
Burden of proof in an interference .......c.ovviiriiiiiiii s 2.96

Business with U.S. Patent and Trademark Office to be conducted with
AECOTUIMN ANA COUTTEST 1 euitninintinenitrenet ittt eieteteteenetetaetetnenetaeenettneraenensanenennennn 2.192

Business with U.S. Patent and Trademark Office transacted in writ-
BT PP PPN 2.191

C

Cancellation of registrations (See also International Registration, cancellation
of):

By cancellation proceeding—pleadings and procedure .........ccceeevevreveineneenennnns 2.111
(See also Petition for Cancellation)

By registrant ..o e 2.134, 2.172

For failure to file affidavit or declaration of use under sec. 8................ 2.160-2.166

For failure to file affidavit or declaration of use under sec. 71 ................. 7.36-7.40

During cancellation ProCeeding.......cvviviiiriiriiiiiiiiinieieireieire e ereneaanes 2.134(b)
Cases not specifically defined in rules, petition to the Director ............... 2.146(a)(4)
Certificate of correction of registration............ccoooiiiiiiiiiiiiiiiiiin 2.174, 2.175
Certificate of mailing by first class mail.......cccooeiiiiiiiiiiiii e 2.197
Certificate of registration:

As evidence in inter partes proCeeding ........ocvvevevriiiiiiiireiiieieanennnns 2.122 (b), (d), (e)

(070 a1 1=3 0L 1S TP PPN 2.151

In Registered extension of protection of international registration to

UNITEA STATES . initiiiiti e ettt e e et e et e e e eaaas 7.28

Issuance of new certificate t0 asSigNee....coiiiiriiiiiii e 2.171

When and NOW ISSUEA «.uvuieiiniiiiiiii et e e eaans 2.81, 2.82, 2.151
Certificate Of tranSmMISSION i e 2.197
Certification MATK . ..ot a e aens 2.45, 2.56(a)(b)
Certification of international appliCcation ........cccooiiiiiiiiiiiiiii e 7.13
Certified copies of registrations and records .........cooeviiiiiiiiiiiiiiccceeeeeeens 2.201
Citizenship of apPliCant ..o e e 2.32(a)(3)
Civil action:

From decision Of DIreClOr. ..o e e e e eaeas 2.145(c)

From decision of Trademark Trial and Appeal Board ............c.coeeveiiininannn. 2.145(c)

Notice of election by appellee to proceed by civil action after appeal

to U.S. Court of Appeals for the Federal Circuit .........cccevvvienininn.n.. 2.145(c)(3)
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Notice to Trademark Trial and Appeal Board of election to commence
civil action for review of Board deciSion ........cccceveviiiiiiiiiiininininenennn.s 2.145(¢c)(4)

Suspension of action in application pending outcome
Suspension of inter partes proceedings pending outcome ..........ccocvevvvevenennennnns 2.117
Time for commencing civil action from decision of Director or Trade-
mark Trial and Appeal BOATd .....cc.viviuiiiiiiniiiiinieie e e eneans 2.145(d)
Waiver of right to proceed by civil action in ex parte case ..................... 2.145(¢c)(2)
Civil Procedure, Federal Rules of, applied to inter partes proceedings ......... 2.116(a),
2.120(a)
Claim of benefits of Act of 1946 for marks registered under prior
o) v TP 2.1563-2.156
Classification of 200ds and SEIVICES ..iuiiiiirii i e aeeaenanas 2.85
Application limited t0 SINGIE CLASS .iiieiriiiiiii it eeeaenens 2.86(a)
Combined aPPliCatioNS .ouiiit i e aaas 2.86(b)
SCREAULES Of ClaS SO .ttt ettt e e e e e e e e eanaeaans 6.1-6.4
Code of Professional Responsibility ....cocviiiiiiiiiiiiiiiiiiiinnir s 10.20-10.112
COLIECTIVE TNATK ottt et e et e et e e e et e e eneaeaneneanans 2.44, 2.56(a)(3)
Color claim:
In application for registration in United States .......cccoeevviiiiiiiiiiiinnn., 2.52(b)(1)
In application for international registration ...............cocoeiviiiiinnnn. 7.11(a)(4), 7.12
Combined aPPliCatiomS .ot aas 2.86, 2.87
Combined inter partes proceedings:
(072 a LT B - v Ko ) o K PPN 2.112(b)
[0)/0) 010155 v o ) s KPS 2.104(b)
Commencement of cancellation ........ooovuiiiiiiiiiii s 2.111(a)
Commencement of OPPOSITION .ovviniiiiiii e 2.101(a)
Communication with attorney or other representative........ccccceeviviiiiiiiiiinninnn., 2.18
Complaints against U.S. Patent and Trademark Office employees................... 2.192
Compliance of applicant With Other 1aWs ......covviiiiiiiiiiiiire s 2.69
Compliance with discovery order of Trademark Trial and Appeal
BOATA . eniiiiiie et a et a e e ans 2.120(g)
Compulsory counterclaim .........cccoooviiiiiiiiiiiiiiiiiiieceens 2.106(b)(2)(1), 2.114(b)(2)(1)
Concurrent use registration.....ccoviiiiiiiiiii e 2.42, 2.99
Amendment 0 SEEK ...vuiuiiii e 2.73, 2.75(¢c)
Answer to notice of concurrent use proceeding, by whom and
725 0 PN 2.99(d)
Application requiremMents .. ..o e 2.42
Based upon court determination ..........cooeiiiiiiiiiiiiii s 2.99(f)
Burden of proving entitlement 10 ......coooiuviiiiiniiiiiii e 2.99(e)
Consideration and determination by Trademark Trial and Appeal
BOATA eniiiiieie et ans 2.99(h), 2.133(c)
Examination by EXaminer .......coooviiiiiiiiiiiieiie e eas 2.99(a), (b)
Intent-to-use applications, when subject t0....c.coeveiiiiiiiniiiiiiniinnnn.. 2.73(b). 2.99(g)
Mark must first be published for opposition puUrpoSes .......coevvivivviiiiniiennennns. 2.99(c)
Notice of concurrent use ProCeeding .......cceeuvuviiiriiiniiniiiiniiieineieieeneeanens 2.99(c), (d)
Registrations and applications to register on Supplemental Register
and registrations under Act of 1920 not subject to.......ceveviviiiiiiiiiiiiininn, 2.99(g)
Request to divide application during concurrent use proceeding ................ 2.87(c)
Conduct Of PraCtitionNers . .ouu it e e e eeneanens 10.20-10.170
Conference, pre-trial, in inter PATteS CaASES c.cviivririie i iieeeieeeieeeeeeeenenns 2.120(i)(2)
Conference, telephone, in inter PATLES CASES ..vuvvriiiieeeierieirereerererereereenenenens 2.120(1)(1)
Confidential matters ...2.21(e), 2.125(e), 2.126(d)
Conflict of interest, attorney ....cccoeviiiiiiiiiiiieee e 2.61(c), 10.61-10.68
Conflicting marks, co-pending applications for..........coooiiiiiiiiiiiiiiiiiiinnn, 2.83, 2.91
Consent of applicant or authorized representative to withdrawal of oppo-
SN L) AR B o) = 0 1) 1= N 2.106(c)
Consent of opposer to abandonment of application or mark ............cccevevenenene. 2.135
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Consent of petitioner to surrender or voluntary cancellation of registra-

103 0 o PP 2.134
Consent of registrant or authorized representative to withdrawal of can-

Cellation after AN SWET ... 2.114(c)
Consolidated inter partes proceedings:

Filing consolidated petition to cancel..........covviiiiiiiiiiiiiiieeeees 2.112(b)
Filing consolidated OpPOSItION ...ciiiiiiie e 2.104(b)
Times fOr filing DriefS . .ocviiii i e ans 2.128(a)(2)
Times for taking testimONY . cc.iuiiiiii e eaeans 2.121(b)(2)
Constructive use, entry of judgment subject to establishment of in inter

PATEES PrOCEEAIIIE S tu ittt it ittt ettt ettt et eneeseeateneaseneaseneaseneaseneanens 2.129(d)
Contested Or iNter PATTES CASES ..uviuietiniit ettt eieet i et reaseieereeareeananens 2.116 et seaq.
Copies of registrations and reCoOrdS.....ccuiiiiiiiiii e aans 2.6, 2.201
Correction of informalities by amendment........ccoooiiniiiiiiiiiiiiiie e 2.711
Correction of mistake in certificate of registration:

Mistake by U.S. Patent and Trademark Office........cccovviiiiiiiiiiiiiiiiiiiieeens 2.174

Mistake by registrant.........cooooiiiiiiiiiiiiiiiee L2

Mistake in international registration...........cooviiiiiiiiiiiiiii e 7.22
Correspondence, addresSSes fOT ....iv it 2.190, 7.4
Correspondence, with whom held .......ccocoeviiiiiiiiiiiiiiniieens 2.18, 2.24, 2.119(d)
Counterclaim in opposition and cancellation........................... 2.106(b)(2), 2.114(b)(2)
Court determination as basis for concurrent use registration ........................ 2.99(f)
Courtesy and decorum in dealing with U.S. Patent and Trademark Of-

i [T TP 2.192

Court of Appeals for the Federal Circuit, U.S., appeal to....
D
Date of first use and first use in commerce:
AMENndmENT OF ... ettt aans 2.71(c)
Required in amendment t0 alleZe USE ..cuiviiriiiiriiiiiiiiieiei e 2.76(b)(1), (¢)
Required in statement 0f USe .....ccoeveiiiiiiiiiiiiiiiiii s 2.88(b)(1), (c)
Required in use applications under sec. 1(a)....ccccevviviviiinninnnnnn, 2.34(a)(1)(1) and (ii)
Date of use allegation in application or registration not evidence on be-

half of applicant or registrant in inter partes case ........cccvvvevviviininnnnnn. 2.122(b)(2)
Declaration in lieu of oath or verification ............cooiiiiiiiiiiiiiir e 2.20
Declaration Of INTeTrferenCe ... e 2.91
Default judgment for failure to offer evidence in inter partes pro-

(o110 b B = PPN 2.132(a)
Delay in responding to official aCction........coooiiiiiiiii e 2.66
Deposit accounts for PaAying fEes ..o s 2.208
Depositions, discovery, in inter partes cases:

D Je) 0s LTS v Lo 0 F- 1 i 7/ PPN 2.120(b)
Foreign party or representative .....cocovviiiiiiiiiiiiii e 2.120(c)
Motion to compel attendance ....2.120(e)
BA\[0) 2N o2 B i v U PP PPN 2.120(b)
A 0s T o ) G vF- 1 o =P 2.120(a)
S8 OF ittt e ettt et a et e et e e aans 2.120(j)
When to file with Trademark Trial and Appeal Board............ccccceevvenenn.. 2.120(3)(8)
Depositions, discovery or trial testimony, upon written questions................... 2.124
Depositions, trial teStimONY ..ot e 2.123
Before Whom BaKeN ..o e 2.123(d)
Certification and filing ........coooviiiiiiiiii e e, 2.123(f)
Corresponds to the trial in court proceedings ......cceveveeieiiiiiiieieienenirenenenenns 2.116(e)
Effect of errors and irregularities .....ccoooiiiiiiiiiiiii s 2.123(3)
Examination Of WitnesSSes oottt e e ans 2.123(e)
Filing and service of testimony transcript.......ccooeiiiiiiiiiiiiiee 2.125
FOrm Of dePOSItIONS ciuuiniiiiiiii e aas 2.123(g)
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Inspection of AePOSItIONS ..oui it 2.27(d), 2.123(1)
Manner Of CaAKING ..o.iuiiii e et e e e e e e 2.123(a)
BV RS v oY B i =Y PSR 2.123(h)
o) v FeTc o) il v7- 1 - 0 = S 2.123(c)
Protective order relating to transcript or exhibits .....ccoovviviiiiiiiiiiin, 2.125(e)
Raising of 0bJeCtionS c.oviiiriiii s ...2.123(e), (i), (k)
Stipulations COMCEIMING ..ot e e nenens 2.123(b)
Taken in foreign COUMIY ..o e e aenas 2.123(a)(2)
TiMING oo
Description of mark in application .........ccooovviiiiiiiiiiiiiiiiieens 2.37, 2. 52(b)(5)
AMENAINEIIT B0ttt et e e et e et e e a et e e e eaans 2.72
Designation of representative by foreign applicant, registrant, or party:
P2N 01 o) S T2 N v o ) s DO OO PPPPPRt 2.24
BN TSh F oy 081 1<) 0 L v 3.61
In inter PArtes PrOCEEAIIIE .. it ittt ittt et ettt e et ereeseieeteeenenraaeneananas 2.119(d)
Diligence, requirement for .......coooiiiiiiiiii s 2.66(a)(2), 2.146(i)
Director of United States Patent and Trademark Office:
May suspend Certain IUles ..ocooeviiiiiiiiiie e ee e enaes 2.146(a)(b), 2.148
D 2 7 () s B oo S 2.146
Disciplinary ProCeedings . ..oivi i e aes 10.130-10.170
Disclaimer:
DUTING INTET DATEES CASES vttt ettt et e et et e e et et et e ensaeneaeanes 2.133
In part, of registered MATK ......ocoiiiiiii e 2.173
Discovery depositions. See Depositions, discovery, in inter partes cases.
DiSCOVErY DPIOCEAUTE .eueniniiiiieieiet ettt et e e e et e e e e eenanenens 2.120
Automatic disclosure provisions and scheduling conferences of Federal
Rules of Civil Procedure not applicable ........cccoveviiiiiiiiiiiiiiiiiieieeeeenns 2.120(a)
Discovery deposition of domestic PATrtY ..oevviriiiiiiiii e 2.120(b)
Discovery deposition of foreign party....ccccvviiiiiiiiiii s 2.120(c)
Discovery provisions of Federal Rules of Civil Procedure apply except
aS OLherwise ProVIAEd ..o.oviriiiiiii e e e eas 2.120(a)
Failure to comply with discovery order of Trademark Trial and Appeal
BOa A o et aaaas 2.120(g)
Interrogatories ...2.120(d)(1)
Motion for order to oompel AISCOVEIY cuiuininiiieiiieeieieieineeianes 2.120(d)(1), 2.120(e)
Motion for a ProteCtive OTAeT ... .co.vuviiiiiiiii e e e e eaeanes 2.120(f)
Place of production of documents and things........ccooeviviiiiiiiiiiiiiinieninnnnn 2.120(d)(2)
Pre-trial CONTErenCe .. ..o 2.120(1)(2)
Proceeding suspended pending decision on motion to compel................ 2.120(e)(2)
Request for admisSionS. ..o e 2.120(h)
Sanctions for failure to comply with discovery order of Trademark
Trial and ApPeal BOAT .....c.oviriiiiriiiiii it eeeneens 2.120(g)
TelePNONE CONTEIEIICE .ouvinititiit ittt et e ea e er e eseeeseeaneneaens 2.120(i)(1)
A 0a Lol (o) o B ESTeTo A 4c) v USRS 2.120(a)
Use of discovery deposition, answer to interrogatory, or admission .......... 2.120(j)
When to file discovery materials with Trademark Trial and Appeal
D270} b o PP TP PRPRPINt 2.120(3)(8)
Dismissal:
For failure to file brief on appeal to Trademark Trial and Appeal
270} o PPN 2.142(b)(1)
For failure to take testimony or offer other evidence in inter partes
L2 1T PP PPN 2.132
Distinctiveness under sec. 2(f), proof of
Dividing an application...........ccccceevviviiiiiiiinnn.n,
Dividing a registration ..o e 2. 171(b)
Domestic representative of foreign applicant, registrant, or party:
J2N ) ) B eT: N v Fo ) s PR 2.24, 2.37
ASSIGTIIMNEIIT ottt e ettt e e ans 3.61
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In inter PArtes PrOCEEAIIIE . ..vr ittt et e e er e ieeteeeaeneaaeeaaannn 2.119(d)
Domicile of applicant ....2.32(a)(3)
D) R o F= OO 2.51-2.54

Amendment t0 MATK I1 ... 2.72

Color in ovvivviiiiiiieieienene, ...2.52(b)(1))

Drawings PEQUITEM ..uoriniit ittt et ettt e e e e et et e s eenseneasenenaenens 2.51

BElectronically-filed.....ccouiiiiiiiii e et aes 2.52(c), 2.53

D221 01 PP PPTPP Paper

Requirements for drawing ....... ...2.52-2.54

Standard character AraWing ......covoiiiiiiiiiii i e eeaes 2.52(a)

Transfer from abandoned to new application .......coccviviiiviiiiiiniiiniiiieinieeeeans 2.26

Typed drawing. See Standard character drawing
Duration of registration:

Cancellation for failure to file affidavit or declaration of use under sec.

< ISP 2.160
Cancellation for failure to file affidavit or declaration of use under sec.

1 PPN 7.36
REINEWAL. ..ttt e e e et aaaas 2.181-2.186, 7.41
Term of original registrations and renewals ........cccoeviiiiiiiiiiiiiiiiiieieeeeaens 2.181

E

Electronic filing with Trademark Trial and Appeal Board ................ccceuenee. 2.126(d)
Emergencies or interruptions in United States Postal Service..................... 2.195(e)
Bl 172 v Ao 1= i 6 4 =T F PP PPN 2.2(b)
Entry of judgment, in inter partes proceeding, subject to establishment

Of CONSEIUCTIVE TSE 1nviniiiiii e e e aeaes 2.129(d)
Evidence in ex parte appeal after notice of appeal .......cccovevviiiiiiiiiiiiiiiiinininn, 2.142(d)
Evidence in inter partes proceeding .........ccoeveveveinininininnnnnn. ...2.122-2.125

Affidavits, stipulated testimony, and stipulated facts.........cooeevvviiiiniinnnn.. 2.123(b)

Allegations of use and specimens in applications and registrations ...... 2.122(b)(2)

DS COVETY TESIDOTISES tuiuinininiieteteteretetetetetereteneresetereneneneneneneneeneenensaeasnsnsasaens 2.120(j)

Exhibits attached 10 Pleadings ...ccovviiriiiiiiii e aeas 2.122(c)

Files of applications or registrations which are subject matter of pro-

[e7<T=T0 b s = PP PPN 2.122(b)(1)
[0 a3 = A T o £ PN 2.122(e)
Printed publiCations ..o e e e 2.122(e)
Registration owned by any party to proceeding... ...2.122(d)(2)
Registration pleaded by opposer or petitioner ...........ooeiviiiiiiiiiiiinin, 2.122(d)(1)
RULES Of BVIARIICE . ouiniiiiiii e e e et e e e e e e e e e e enenens 2.122(a)
Testimony from other proceedings between parties .........ccceeveviviviiinininnnn. 2.122(f)
Testimony upon oral examination...........coiiiiiiiiiiiiiiii s 2.123
Testimony upon Written qUestionS ..occoi it e ees 2.124

BEvidence of AistinCtiveness v e 2.41
Examination of appliCations ..o 2.61

Examination of witnesses in inter partes proceeding........cccovevevviiiiniiinninnnnennns 2.123(e)

Examiner’s appearance at ex parte appeal oral hearing ............................. 2.142(e)(2)
Examiner’s Drief 0N apDeal .....c.iiiriiiiiiii e e 2.142(b)
Examiner’s jurisdiction over an application ......ccoooviiiiiiiiiiiiiiiiiie e eeeaeaens 2.84
Exhibits attached to pleadings as eVIAENCEe .....ocuvuviiriiriiiriiiiiieieireeeieneanenes 2.122(c)
Forwarded to defendant by Trademark Trial and Appeal Board ........... 2.105, 2.113
Exhibits, testimony, filing and Service Of......cccvriiiiiiiiiiiiieeeeee s 2.125
Ex parte appeal. (See Appeal to Trademark Trial and Appeal Board)
Ezx parte matter disclosed but not tried in inter partes case ........cccevvvevviviininnnnnn. 2.131
Express abandonment of application or mark:
During examination PrOCEAUTE. .. ..c..iniiiiiiiiiiee et e e e e nenenans 2.68
During inter partes proceeding ...2.135

“Express Mail”’ procedure for filing of papers and fees..........cvviviiiiiiiiiinninennnn. 2.198
Express surrender or cancellation of registration:
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During inter partes ProCEEAINE ....cuiiiriii it et e eee e e aaareaaas 2.134

ReQUITEM NS FOT .o e et et aeas 2.172
Extension of protection of international registration to TUnited

I v v S 7.25-7.41
Affidavit of continued use or excusable nonuse required after registra-

17210 ) s B OO 7.36-7.40
ASSINIMENT Of oo e aeas 7.23
Basis for reg@istration ... 2.34(a)(b), 2.35(a)
Certificate of registration ...cocoivviiiiiiiiiii s 2.1561, 7.28
DefiNitions Of DOIIIIS ...ttt e et e e e et e e e et ananeanans 7.1
Effect of cancellation or expiration of international registration................... 7.30
DS 1 0 F = = N ot N 7.26
Not registrable on Supplemental Register ........cccoveviiiiiiiiiiinininn.n, 2.47(c), 2.75(¢c)
Part 2 rules appliCable ... e aaas 7.25(a)
Part 3 1rules do N0 @Dy cuiuiir ittt et aaaaaas 7.22
Priority Cladmm covnie i e e e aaaaaas 7.27
D2 T2 7.41
Registered extension of protection cannot be amended under Section 7

OF B8 A CT et ans 7.25(a)
Replacement of U.S. registration by .......coevvveninnenenne.

Trademark Rules of Practice applicable to..

Transformation to U.S. application ........ccooeviiiiiiiiiiiiiiiiceees 2.195(d)(5), 1. 31
Extension of time for discovery and testimony ............... 2.120(a), 2.121(a)(1), (c), (d)
Extension of time for filing opPOSition....ccccviiiii e 2.102
Extension of time for filing statement of use

Fee for filing request fOr.. .o

Good cause Showing, When NEeCESSATY ..ovviuirvireriiriirrieieineeineenerneennans 2.89(b)(4), (d)

Request filed with statement of US€....c.oviiiiiiiiiii s 2.89(e)

F
Facsimile transmission, certificate of.......cccooiiiiiiiiiiiiiiiiiieeeees 2.197, 7.4(e)
Facsimile transmission of certain correspondence to U.S. Patent and

Trademark OffiCe .....cooviviiiiiiiiiiiiiiiiir s 2.195(a)(3), (), (d), 7.4(d)
Facsimiles a8 SO CIIMIEIIS. . ittt ettt ettt e ae e s eeareneaaenanans 2.56(c)
Failure by appellant to file brief on ex parte appeal .......ccceeveveviviiienininnnnn. 2.142(b)(1)
Failure by Plaintiff to file brief at final hearing in inter partes pro-

TeTCTTe b T PP TSP PPN 2.128(a)(3)
Failure to answer OPPOSItION ..ttt 2.106(a)
Failure to answer petition for cancellation .............ccoviiiiiiiiiiiiiiiiiiens 2.114(a)
Failure to comply with diSCOVEry Order .....ccoviriiiriiiiiiieiei e eeeneaens 2.120(g)
Failure to comply with order relating to confidential testimony or ex-

10 v N 2.125(e)
Failure to file affidavit of use under sec. 8 or renewal application for reg-

istration in inter partes ProCeeding ......ccveiiriiiieiiii e eaas 2.134(b)
Failure to file brief on mMoOtioNn.......coiiiiii s 2.127(a)
Failure to offer evidence other than U.S. Patent and Trademark Office

B TeT0) (0 T O PP PP PPPUPPINt 2.132(b)
Failure to respond to official action ...........ccovveiiiiiiiiiiiiininnn,

Failure to take testimony or offer other evidence

Failure to timely file a statement of USe.......coiiiiiiiiiiiiiiieeeeens 2.88(h)
Fax transmission, certificate Of ..o 2.197
Fax transmission of certain correspondence to U.S. Patent and Trade-

ALK OffICE...euiniiiii s 2.195(a)(3), (¢), (d)
Federal Rules of Civil ProCedure......c.cocvviririiininiiinieieieiiieieieenenenennns 2.116(a), 2.122(a)
Federal Rules Of EVIAEINICE ..cuiuiniiiiiiiiiie ettt e et e e eeeanes 2.122(a)
Fees and CRarZeS. ..o ittt 2.6, 2.206-2.209, 7.6, 7.7

For filing an appliCation... ..o 2.6(a)(1)

331



37 CFR Ch. | (7-1-08 Edition)

For TEAS Plus application.....cccociiiiiiiiiiiiiiiiieieceeeeeens 2.6(a)(1)(ii), 2.21, 2.22
Payable to International BUI€at ........cvuiiiiiiiiiiiiiiii e neeaeas 7.7
Fees, insufficient amount submitted:
FOr A DIiCALION ottt 2.21(a)(b)
For petition for cancellation ........ccooviviiiiiiiiiiiii e 2.85(e), 2.111(c)
FOT €T DATLE APPEAL ...eeriiiiii i e et e 2.85(e)
FOr OPDOSITION 1aeiii e 2.101(d)
For renewal appliCation ....cccovuviiiiiiiiiniiiiiii e 2.183(b) and (f)
Fees, PAYMENt Of ... 2.6, 2.206-2.207, 7.6, 7.79
TO INternatioNal BUTEaAU.....ccuiiiniiiiiiieiie it eee et e et e et e e ete e e eaeaneneanans N
Filing an amendment t0 Qllege USE ....cuiuiuiiiiiiiiii it eeae e aeaaaans 2.76
Filing an extension of protection under 66(a) ........ccoovveviiriiiiiiiiiiiiiiiiaennnns 2.34(a)(b)
Filing an opposition.............ccoooeeninne.
Filing and service of trial testimony..
Filing DY CD RO ..ottt et ettt et ee e e e e s eneeenesenanens 2. 126(b)
Filing date, effective, after amendment of sec. 1(b) application to Supple-
MeENtal ReGIS O oo e 2. 75(b)
Filing date of application ........cccooeiiiiiiiiiiiiiiiiiin,
Filing of confidential PAPErs ....covveviviiiiiiiieiiiieieieieeeeaens
Filing of papers electronically ......ccocoevviviiiiniiinniniiinenennenes
Filing of papers and fees by Express Mail....
Filing petition for cancellation ........coooviiiiiiiiiii e
Filing requests for extensions of time for filing statement of use....
Filing statement of use after notice of allowance.................cceevenenn.
Filing substitute specimens
Final refusal of appliCation. ...c.ooiiriiiiiiii i e 2. 64(a)
Filing amendment to allege use during final action response pe-
0 1o PP PP 2.64(c)
Reconsideration of ...2.64(a)
Final hearing, briefs at (inter partes proceeding) .....ccceveveiiiiriiiiiiiiiiiiiiiieereennnns. 2.128
Foreign applicant, registrant, or party, designation of domestic rep-
TeSENEATIVE ot s 2.24, 2.37, 2.119(d), 3.61
Foreign application, priority claim based on ...........c.ccoeeveviiinininininnnnn.. 2.34(a)(4), 7.27
Foreign registration:
Application based on, UNAer SEC. 44 .....oevuviiiniiniiiniiiiiineieeineeienes 2.34(a)(3), 2.47(b)
(076} o) o) AT PPN 2.34(a)(2)
Necessary before publiCation......cccivviviiiiiiiiiiniiiiii e ans 2.34(a)(3)(i1)
Form of amendment to appliCation.......cooviriiiiiiiiiii e 2.74
Form of submisSions $0 T T AB ..ottt e e e e e e e e eaeans 2.126
G
General information and COrreSPONAENCE .....cviiiririiinineninieeeeneraeanannns 2.190-2.198, 7.4
Goods and/or services identification of:
Additions NOt PErMItEed ..o.oniniiii s 2.71(a)
AMeEndmeEnNt Of ... oo aaas 2.71(a)
Amendment of, filed with statement of Use........ccooiiiiiiiiiiiiiiiiiiniinen 2.88(1)(3)
In affidavit or declaration filed under S€C. 8.......ccvvviiiiiiiiiiiiiiiiiiiiiiieeeanes 2.161(e)
In affidavit or declaration filed under sec. Tl......cccoviiiiiiiiiiiiiiiiiiieeeeene, 7.37(e)
In international appliCation......cccoiiiiiiiiiiii s 7.11(a)(7)
In written appliCation ..o s 2.32(a)(6)
Multiple goods or services comprised in single class or multiple class-
1= TN 2.32(a)(6), 2.34(a)(1)(v), 2.86
Required in amendment t0 allege USE ....c.ouviuiiiininiiniiiiiiiiiiniieeieeanens 2.76(b)(1), (c)
Required in request for extension of time to file statement of use .............. 2.89(f)
Required in statement of USe.....c.ccveviviiiiiiiiiiiiiiinie e 2.88(b)(1), (¢), (1)
Good cause, showing necessary for extension of time to file statement of
LS ettt ettt ettt ettt et et et et e et e e et e et et e et ettt et e et et et e ehe e e eaans 2.89(b)(4), (d)
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H
Hearing, oral:
At final hearing in inter partes ProCeeding ......ccveveiriiiiriieiiiiii e eeeeeeaens 2.129
On appeal to Trademark Trial and Appeal Board
On motion in inter partes proceedings.....ccoevevriviiriiiiiiiinenennanns
On Petition t0 DITECTOr ..ottt e e e 2.146(f)
I

Identification of goods and/or services. (See Goods and/or services identification
of)
Identification of pending application or registered mark in correspond-

(230 e PP PP TP PPN 2.194
Identification of prior registrations.....c.coiiiiiiii s 2.36
Incontestability of right to use mark:

AffIdavit UNAET SEC. L1b. . it e e e e e e e e e 2.167
Freedom from interference proceeding ...........cccooviiiiiiiiiiiiiiiiiiiiiiiiiiieieeenene, 2.91(b)
Informalities, amendment 10 COTTECT ....ouviiiiiiiiiii e 2.711
Intent-to-use applications under sec. 1(b):
Abandonment for failure to timely file a statement of use .................oeeil 2.65(¢c)
Amendment t0 AlleZE TSE ...ttt aaaaas 2.76
Amendments between notice of allowance and statement of use..................... 2.77
Basis for filing appliCation .......oveiiiiiiiiiiii e 2.34, 2.37
Bona fide intention to use mark in commerce necessary..................... 2.34(a)(2)(1)
CertifiCation MATK ...ooieiii ettt e e et et e e e e e eaans 2.45
(67 ) B LCTeln v/ I 0 2 o - PP PP 2.44
D) a L6 B = PP PTPPTPPY 2.87
Drawing required ........ccoveiiiiiiiiiiiiieiieeceeens ...2.32(¢c), 2.51
Extensions of time for filing statement of USe........ccovviiiiiiiiiiiii 2.89
Filing-date requirements ..o e 2.21
NOTICE Of QlIOWAIICE .. vuinitiiiiiie et e et ae e e et e e e e eneanenes 2.81(b)
Requirements for written application .........ccooeeiiiiiiiiiiiiiiiiiiinene, 2.32, 2.34(a)(2)
Revival of application abandoned for failure to timely file a statement
[ 0TS N 2.66
Specimens filed with amendment to allege use or statement of
10T TN 2.56, 2.76, 2.88
StATEMENT Of TS oot 2.88
When eligible for CONCUIrTrent USe.....ccvviriiiiiiiiiiii e e aeas 2.73(b), 2.99(g)
When eligible for amendment to Supplemental Register................. 2.47(c), 2.75(c)
Interlocutory motions, inter partes ProCeeding ......ccoeveviieiiiiiiiiiiiiieieeiieeeeeannns 2.127
INEETIETEIICE Lueuieiniiii ittt et e e e e e anes 2.91-2.93, 2.96, 2.98
Adding Party to interferencCe ... 2.98
BUTAEN Of PrOOT. . et ettt et et a e e ans 2.96
Conflicting marks, co-pending applications for ........ccooeviiiiiiiiiiiiiiiiiieens 2.83
Declaration Of iNterferenCe ..o 2.91
Declared only on petition to DirecCtor......coiviviiiiiiiiiiii s 2.91(a)
Institution Of INTETTEIrENICE . .vuiuiiiiii e 2.93
TS0 PO PP PP 2.96
Marks must otherwise be deemed registrable ........ccoeiiiiiiiiiiiiiiiiiiceens 2.92
Notice Of INTEITEIrEIICE ...vuitii e ae e e e e aeaaes 2.93
Preliminary t0 interferencCe .. ..o 2.92
Registrations and applications on the Supplemental Register, registra-
tions under the Act of 1920, and registrations of incontestable
marks not subject to interference..........oooviiiiiiiiiiii 2.91(b)
Request to divide application during interference............cccoevvviiiiininnnnn. 2.87(c)
International apPliCation ...ccoiiiiiriii e 7.11-7.14
Address for Mailing PAPDET ..c.vuniniurininiiiiei et e e eeneaenes 2.190(a), 7.4(b)
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Cannot be filed DY faX...ccoiuiiiiiiiiiii e 2.195(d)(b), 7.4(d)
Certificate of mailing or transmission does not apply ....ccooevvvviveinenennnnnn 2.197(a)(2)
(0123 va N Lo A va Lo ) N o OO 7.13
[03F: 0 0 o) il eTo ] Ko il i o DR 7.12
Correspondence, FeCeIPt Of ...t e 7.4
Definitions Of OIS . .uininiii e e aaas 7.1
B S 0T it et aaas 7.6, 7.7
Hand AeliVery Of ...ttt e e e et e e s e eneananen 7.4(c)
Irregularities 1N ..oovviiin i 2.195(d)(5), 7.4(b)(2), 7.14
Must be filed through TEAS or on International Bureau’s form ................. 7.11(a)
MUSE De 1IN BN liS N ot e e e e e e 7.3
ReQUITEM NS FO .. i e e e e 7.11
Subsequent designation.. ..o e 7.21
International Bureau ........ 7.1, 7.11, 7.13, 7.14, 7.21, 7.22, 7.23, 7.24, 7.26, 7.27, 7.30, 7.31,
7.36, 7.41
Payment Of £8ES B0 couiii i e, 7.7
International register, recording changes in. See also International reg-
RS0 = 1 v ) s PRSPt 7.22-7.24
International registration .......coiiiiiiiiiiiiiiii e 7.1-7.41
Application for. See International application.
ASSIGNIMENT OF Leiniiii i e e e ans 7.23

Cancellation of

Correspondence must be in English

Definitions Of BOIIS . cuini e e aaaas 7.1

Extension of protection to United States. See Extension of protection of inter-
national registration to United States

Priority Cladiml coueiii i et e e e a e e e ans 7.27
Recording Changes 1M ......ccoviiiiiiiiiiie e aenas 2.195(d)(b), 7.22-7.24
RENEWAL OF ..ttt et et et et e e e e e a e e aaaas 7.41
) RA) o) F=XeTc) 00 1<) o L VIR U 7.28, 7.29
Restriction on holder’s right to diSPose Of .....couviviniiiiiiiiiiiiiiic e 7.24
Subsequent designation .. ..o e 7.21
INTET DATEES PrOCEAUTE . cuinitiiintttieteieneteteteteteteeneneeenetaenetaeeneaneneaneneneanens 2.116-2.136
Inter PArtes PrOCEEAIIIES .ottt ettt ettt eas e aeeneaenan 2.91-2.136
CANCEIIATION L.vnitiiiiii e e 2.111-2.115
(070} 1610 B i =3 a N v D = PP 2.99
Failure of plaintiff to file brief at final hearing ...2.128(a)(3)
Failure of plaintiff to take testimony ....ccovvvriiiiiii e 2.132
INEETTETEIICE ottt et 2.91-2.93, 2.96, 2.98
[0)/0) 010153 A 1o ) s N PPN 2.101-2.107
PrOCEAUTE Q11 ..iuiniiiiiiiie ettt e et e e e et e e e e en s e e eneanaas 2.116-2.136
INterrogatories (IS COVEIY ) cuurii ittt ittt ettt ettt e et ee e e eeereneeneaearanens 2.120
Motion for an order to compel AaNSWeT ......coevvvreriininenrineneinenennenes 2.120(d)(1), 2.120(e)
Numerical Iimit On ... e e 2.120(d)(1)
1§ 0B T ) PPN 2.120(a)
OIS T o) 2 4] S ST S 2.120(3)
When to file copy of interrogatories and answers thereto with Trade-
mark Trial and Appeal BOard.......ccoiiiiiiiiiiiiiiieiieeeieceeeeeeeenenes 2.120(3)(8)
Interruptions or emergencies in United States Postal Service ..................... 2.195(e)

Irregularities in application for international registration. (See International ap-
plication, irregularities in)

Issue date of the notice of AllOWANCE ....ooviviiiiniiiiii i eaenans 2.81(b)
J
Judgment by default:
Failure by plaintiff to file brief at final hearing ..............cccooeveviiiiian.n. 2.128(a)(3)
Failure to answer cancellation.......ccoooiiiiiiiiiiiiiiiiiei e e 2.114(a)
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Failure to answer notice of concurrent use proceeding ...........ccceceveevenenn. 2.99(d)(3)

Failure tOo answer ODPPOSITION ciuiui i aeaes 2.106(a)

Failure to take testimony or offer other evidence ..........cccecvvvvviiieeiiinenennn. 2.132
Judgment, entry of in inter partes proceeding subject to establishment of

CONSEIUCTIVE TS 1uitiiiiiii i e e e et e e e e e e enenens 2.129(d)

Jurisdiction over published appliCations .......cooviiiiiiiiiiiiiiiiiirrr e eens 2.84
Amendment after publication of mark ...2.84(b)
Amendment during inter partes Proceeding ......cccvviviiiiiiiiiiiiiiiiiie et 2.133
Remand to Examiner by Trademark Trial and Appeal Board ............... 2.130, 2.131

L

Lawyers. (See Attorneys)

Letter, separate for each distinct subject of inquiry .......ccoevvvivviiininnn... 2.193(a), (b)
Letters, address for mailing to U.S. Patent and Trademark Office................... 2.190
M

Madrid Protocol. (See International registration, international application)

Mailing, certificate Of ... e 2.197

Mailing address for correspondence with U.S. Patent and Trademark Of-

i 1T PPN 2.190, 7.4(b)
Marks on Supplemental Register published only upon registration................... 2.82
Marks registered under 1905 Act. claiming benefits of 1946 Act................. 2.153-2.156
Marks under sec. 12(c) not subject to opposition; subject to cancella-

B0 ceieie ...2.156
Matters in evidence in inter partes cases ...2.122
Mistake in registration incurred through fault of applicant...............ocooeeeinini. 2.175
Mistake in registration incurred through fault of U.S. Patent and Trade-

TNATK OFfIC .. initiiii et e e e 2.174
Money, PAYMENt Of ... e 2.206-2.209, 7.6, 7.7
Motions in inter partes proceedings:

BIriefS Om oo e 2.127(a), 2.127(e)(1)
(070 7= 0 L 1 PPN 2.127(a)

Failure to respond to motion
FOr @ ProteCtiVe OTer .. vuiniiin ittt e e eeaes 2.120(f)
For judgment for failure to take testimony ........cccooeviiiiiiiiiiiiiiiiiiiiiieeen, 2.132
For summary JUASIMENt ...t e e e e e nearenanns 2.127(e)
Interlocutory motions and requests, who may act on ..............coeeeveneninnnn. 2.127(c)
Request for reconsideration of decision on motion ..........cc.oooveiiiiiiiiinin., 2.127(b)
Suspension pending determination of motion potentially dispositive of
PLrOCEEAIIIE oueutninitie ettt ettt e e e e et et et e et et ea et e et e e enesenesaeneneans 2.127(d)
To add application to interference
TO COMPE]L AISCOVEIY .vrenriniitiiit ettt et eteeereiearee s eeareneanenan 2.120(d)(1), 2. 120(e)
To determine sufficiency of answer or objection to request for admis-
153 10 ) s L PPN 2.120(h)
To extend diSCOVETrY DPETIOM . ..iuiiriiit ittt ittt ieaaeeanenan 2.120(a)
To extend times for taking testimony upon written questions.............. 2.124(d)(2)
To extend trial PeriodsS .oivi i e e e e e eas 2.121(a)(1), (c)
O TV S 1<) s Lo PP 2.117

To take oral deposition abroad ..2.120(c)(1), 2.123(a)(2)
To use testimony from another proceeding between parties ...................... 2.122(f)
Multiple class applications ....coooveveiiiiiiiii s 2.32(a)(6), 2.34(a)(1)(V)
D) A a L0 BT o ) PP TP PPTTPPY 2.87
Multiple goods or services comprised in single class or multiple class-
1= PP PPRPY 2.86
DIVIAINE OF et e et ettt et a e e e ans 2.87
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N

New certificate on change of OWNership ......cooviviiiiiiiiiiii e 2.171

Notice by publication, undelivered Office notices

Notice Of AllOWANCE ....cuiuviniiiiiniiiiiiieireeieeieeeeeaeeneneanas
Filing statement of use after
ISSUE Aate OF ceviininiiiii e

Notice of appeal to court and civil ACtion .....c.ovviiiiiiiiiiiii e 2.145

Notice of appeal to Trademark Trial and Appeal Board...............ccccevevenenenen.. 2.142(a)
Notice of concurrent use ProCeeding ......ccvvvriiiiriitiiiiiiiiieieeieeeeeneanaes 2.99(c), (d)
Notice of claim of benefits 0f 1946 ACT.....cviiiiiiiiiiiiiiii e 2.153-2.156
Notice of election by appellee to proceed by civil action after appeal to

U.S. Court of Appeals for the Federal Circuit..........cocevvviviiiiniiiinininnnn.. 2.145(c)(3)
Notice of INEErference .....ocooiiiiiiiiii s
Notice of publication under sec. 12(c)
Notice Of relianNCe ON AISCOVEIY uiuiiriniiriietii ettt ettt ettt er e ereieereneereneanens 2.120(3)
Notice of reliance on printed publications and official records
Notice to Trademark Trial and Appeal Board of civil action.................... 2.145(c)(4)
Notice, where address of registrant in cancellation proceeding is un-

500 L0 )12 o TS 2.118
Notification of acceptance of or deficiency in amendment to allege

L0 1T SN 2.76(), ()
Notification of acceptance of or deficiency in statement of use ............... 2.88(%), ()
Notification of filing of petition for cancellation............cccviiiiiiiiiiiiiiiiiieinnn, 2.113
Notification of grant or denial of request for an extension of time to file

a Statement Of WS ..o e 2.89(g)
Notification Of OPPOSITION . ..iuit ittt e et e e e e ans 2.105

(0]

Oath, declaration in 1iet Of ... e aes 2.20
Oaths, before whom and when made in testimonial deposition................. 2.123(e)(5)

Official Gazette contents:
Claim of benefits under sec. 12(c) for marks registered under 1905

2o RPN 2.154
First filed of applications for conflicting marks...........ccooviviiiiiiiiiiiiiiiiiiiieenne. 2.83
Marks on Principal Register published for opposition........ccceveiiiiiiiiiiiinnann, 2.80
Marks on Supplemental Register published when registered........................... 2.82

Official records, reliance on in inter partes proceeding ........cccocevvvveviiiennenennnn. 2.122(e)
Omission of matter from response to Examiner’s action..............ccccoeevvenennnn. 2.65(b)
Opposition to registration of mark on Principal Register: ....................... 2.101-2.107
Amendment Of ODPPOSITION ..iuiuiinit it ea e 2.107
B 817 S 2.106
Commencement 0f OPPOSITION .euiuiniiiniiiii e e eanes 2.101(a)
Consolidated OPPOSITIONS c.iuit i e 2.104(b)
Contents Of OPPOSITION ..iuiunini it e e e e e 2.104
Corresponds to complaint in a court proceeding .........ceeevveviiiiiiiiiinninnnnenn. 2.116(c)
D) T eT0) 4] A PP P PPN 2.120
Extension of time for filing an oppOSition ... 2.102
Failure t0 timely Al SWeT . ittt e e et e et e e e eaeans 2.106(a)
Filing am ODDOSItI0MN . e e e e 2.101
INSULTICIENT £ES . ueniniiiiie et a e e e 2.101(d)
Notification of OPPOSITION . ..cuiii i e 2.105
Procedure, iMLeT DATTES ..vunen ettt e e e e e e aeas 2.116-2.136
Request to divide application during opposition.........ccoviviiiiiiiiiiiiiiiinnn, 2.87(c)
SUSPENSION Of PrOCEEAINES t.euiininiiiniiiie et e e e e e e et eneae e eaeaeneans 2.117
Time for filing OPPOSIEION . it e aeas 2.101(c)
Who may file OPPOSITION c.iuiniiii e 2.101(b)
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Withdrawal of OPDOSIEION . ..cii i e e e e e, 2.106(c)
Oral argument at final hearing in inter partes proceeding ...........cocevevevunenenrennns 2.129
Oral hearing:

EX DATTE QDDEAL ... ettt et aaaaaan 2.142(e)

Inter partes proceedings.... ...2.116(f), 2.127(a), 2.129

On Petition B0 DireCtOT . ot aas 2.146(f)
Oral promise, stipulation, or understanding...........cccooeviiiiiiiiiiiiiiiiiieieeeene 2.191
Ownership, prior registrations, identification in application ............c.cecevvvennnnn. 2.36

P

Papers of application not returnable .......ccooeiiiiiiiii e 2.25
Payment of money.............. ...2.6, 2.206-2.209, 7.6, 7.7
Pending application INdeX ......cc.iiiiiiiiii e 2.27
Period for response to Office aCtionS....ccovviriiiiiiii e 2.62
Personal appearanCe UNIECESSATY .ouuuuuuetererenetanetenenteneaseneaseneaseneaseneeseremsereesenes 2.191
Persons who may practice before the U.S. Patent and Trademark Office

BRI T iz Te (o oo i o E o T 10.14
Petition for cancellation.... ...2.111-2.115

Amendment Of PETITION . .iuuiuiiii e 2.115

B 8517 S 2.114

Commencement of cancellation proceeding .... ....2.111(a)

Contents Of PETITION .c.u i e 2.112

Corresponds to complaint in a court proceeding .........coeevviviiiiiiiniiinninennenns 2.116(c)

BB ST €101 V25 i V2 PPN 2.120

Failure t0 timely Al SWer . . e e e e et e e e e e e e aaaaaas 2.114(a)

Filing petition for cancellation .......coiiiiiiiiiiiii e e 2.111

INSUTTICIENT fEOS Lot 2.111(c)

Notification of cancellation proceeding .........ccviviiiiiiiiiiiiiiiiiiiieeeee e 2.113

Procedure, inter partes .......ccceeveeiiiiiiiinninnnn. ...2.116-2.136

SUSPENSIioN Of PrOCEEAINES tuiuiuiiiiiieee e e e e eeaens 2.117

Time for filing Petition ... e 2.111(b)

Who may file Petition .o e e aas 2.111(b)

Withdrawal of Petition ..o e 2.114(c)
Petition for rehearing, reconsideration or modification of decision:

Decision in inter partes ProCeeAINE .....c.euiiriiieiiit i eie et ereieanenens 2.129(c)

Decision On ex PArte ADPEAL ...viuiniiriiii i aaas 2.144

Decision on interlocutory motion in inter partes proceeding...................... 2.127(b)
Petition to revive abandoned appliCation .......ccovviiiiiiiiiiiiie s 2.66
Petition 10 the DireClOr. .o e e e e e e eaens 2.146

Any case not specifically defined and provided for by rules... ...2.146(a)(4)

Contents of PetITION ..cui i s 2.146(c)

Delegation of authority to act on petitions ........ccooiviiiiiiiiiiiiin, 2.146(h)

Diligence, requirement fOr .......oiiiiiiiiiiii e 2.146(1)

Extraordinary situation requiring suspension or waiver of requirement

[0 D L PP 2.146(a)(b)
B i e 2.6, 2.146(c)
From denial of request for extension of time to file statement of

L0 ST 2 PP P PP PPt 2.89(g)

From grant or denial of request for extension of time to oppose ..... ...2.146(e)(1)

From interlocutory order of Trademark Trial and Appeal Board ..........2.146(e)(2)

Invoke supervisory authority ..ocoooviiiiiii e 2.146(a)(3)

Oral hearing on petition

Reconsideration of decision on petition......cccooeiiiiiiiiiiiiiins 2.146(3)

Reconsideration of refusal to accept sec. 8 affidavit or declaration........... 2.165(b)

Refusal of renewal of registration .......cccooiiviiiiiiiiieeeeeeee s 2.186

Relief from repeated formal requirement of Examiner............... 2.63(b), 2.146(a)(1)

Review of adverse action on correction, disclaimer, surrender, etc. of

BT S 1 =0 1 (o) s B PP PP PPN 2.176
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Stays time in appeal, inter partes proceeding, or reply to Office action

only when stay is specifically requested and granted .................euenn.. 2.146(g)
Subject matter for Petitions ....ocoviiiiiii e 2.146(a), (b)
Time t0 file PetitioN o s 2.146(d), (e)
To accord filing date as of date of deposit as Express Mail .........ccoevvivvinininnen. 2.198

Pleading, amendment Of .. ... e 2.107, 2.115
Position of parties in inter partes proceedings ..........cceeevvvevennnnn. 2.96, 2.99(e), 2.116(b)
Postal Service, United States, interruptions or emergencies in ................... 2.195(e)
Post NOTICE Of AllOWATICE ...uiuiiiiiiiii it e e e e e eae e eneanas 2.88, 2.89
POST PUDLICATION cu ettt e ane 2.81
Power of attorney or authorization of other representative ....................... 2.17, 2.19

Practice before the U.S. Patent and Trademark Office, individuals enti-

BIEA B0 ceviiii ..10.14

Predecessor in title or related cOompany, USE DY .c.eveiriiiiriiiiiiiiiieiieieeieeaenans 2.38
Pre-trial conference, inter partes proceeding .......ccovvvveiiiiiiiiiiiiiiiiiiiieininanns 2.120(i)(2)
) S BTy oF: A A S eT e E] 1T PSPPI 2.46
Amendment to or from Supplemental Register ......covviiiiiiiiiiiiiiiiiiiiiiieenns 2.75
Printed publications, as evidence in inter partes proceedings ...........cceveevenenn. 2.122(e)
Prior acts, status of prior registrations .......cocevviiiiiiiiiiiii e 2.158
Priority claim based on foreign application............cccoviviviiiiiniiininnnnn.. 2.34(a)(4), 7 27
Prior registrations, ownership, identification in application ..............coceeeeennnnn. 2.36
Procedure in inter DATEES CASES .uuuuiriieiriie it ee et eeee et ereaeereieerenraneneanens 2.116-2.136
Production of documents and things, request for (disCOVery) .....cccovvevineninnenens 2.120
Place of Production.....ccooieiriiiiniiii e ...2.120(d)(2)
Motion for an order to compel ProducCtion......ccccviveriiriiiiiniiiiiieeineeineeaans 2.120(e)
A 0'a B B o T PPN 2.120(a)
Professional conduct of attorneys ........c........... 10.20-10.129
Proof of distinctiveness under SeC. 2(F) ...ciiiiiiiiiiiiiiiee s 2.41
D o3 o L0) 0N 1= v (e PO PPN 2.119(a)
Protective order:
Access to materials filed UNAeT . .....ccovuviiiiiiiiiiiii e 2.27(e)
Form of filing materials UNAer .......cooiuiiiiiiiiiiie e eaeees 2.126(d)
Relating $0 QiSCOVETY vuiuiiiiiiiiiie ettt et e et et e e e an e e aeananeanens 2.120(f)
Relating t0 teStimONY v e aas 2.125(e)
Sanctions for violation.....cccoviviiiiiiiiiii e 2.120(g), 2.125(e)
Publication and post publiCation .....c.cciiiiiiiiiiiiiie e 2.80-2.84
Publication in Official Gazette:
Jurisdiction over published appliCations .....ccciviiiiiiiiiiii e eeaeaees 2.84
Of claim of benefits under sec. 12(c) for marks registered under 1905
o) TR PPN 2.154
Of first filed of applications for conflicting marks ...................
Of mark on Principal Register for opposition after approval...
Of marks on Supplemental Register when registered ........cc.coeevviviiiniiiinininnan, 2 82
Publication, notice by, undelivered Office notices to registrant in inter
DATEES PrOCEEAITIZ .t ittt ittt e e et e et e e et et e et eaneneaneneanananeans 2.118
R
Rebuttal testimoOny .o e 2.121(b), (¢)
Receipt of papers and fees ....oiviiiiiiiii s 2.195-2.198, 7.4
Recognition of attorneys or other authorized person ...........cccevevvviieenennnn. 2.17, 10.14
Reconsideration:
Of affidavit or declaration of use under sec. 8.......cccoeveviviiiiininnnnnn. 2.163(b), 2.165(a)
Of decision after final hearing in inter partes proceeding................ccceevenenn. 2.129(c)
Of decision On ex PATLE ADPEAL .cneriniirii ittt ee e aaeeaaens 2.144
Of decision on petition to Director ..o 2.146(j)
Of decision on petition t0 reVIVe.. ..o 2.66(f)
OF FINAL ACTIOM ceuitiiit ittt et ettt e et e et e eae e eneananes 2.64(b)
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Of order or decision on interlocutory motion...........cooeeiiiiiiiiiiiiiiininin... 2.127(b)
Records of documents in Assignment Services Division of U.S. Patent
and Trademark OffiCe ..o e e aens 3.11-3.56
Records and files of the U.S. Patent and Trademark Office....................... 2.27, 2.200
Reexamination of appliCcation ......coiiiiiiiii s 2.63(a)
Reexamination of application after remand by the Trademark Trial and
APDPEAL BOATMA .ovvniiiiiiiiiiiiie e e 2.130, 2.131, 2.142
Refund of money paid to U.S. Patent and Trademark Office...........cccceeveininnin. 2.209
Refusal of affidavit or declaration of use under sec. 8 ...2.163
Refusal of affidavit or declaration of use under sec. Tl ......ccooveviriiniiininiiinenennenns 7.39
Refusal of reg@istralion ..o e 2.61
Refusal Of FENEWAL ....uinii i et e et e e e e e e e aeaaaananas 2.184
Refusal of request for extension of time to file a statement of use ................ 2.89(g)

Registered extension of protection. (See Extension of protection of international
registration to United States)
Registrability of marks in plurality of classes (combined applica-

172 00 0 £ P PP PP P PP PPRPY 2.86
Registrant claiming benefits of 1946 ACt .....coininiiiiiiiiiiiiieeeee s 2.153-2.156
Registration as evidence in inter partes proceeding:

File of registration which is the subject of the proceeding .................... 2.122(b)(1)

Registration owned by any party to proceeding ...2.122(d)(2)

Registration pleaded by opposer or petitioner ....... ...2.122(d)(1)
Registration files open to public inspection ........ccooviviiiiiiiiiiiiiieens 2.27(d)
Registrations, printed copies available .......ccooiiiiiiiiiiiiiiii e 2.201
Related company Or PredecCesSSOT, TS DY .. iiiiiiieriiietieiereieeteeereieereneerenennenens 2.38
Remand to Examiner:

After decision in I7Ler PATLES CASE ...virieiriiti it ee e eaens 2.131

During appeal from refusal of registration ...........ccooviviiiiiiiiiiiiiiiiinn, 2.142(f)

DUTING INEET DATEES CASE ceuivnininiiniiieie ettt e et e et et et e et eetetenetaaneteanenereanees 2.130

Renewal of registration........ccooiiiiiiiiii e 2.181-2.186, 7.41

Application for renewal, requUiremMents .....ccooviriiiiiiiiii s 2.183
Failure to renew registration involved in inter partes proceeding .............. 2.134(b)
Of international registration ... s 7.41
Period in WhiCh t0 fIl€ ..o 2.182
Refusal Of TENEWAL ....iuiiiiiiii e e e e e e e e e e e enees 2.184(a)
Review of Examiner’s refusal by DireCtor ......cooeiiiriiiiiiiiiiiiiiieiceiceeeeeeens 2.186
Term of original registrations and renewals .......cccoeeiiiiiiiiiiiiiiiiiiicieeeans 2.181
REPDIACEIMEIIT L. euitiiii ittt e e et e et e et e e e e e e e e eanans 7.28, 7.29
Reply briefs in inter partes ProCeeAINES ...ovuvriiiiriiiitiiiiiieei i eeieeeneeaenas 2.127(a)
Representation DY atlormey ..o e 2.11
Representation of others before the U.S. Patent and Trademark Of-
i (T PP 2.11, 10.14
Representative, domestic or U.S. (See Domestic representative)
Representation, recognition fOr .......cooviiiiiiiiiiiiiiiiii e 2.17,10.14
Republication of marks registered under prior actS.......ccceeevevviiiiiiinnnnannn. 2.153-2.156

Request for admissions (discovery). (See Admissions, request for)

Request for Extension of protection of international registration to United
States. (See Extension of protection of international registration to United
States)

Request for extension of time for discovery and testimony. (See Extension of time
for discovery and testimony)

Request for extension of time to file opposition. (See Extension of time for filing
opposition)

Request for extension of time to file statement of use. (See Extension of time to
file statement of use)

Request for information and exhibits by Examiner..........cccoceviviiiiininininnnnnen.. 2.61(b)
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Request for production (discovery). (See Production of documents and things, re-

quest for)

Request for reconsideration. See Reconsideration.
REQUEST fOT TECOTAS . tuitiinitiiiie ettt e e e e e e te e et e e ene e eneaaananans 2.201
Request for registration . ...coovvieiiii e 2.32(a)(1)
Request to divide an appliCation . ...ccouiiiiiiiiiiii e aeas 2.87
Request to divide a registration.........ccooiiiiiiiiiiiii e 2.171(b)
Requirements for receiving a filing date ........ccooveiiiiiiiiiiiiiiiiicee e 2.21, 7.26
Requirements for written application .......cccooiviiiiiiiiiiii e, 2.32, 2.34
Registration of marks registered under prior acts .......ccoeeveviiiiiiiiiiiiiiiiieeens 2.158
Response t0 official aCtion ..oir i e aaas 2.62
Restriction on holder’s right to dispose of international registration................ 7.24
Review by Director:

For relief from repeated formal requirement by Examiner ......................... 2.63(b)

Of adverse action on correction, disclaimer, surrender, etc. of registra-

172 10 ) s PP PPNt 2.176
Of refusal of affidavit or declaration of use under sec. 8............cccevvenenn..

Of refusal of affidavit or declaration of use under sec. 71
Of refusal of renewal application

Petitions to the Director..................
Revival of abandoned applications....
Revocation of power of attorney .......................
Rules of evidence in inter DATLES CASES iuiuiiririuriiiiiieeieiieietneieineeieaneeraeeneanens 2. 122(&)
Rules of practice in trademark cases:
Suspension, petition t0 DIirector .......ccvcveviiiiiiiiiiiiiiiiinc s 2.146(a)(5), 2.148
Waiver, petition to Director ... 2.146(a)(b), 2.148
S
Sanction for failure to comply with discovery order..........ccoceveviviiiniennnnnnnnns 2.120(g)
Sanction for failure to comply with protective order relating to testi-
b e L0 0 17 PP P PPN 2.125(e)
Saturday, Sunday, or Federal holiday, time for taking action expiring
[0} P PP PT PPN 2.195, 2.196
Schedule of classes of 200ds and SErVICES...ciiiiiiiiiiiiiiiiieiieeeeceeaenes 2.85, 6.1-6.4
Schedule of time for discovery and trial periods...........ccceveviiiininennn.. 2.120(a), 2.121
Sec. 2(f), Proof of AIstinCtiVeNESS. .o e 2.41
Sec. 8 affidavit or declaration Of USE .....ocovuviiiiiiiiiiniiiiirie e 2.160-2.166
Sec. 44, application based on:
Amendment to change application to different register............................lL 2.75(a)
Amendment to description or drawing in marK .........ccoeveviiiiiiiiiiiiiiiieeenenns 2.72(c)
Basis fOr 1IN ouiniiiii e 2.34, 2.37
CertifiCation MATK ..o e e e et e e e e e e aeaeaans 2.45(b)
COLIECTIVE TNATK .ttt ettt e e et et e et e e e e eneananes 2.44(b)
DrawWing FeOUITEA. .. ettt ettt e et et ee e e et eaeeneneeneasaneneananes 2.32(c)
Filing-date requirements . .o 2.21
Goods or services identified may not exceed scope of those in foreign
application or registration.........ccoviiiiiiiiiii s 2.32(a)(6)
Priority Claim ..o e e 2.34(a)(4)
Requirements fOr QrawingS...oooii i ae e aas 2.52-2.54
Requirements for written application .......c.cooviiiiiiiiiiiiieeeeea 2.33, 2.34
Supplemental RegISTET ... .o 2.47(b)
Sec. 71 affidavit or declaration Of USe......cocvvviiiiiiiiiiiii e 7.36-7.40
Service charge for filing renewal application during grace period.............. 2.6, 2.185
1o A (eI 0 0 F2 1 i - € T PP P 2.43
Specimens OF fACSIMILES c.uiuiuiii i 2.56(c)
Service of copies Of teStImMONY c.oriiie i e 2.125
Service and SIZNING Of PADETS ..uuiuiuiuiiniiiiiiei ettt e e e et eneaeaneneaeanes 2.119
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Signature and certificate of attorNeY . ..o 10.18

Signature Of APPIICANT. ...t 2.33

Signature of electronically-filed document ...........cocevvnvninnin, 2.33(d), 2.193(c)(1)(iii)

Single certificate for one mark registered in a plurality of classes.................... 2.87

I 116§ 0 1) 4 L PP 2.56-2.59
Electronically-filed ....cocoviiiiiiiiiiiieeee e e 2.56(d)(4), 2.161(g)(3)
Facsimiles in lieu of SPECIMENS...c.iuiiiiiiiiiiiiii e 2.56(c)
Not evidence in behalf of applicant or registrant in inter partes pro-

(S0 B = O PPPPTIR: 2.122(b)(2)
Of SEIVICE I K .ottt ettt ettt e eae e e aaanans 2.56(a)(2)
Requirement of filing with affidavit or declaration of use under sec.

< 2P 2.161(2)
Requirement of filing with affidavit or declaration of use under sec.

0 PP 7.37(g)
Requirement of filing with amendment to allege use .................... 2.76(b)(2), (e)(2)
Requirement of filing with statement of use .........c.cooooviiiiiiinin, 2.88(b)(2), (e)(2)
Support of amendment to application ......c.coveviiiiiiiiiiiiiiiii e 2.71, 2.712
Support of amendment to registration

Statement of USe .....ccvvvviniiiiiiiiiiiiiin .
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Amendments to dates of use after filing ........cooeveiiiiiiiiiiiiii 2.71(c)(2)
Extensions of time t0 1€ ... e 2.89
Fee for filing..................

May not be withdrawn
Minimum requirements for filing

ReqUIrements fOr ..o e e e aa e 2.88(b)
ATl o) il i 1 5 0 = PP PP PP PP PSPPI 2.88(a)
Status of application after ex parte appeal ......cc.vevevviiiiiiiiiiiiiiiiiiiieeeeeeeans 2.142(g)
Status of application on termination of inter partes proceedings .........c..ceeuvenens 2.136
Stipulated evidence, inLer PATTES CASES . .iuviuiriiiiieieirieeteeeeieeieteeeretaeeaneeans 2.123(b)
Stipulation to extend discovery and/or trial periods............ccccevenennen.. 2.120(a), 2.121
Subsequent AdeSignation ... c.o.iiiii i e, 7.21
Address for Mailing PAPET ..c.ouineniiiniieiiieie e eeaeeeanas , 2.190(a), 7.4(b)
Cannot be filed DY faX..ccoiuiiiiiiiiiiie e 2.195(d)(b), 7.4(d)
Certificate of mailing or transmission does not apply ......ccceevvnineenenennn. 2.197(a)(2)
DS o ) 7.7, 7.21(a)(8)
Must be filed through TEAS or on International Bureau’s form ................. 7.21(b)
Substitute specimens, filing Of ... 2.59
Summary judgments in inter partes pProceedings......ocovveveuvinevinenerineneanenns 2.127(e)(1)
Sunday, Saturday, or Federal holiday, time for taking action expiring
(o) P PP PPN 2.195, 2.196
Supplemental Register:
Amendment from Principal Register......ccoviiiiiiiiiiiiiiiiiiiiieeeeens 2.47(c), 2.75
ApPPlication reqUIremMEntS ..o e aaas 2.47
A DDTOVAL ettt et ettt et e et et a e e et a e e eaans 2.82
(072 1T 1 = 1172 L0 ) o S 2.111
Certificate of registration ..ocovi i 2.82
Intent-to-use applications, when eligible......cccoviiiiiiiiiiiiiieeeeeas 2.47(c)
Marks published wWhen registered......ccooiiiiiiiiiiiiii e aens 2.82
Marks in request for extension of protection of international registra-
tion Not re@istrable ON......ocvviiiiiiii e 2.47(c), 2.75(c)
Surrender of certificate of registration...........cooiiiiiiiiiiiii i 2.172
During inter partes ProCEEAINE ....c.vuiuiir ittt e e e e eaeanes 2.134
Suspension of action in application by U.S. Patent and Trademark Of-
b2 (¢ TP PP PP PPN 2.67
Suspension from practice before U.S. Patent and Trademark Office ..... 10.130-10.170
Suspension of later filed conflicting application ...........cccoeviiiiiiiiiiiiiiiiiiien, 2.83
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Suspension of inter partes proceedings by Trademark Trial and Appeal
Board:

For good cause upon motion or stipulation..........cccoviiiiiiiiiiiiiiiiiiiie, 2.117(c)
Pending disposition of motion potentially dispositive of case................... 2.127(d)
Pending disposition of motion to compel .......ccoovvinviiiiiiiiiiiiiniiiiniieinene, 2.120(e)(2)
Pending disposition of motion to test sufficiency of response to request
FOr AAIMIISSION et 2.120(h)(2)
Pending termination of civil action or other Board proceeding........... 2.117(a), (b)
Suspension of rules, DireCtor.....civiiiiiiiiii e 2.146(a)(5), 2.148
T
TEAS ...ccvviiinene. 2.2(f), 2.6(a)(1), 2.33(d), 2.52(c), 2.56(d)(4), 2.161(g)(3), 2.193(c)(1)(iii)
Application filing fEe . ...oiiiii i 2.6(a)(1)
D ICY ik a5 A o) s N o NP 2.2(f)
BB 2 PP PP PPR 2.52(d), 2.53
SIgNALULE .t 2.33(d), 2.193(c)(iii)
S 01103 D 0 1) o PR 2.56(d)(4), 2.161(2)(3)
TEAS PlUS toiniiiiiiie et e e e e e e e e e e eneaeanan 2.6(a)(1)(ii), 2.22, 2.23
Term of original registrations and renewals ........cccevviviiiiiiiiiiiiiiii e 2.181
Testimony in inter partes cases:
Assignment and resetting of times . ..o 2.121
By oral examination ...2.123
By Written QUeSTIONS ..ot e e e e aas 2.124
FaIlure $0 BaKE cooviiiiii e 2.132
Filing and service of testimony .......cccovviiiiiiiiiiiiiinn, 2.123(f), 2.124(f), 2.125
Arrangement, indexing, and form of transcript .................. 2.123(g); 2.125 (b), (d)
(076} 4 4=Tel v (o) o T T oo U PSPPI 2.124(f), 2.125(b)
Deposition must e filed ..o 2.123(h)
Filing in U.S. Patent and Trademark Office................... 2.123(f), 2.124(f), 2.125(c)
Inspection of AePOSITION t.viuiuiiiiiii e 2.123(1)
Service on advVerSe PATTY «.ouviiiiniiiiriiiiirier e e eaeans 2.124(f), 2.125(a)
From another proCeeding ......cou it e e aeaeaas 2.122(f)
In fOreign COUNDIIES (vt e eeas 2.123(a)(2)
ODbJECTHIONS B0 .ivniniiiiiiiie e 2.123 (e), (), (k); 2.124(d), (8)
Stipulated testimONY c.ooviiiii s 2.123(b)
Time:
FOr amendment .. ..o e aaaan 2.62
DN 0) QAo To = ) o) ¢ 1Yz N PPN 2.142(a)
For filing affidavit or declaration to avoid cancellation ........................ 2.160, 7.36
For filing amendment t0 alleZe USE ...c.iuiiriiiiiiiiii et eeereens 2.76(a)
For filing appeal to court or civil action.........ccceveiiiiiiiiiiiiiiieen 2.145(d)
For filing briefs in inter partes ProCeedingS.....ccvuviuiurenirrireriineiiniieeineeinenennanes 2.127
For filing extension of time t0 OPPOSE ..ovuiviiiniiiiiiiii e 2.102
FOr filing ODPOSITION . cuiuititi e e e e aeaens 2.101(c)
For filing petition for cancellation ........cccooeviiiiiiiiiiiiiiiiiiiiiceeene, 2.111(b), (c)(3)
For filing request for extension of time to file statement of use..................... 2.89
For filing request to divide application .......ccooviiiiiiiiiiiiii e, 2.87(c)
For filing statement Of USe ... s 2.88(a)
For response to U.S. Patent and Trademark Office action
FoOr 1aKIiNg diSCOVETY vt eeaeas
For taking testimony
Transformation........ccoceiiiiiiiiiiiiiieeeeeaes 2.195(d)(5), 2.197(a)(2), 7.4(b)(2), 7 31
Translation of asSISNIMENT ..ot eaes 3.26
Transmission, certificate Of ..o 2.197
U
Undelivered Office notices, to registrant.........ccoviviiiiiiiiiiiiiiiieeeeas 2.118
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Unprofessional conduct, attorneys ...oocoviiiiiiiiiiiiii e 10.20-10.129
Unprovided for and extraordinary circumstances, petition to Direc-

070 Rt 2.146(a)(4), (b)
U.S. Court of Appeals for the Federal Circuit, appeal to.........coeeviviiiiiiiiinininn.. 2.145
Use:

Allegation Of USe 1IN COMMETCE ..ouuuniniiiniiiiiiieiee e et eeieaeaeanens 2.34, 2.176, 2.88
Amendment to allege USE 1IN COMIMEBTCE .. ..iuinrinitiriie ittt eieeeeeeeeienreneaeeneaaanens 2.76

Bona fide intention to use in commerce

By predecessor or by related COmMPaANIes.....c.o.iviiiiiiiiiiiiiieieeie e eaeaans 2.38

Dates of first use and first use in commerce.......................... 2.34(a)(1)(ii) and (iii)

SEATEMENT Of TS oniniiiiii e 2.88
TUSE OFf QISCOVETY eneniiniiiieii ettt ettt ettt e e et et e et e e et et e et e eaeaneneanans 2.120(j)
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Verification:

Declaration in lieu of oath or verification ..........coooiiiiiiiiiiiii s 2.20

[OF=10) 0] 5 TeT: 1 v (o) o PP 2.33

Of electronically-filed document ..........cooeveiiiiiiiiiiiiiiiiiinenn 2.33(d), 2.193(c)(1)(iii)

Required with amendment to allege UsSe .......cccovevviiiiiiiiiiiiiiiininnnn, 2.76(b)(1), (e)(3)

Required with statement of USe .....coviiiiiiiiiiiiiiiiie 2.88(b)(1), (e)(3)

Required with substitute specimens ..o 2.59

In support of amendments to descriptions or drawings of the

002 < PP P PP 2.72
In support of amendments to dates Of USE....ovviiiiiiiiiiiiiiiii s 2.71(c)
In support of request for extension of time to file statement of
10 ST SN 2.89
W

Waiver of rule, petition to Director........ccocoiviviiiiiiiiniiiiiiiineeeenns 2.146(a)(5), 2.148
Willful false statements. declaration .........cooeiiiiiiiiiiiii e 2.20
Withdrawal from employment, practitioners...........ccoceveviviniiinnininnn. 2.19, 10.40, 10.63
Withdrawal of amendment t0 allege USE......ceiviiiiiiiiiiiiiiieieeieeieeeeeanes 2.76(h)
Withdrawal of apPliCation ...i.ii it e e e e eananes 2.68

Involved in inter Partes ProCEEAINE ......cuiriiiir i et er e eeenenans 2.135
Withdrawal of opposition with or without consent ...........cccooviviiiiiiiinininnnn. 2.106(c)
Withdrawal of cancellation with or without consent ............cccoovviiiiiiiinnn, 2.114(c)
Withdrawal of registration by voluntary surrender by registrant:

Involved in cancellation ProCeeding ....coooviiiiiiiiiiiiiiie e e eans 2.134

ReqUITEMENTS fOT 1uiuiiiiii e e e e e e a e ans 2.172
Withdrawal of statement of use prohibited........ccccoiiiiiiiiiiiiiiens 2.88(2)
Witnesses:

DisCOVEry dePOSIitION c.ouiii i e 2.120(b), (c)

Examination by oral deposition (Testimony) .....ccocoevviviiiiniiiiiiniiiininiiiineenenen. 2.123

Examination by written questions ...ocooviiiiiiiii s 2.124

O IGT coniniii e 2.120(c), 2.123(a)(2)
Written appliCation ..o ettt aas 2.32-2.47
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